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11. RELATED APPEALS AND INTERFERENCES 

The Assignee is unaware of any prior or, pending appeal, or any judicial or 
interference proceeding which may directly affect, be related to, be directly affected by, 
or have a bearing on the Board's decision in this proceeding. 


III. STATUS OF CLAIMS 

5 The subject application, as originally filed on October 30, 2001 contained Claims 

1-38, with Claims 1, 15, 24 and 28 being independent, hi an Amendment filed 
November 5, 2003, Claims 26 and 28 were canceled and Claims 39-43 were added. 
Accordingly, Claims 1-25, 27, and 29-43 remain pending in the subject application and 
stand finally rejected and/or objected to by the Examiner. In a Final Rejection dated 

10 March 25, 2004, the Examiner objected to Claims 29-35 as being dependant upon 

canceled Claim 28, but stated that these "claims would be consider[ed] being dependable 
upon claim 24 for the sake of advancing the prosecution of the application." The 
Examiner was correct in this assumption. As a result, these claims should be dependant 
upon claim 24 for the sake of this Appeal. The Amendment and the Final Rejection are 

15 attached as Appendices U.B and ILC, respectively. Applicants herein appeal the 

Examiner's decision finally rejecting Claims 1-25, 27, and 29-38, and are withdrawing 
Claims 39-43. 
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IV, STATUS OF AMENDMENTS 

In response to the Final Office Action dated March 25, 2004, Applicant filed an 

5 Amendment on May 18, 2004. However, in an Advisory Action dated Jime 7, 2004, the 
Examiner refiised entry of the Amendment on the grounds that the Amendment (i) does 
not "place the application in better form for appeal by materially reducing or simplifying 
the issues for appeal," and (ii) raises "new issues that would require further consideration 
and/or a search." The Advisory Action and Amendment are attached as Appendices II.D 

10 and U.E, respectively. 
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V, SUMMARY OF CLAIMED SUBJECT MATTER 

Ear protection devices are well known. Typically, ear plugs or similar ear 
5 protection devices are inserted into the aural canal of the ear to dampen sound waves. 
This is important because prolonged exposure to excessively loud noises can damage the 
ear, causing hearing loss. Because ear protection devices are necessarily small, they are 
often lost. Consequently, storage systems for these have been developed. However, 
these systems are often impractical, in that they are awkward to carry or unnecessarily 

10 restrict the use of the ear protection devices. 

The present invention has solved these problems. Specifically, the invention is 
directed to a novel system for storing and using ear protection devices. As disclosed and 
claimed, the present invention couples ear protection devices to an independently 
retractable storage unit. Because each ear protection device is independent of the other 

15 within the storage unit, a user, according to the preferred embodiment, may extend or 
retract each ear protection device independent of the other. This is advantageous because 
it provides a user with a vastly more adaptable, accessible and flexible ear protection 
system. While many ear protection devices are known in the art, the prior art fails to 
disclose such an independently operable ear protection system. 

20 As currently pending, the present application contains Claims 1-25, 27, and 29- 

38, of which Claims 1, 15, and 24 are independent. A reproduction of Claims 1-25, 27, 
and 29-38 are reproduced in Appendix 1. 

The following briefly summarizes the claimed invention as set forth in each independent 
claim. The disclosed corresponding structure for any means-plus-fimction elements are 
25 also set forth below. 
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A. Independent Claim 1 

A first embodiment of the claimed invention is set forth in Claim 1. As claimed, 
the invention is directed to an ear protection system including "a plurality of ear 
protection devices for preventing the penetration of harmful or disturbing sounds into the 
5 ear canal." (Claim 1, lines 2-4). For example, such ear protection devices may include 
interchangeable earplugs of various sizes and materials. See Specification, page 10, lines 
5-10; page 13, lines 5-10; page 17, lines 1-2; Figures 1, 2 and 4 element 108. 

The system also includes "an encasement structure comprising at least an anterior 
member and posterior member, wherein said anterior chamber and said posterior chamber 

10 are coupled together." Claim 1, lines 5-7. In short, the anterior and posterior members 
form the encasement structure of the apparatus, and for example, are coupled together 
with screws, although other means for attaching them may be used. See Specification, 
page 10, lines 21-25; pages 15 line 20 to page 16 line 3; Figures 1, 2, and 3 encasement 
structure 100, anterior memberlOl, posterior member 102 and screw 103. 

15 The ear protection devices are preferably attached to the encasement structure by 

a non-elastic cord with one end attached to the ear protection device and the other end 
attached to one of "a plurality of retraction means disposed within said encaseinent 
structure for selectively retracting said plurality of ear protection devices toward said 
encasement structure." Claim 1, lines 8-11. For example, the cord maybe attached to a 

20 spool mounted in the encasement. The spool preferably rotates in one direction to extend 
the ear protection device away from the encasement and rotates in the other direction to 
retract the device toward the encasement. See Specification page 11, line 22 to page 16, 
lines 2; page 16, lines 9-22; Figures 1 and 2, encasement mounts 105 and spools 106. As 
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set forth in dependent claims, this retracting and extending means may also include a 
ratchet (page 17, lines 16-19; Figure 2 element 110), a spring-loaded locking mechanism 
(page 12, lines 3-8), a pushbutton (page 12, lines 14-18; page 17, lines 17-18 ; Figures 2 
and 5, element 109 ), or a thumb shde ( page 12, lines 19-24; Figure 6, element 601). 
5 The ear protection system can be mounted onto a shirt, hat, etc. by the use of "a 

mounting means for removably mounting said encasement structure upon an entity. . 
Claim 1, lines 12-13. In general, the mounting means may be a clip, see specification, 
page 10, lines 17-20; page 11, line 7; Figure 3, element 302, and may be adapted so that 
it rotates 360 degrees. See specification. Page 11, line 6; page 18, lines 8-9. 

10 Finally, the ear protection system operates in such a way that the each ear 

protection device can "operate... independently." Claim 1, lines 15-16. See 
specification, page 16, lines 10-12. For example, each ear protection device is attached to 
its own elastic cord that is wound around its own spool located within the encasement. 
Each spool rotates within the encasement, allowing a user to expand and retract the ear 

15 protection device. Since each spool operates independent of the other, a user is free to 
adjust the length of one ear protection device without altering the length of the other. 
B. Independent Claim 15 

Next, Claim 15 is directed to a method for ear protection. In order to protect the 
ears, an encasement structure of the type disclosed at page 10, lines 21-25; pages 15 line 
20 20 to page 16 line 3; Figures 1, 2, and 3 encasement structure 100, anterior member 101, 
posterior member 102 and screw 103 is provided. Harmfiil sounds are blocked by the use 
of a "plurahty of ear protection devices" (Claim 15, lines 6-8) which may include 
interchangeable earplugs of various sizes, shapes and materials. See specification, page 


10, lines 5-10; page 13, lines 5-10; page 17, lines 1-2; Figures 1, 2 and 4 element 108. 
The ear protection devices are secured to the encasement via a non-elastic cord, with one 
end attached to the ear protection device, and the other end attached to a spool within the 
encasement. 

5 The second step of the method entails blocking sound waves. In order to block 

the sound waves and protect the ear, at least one of the ear protection devices must be 
"selectively retracted by an independent retraction means." Claim 15, lines 9-12. . For 
example, the cord may be attached to a spool mounted in the encasement. The spool 
preferably rotates in one direction to extend the ear protection device away from the 

10 encasement and rotates in the other direction to retract the device toward the encasement. 
See Specification page 11, line 22 to page 16, lines 2; page 16, lines 9-22; Figures 1 and 
2, encasement moimts 105 and spools 106. As set forth in dependent claims, this 
retracting and extending means may also include a ratchet (page 17, lines 16-19; Figure 2 
element 1 10), a spring-loaded locking mechanism (page 12, lines 3-8), a pushbutton 

15 (page 12, lines 14-18; page 17, lines 17-18 ; Figures 2 and 5, element 109 ), or a thumb 
slide ( page 12, lines 19-24; Figure 6, element 601). 

Next, the retracted ear device is "securely stowed" adjacent to the encasement 
structure. Claim 15. For example, a spool and cord mounted thereto may function in this 
manner, by rotating in one direction to extend the ear protection device and rotates in the 

20 other direction to retract the device. See specification, page 11, line 22 to page 16, lines 
2; page 16, lines 9-22; Figures 1 and 2, encasement mounts 105 and spools 106. 

The final step of Claim 15 is accomplished by mounting the encasement structure 
upon a convenient placement structure. Claim 15, lines 15-16. For example, the ear 
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protection system can be mounted onto a shirt, hat, etc. by the use of "a mounting means 
for removably mounting said encasement structure upon an entity. . Claim 1, lines 12- 
13. Preferably, the mounting means is a clip but may be any other known type of means 
for mounting. See specification, page 10, lines 17-20; page 11, line 7; Figure 3, element 
5 302. 

C. Independent Claim 24 

A third embodiment of the claimed invention is set forth in Claim 24. As 
claimed, the invention is directed at an ear protection system including "a plurality of ear 
protection devices." Claim 34, Une 2. For example, such ear protection devices may 

10 include interchangeable earplugs of various sizes and materials. See Specification, page 
10, lines 5-10; page 13, lines 5-10; page 17, lines 1-2; Figures 1, 2 and 4 element 108. 

The second element of the ear protection system is "an encasement 
structure. . .wherein said encasement structure is coupled to said ear protection device." 
Claim 24, lines 5-8. In short, the anterior and posterior members form the encasement 

15 structure of the apparatus, and for example, are coupled together with screws, although 
other means for attaching them may be used. See Specification, page 10, lines 21-25; 
pages 15 line 20 to page 16 line 3; Figures 1, 2, and 3 encasement structure 100, anterior 
memberlOl, posterior member 102 and screw 103. 

The ear protection devices are preferably attached to the encasement structure by 

20 a non-elastic cord with one end attached to the ear protection device and the other end 
attached to one of "a plurality of retraction means disposed within said encasement 
structure for selectively retracting said plurality of ear protection devices toward said 
encasement structure." Claim 1, lines 8-11. For example, the cord may be attached to a 
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spool mounted in the encasement. The spool preferably rotates in one direction to extend 
the ear protection device away from the encasement and rotates in the other direction to 
retract the device toward the encasement. See Specification page 11, line 22 to page 16, 
lines 2; page 16, lines 9-22; Figures 1 and 2, encasement mounts 105 and spools 106. 
5 The third element of the claim requires a mounting means. Claim 24, line 9. The 

ear protection system can be mounted onto a shirt, hat, etc. by the use of "a mounting 
means for removably mounting said encasement structure upon an entity. . Claim 1, 
lines 12-13. In general, the mounting means may be a clip, see specification, page 10, 
lines 17-20; page 1 1, line 7; Figure 3, element 302, and may be adapted so that it rotates 

10 360 degrees. See specification. Page 1 1, line 6; page 18, lines 8-9. 

The fourth element of the ear protection system requires that the ear protection 
devices are coupled to the encasement by a plurahty of retraction means for selectively 
retracting the ear protection devices. Claim 24, linesl2-15. For example, the cord may be 
attached to a spool mounted in the encasement. The spool preferably rotates in one 

15 direction to extend the ear protection device away from the encasement and rotates in the 
other direction to retract the device toward the encasement. See specification page 11, 
line 22 to page 16, lines 2; page 16, lines 9-22; Figures 1 and 2, encasement moimts 105 
and spools 106. As set forth in dependent claims, this retracting and extending means 
may also include a ratchet (page 17, lines 16-19; Figure 2 element 1 10), a spring-loaded 

20 locking mechanism (page 12, lines 3-8), a pushbutton (page 12, lines 14-18; page 17, 
lines 17-18 ; Figures 2 and 5, element 109 ), or a thumb slide ( page 12, lines 19-24; 
Figure 6, element 601). 
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The final element of the ear protection device is that the retraction means operate 
independently of each other. Claim 24, line 16-17. iSee page 11, lines 17-19. For 
example, each ear protection device is attached to a non elastic cord. Each cord is then 
wound around a spool located within the encasement. The spool freely rotates within the 
5 encasement, allowing a user to expand and retract the ear protection device. Since each 
spool operates separately, a user is fi"ee to adjust the length of one ear protection device 
without altering the length of the other. 


11 


VI , GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

The Examiner's final rejection of the pending claims as set forth in the Final 
Rejection dated March 25, 2004, and an Advisory Action dated June 7, 2004 (attached as 
5 Appendices ILC and ILD, respectively) are as follows: 

A. 35 U.S.C. § 103 (Claims 1-5, 7-9, 11-13, 15-20, 22-25, 27, 29-32, 34-35, 
37 and 40) 

10 The Examiner rejected claims 1-5, 7-9, 11-13, 15-20, 22-25, 27, 29-32, 34-35, 37, 

and 40 under 35 U.S.C. § 103(a) as being unpatentable over Urawa JP 08237349 ( 
"Urawa'') (Appendix n.F) in view of Nakano U.S. Patent No. 5,581,821 ( 'TS[akano") 
(Appendix II.G). In the opinion of the Examiner Urawa discloses the claimed invention 
except that *TJrawa fails to teach a plurality of ear protection devices instead of the 

15 earphone and connector devices." (Final Rejection, paragraph 5). The Examiner argued 
that it would be obvious "to employ the Nakano earplugs with the Urawa independently 
operable retractions means because the teachings combination would result in a system of 
independently retractable earplugs, in which, each of the ear plugs could be controlled to 
extend to a desire [sic] length depending on the need, and wherein only one of the 

20 earplugs could be used if that is the need." ( Final Rejection, ^ 5). 

B. 35 U.S.C. § 103 (Claims 6, 10, 21, 33 and 36) 

Next, the Examiner rejected Claims 6, 10, 21, 33 and 36 under 35 U.S.C. § 103(a) 
as being unpatentable over Urawa in view of Nakano, in further view of Rozon U.S. 
25 Patent No. 5,279,473 ( "Rozon") (Appendix n.H). The Examiner stated that Urawa and 
Nakano disclose the claimed invention as discussed above, "but fail to disclose wherein 
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the encasement structure is constructed of plastic, and wherein the spring loaded locking 
mechanism comprises a thumb slide." (Final Rejection, H 6). The Examiner argued that it 
would have been obvious to employ the "Rozon configuration with the Urawa and 
Nakano design because the thumb slide is easy to use and provide [sic] a good 
5 ergonomically fit actuator for a user to use, and the plastic encasement structure would 
provide an economical and light-weight structure that would be easy to carry by and [sic] 
user and low cost to produce." (Final Rejection, f 6). 

C. 35 U.S.C. § 103 (Claims 14 and 38) 

10 Finally, the Examiner rejected Claims 14 and 38 under 35 U.S.C. § 103(a) as 

being unpatentable over Urawa in view of Nakano, further in view of Burger et al. U.S. 
Patent No. 4,802,638 ( "Burger") (Appendix n.I). Here, the Examiner argued that 
Nakano discloses the claimed invention except for "wherein the clip-on means is 
rotatable." (Final Rejection, Tf 7). According to the Examiner, it would have been obvious 

15 "to employ the Burger et al. rotatable clip-on with the Urawa and Nakano design because 
it would provide a certain degree of movement that would prevent the cord firom getting 
tangle [sic] with the surface of the encasement structure." (Final Rejection, ^ 7). 

20 
25 
30 
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VIL ARGUMENT 

A. The Examiner's Rejections Should Be Withdrawn Because There Is 
5 No Motivation To Combine The Cited References 

An obviousness rejection is improper unless the prior art relied upon suggests 

such a combination. See In re Bond, 910 F.2d 831, 15 USPQ2d 1566 (Fed. Cir. 1990), 

Indeed, the Examiner "has the burden to show some teaching or suggestion in the 

10 references to support their use in the particular claimed combination." SmithKline 
Diagnostics, Inc. v. Helena Laboratories Corp,, 859 F.2d 878, 887, 8 USPQ2d 1468, 
1475 (Fed. Cir. 1988); see also, In re Mayne, 104 F.3d 1339, 1342, 41 USPQ2d 1451, 
1454 (Fed. Cir. 1997) ("When relying on numerous references or a modification of prior 
art, it is incumbent upon the examiner to identify some suggestion to combine references 

15 of make modification."). A finding of obviousness is not warranted if, as in the present 
case, there is an absence of such teaching, suggestion or motivation. See Gambro Lundia 
AB V. Baxter Healthcare Corp., 110 F.3d 1573, 1579, 42 USPQ2d 1378, 1383 (Fed. Cir. 
1997). The prior art references relied upon by the Examiner fail to provide any teaching, 
suggestion or motivation for the combination asserted by the Examiner in rejecting the 

20 pending claims. It is well settled that: 

"Obviousness cannot be established by combining the teachings of the prior art to 
produce the claimed invention, absent some teaching or suggestion supporting the 
combination. Under section 103, teachings of references can be combined only if there is 
some suggestion or incentive to do so." ACS Hospital Systems Inc. v. Montefiore 

25 Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984). 
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Specifically, the Applicant respectfully submits that there is no motivation for the 
combination of Urawa in view or Nakano. According to MPEP §2143.01, the fact that a 
claimed invention is within the capabilities of one of ordinary skill in the art is not 
sufficient by itself to establish prima facie obviousness. Indeed, "a statement that 
5 modifications of the prior art to meet the claimed invention would have been well within 
the ordinary skill of the art at the time the claimed invention was made because the 
references relied upon teach all aspects of the claimed invention were individually known 
in the art is not sufficient to establish a prima facie case of obviousness without some 
objective reason to combine the teachings of the references." MPEP §2143.01; see also 

10 Ex parte Levengood, 28 USPQ2d 1300 (Bd. Pat. App & Inter. 1993). 

In the Final Rejection dated March 25, 2004, the Examiner stated, with respect to 
the combination of Urawa and Nakano "[i]t would have been obvious to a person with 
ordinary skill in the art at the time of the invention was made to employ the Nakano 
earplugs with the Urawa independently operable retraction means because the teachings 

15 combination would result in a system o independently retractable earplugs, in which each 
of the earplugs could be controlled to extend to a desire length depending on the need." 
Final Office Action, T[ 5, In short, the Examiner stated that it would have been obvious 
because the references, when combined, teach the invention as claimed. However, there 
is no objective reason to combine the references, nor has the Examiner proffered one. 

20 Therefore, combining these references is improper and the rejection of the Claims should 
be withdrawn. 

The Applicant acknowledges the Examiner's reliance on Rozon as disclosing a 
cord retraction device. However, the Applicant respectfully submits that the combination 
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of Urawa in view of Nakano with Rozon is improper. Rozon discloses a cord retraction 
device specifically adapted for use with window blinds. Indeed, window blinds are a 
vastly different technology that ear protection systems. Moreover, Applicant respectfully 
submits that there is no motivation in the references themselves for the combining Urawa, 
Nakano, and Rozon as relates to the present invention. The invention of Rozon teaches 
the reversible taking up of slack in cord, specifically for a pair of free-ended cords found 
in Venetian blinds or a cord loop found in a vertical blind. In fact, Rozon acknowledges 
that many retraction devices ahready exist, but none that are effectively adapted to the 
requirements of window blind cord retraction devices. Col. 1, bis. 31-35. None of this 
even remotely suggests that one of ordinary skill would combine window blind 
technology with the ear plug of Rozon or ear phone technology of Urawa and/or Nakano. 

The cited references provide no such motivation or incentive for the combination 
suggested by the Examiner. Therefore, the obviousness rejection could only be the result 
of a hindsight view with the benefit of AppUcant's specifications. This type of analysis is 
inappropriate: 

"To draw on hindsight knowledge of the patented invention, when 
the prior art does not contain or suggest that knowledge, is to use the 
invention as a template for its own reconstruction — an illogical and 
inappropriate process by which to determine patentability. The invention 
must be viewed not after the blueprint has been drawn by the inventor, but 
as it would have been perceived in the state of the art that existed at the 
time the invention was made." Seasonics v. Aerosonic Corp. 38 USPQ 2d 
1551, 1554 (1996) (citations omitted). 

In addition, the combination advanced by the Examiner is not legally proper — on 
reconsideration the Examiner will undoubtedly recognize that such a position is merely 
an "obvious to try" argument. 
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The disclosure in Rozon's specification and claims does not reveal functional or 
design choices that could possibly include that of Applicant's invention. Furthermore, the 
structure of the design disclosed in Nakano's specification and claims could not possibly 
allow for that of Applicant's invention. Accordingly, it is not obvious to combine these 
5 patents in any combination to arrive at the present invention. At best, it might be obvious 
to try such a modification, but of course, "obvious to try" is not the standard for 
obviousness imder 35 U.S. C. § 103. Hybritech, Inc. v. Monoclonal Antibodies, Inc., 231 
USPQ81,91 (Fed. Cir. 1986). 

Under the circumstances. Applicant respectfully submits that the Examiner has 

10 succumbed to the "strong temptation to rely on hindsight." Orthopedic Equipment Co, v. 

United States, 702 F.2d 1005, 1012, 217 USPQ 193, 199 (Fed. Cir. 1983): 

"It is wrong to use the patent in suit as a guide through the maze of 
prior art references, combining the right references in the right way so as 
to achieve the result of the claim in suit. Monday morning quarter backing 
15 is quite improper when resolving the question of non-obviousness in a 

court of law." M 

Applicant submits that the only "motivation" for the Examiner's combination of 
the references is provided by the teachings of AppUcant's own disclosure. No such 
20 motivation is provided by the reference itself 

Thus, the present invention, for the first time, discloses novel methods and 
apparatus for ear protection and stowage to allow for comfort, easy accessibility, 
flexibility, and applicability to any type of environment. This represents a vast 
improvement over the prior art, and is not taught or disclosed anywhere in the prior art. 
25 Further, the cited references neither teach nor suggest the novel and nonobvious features 
of this invention. 
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Therefore, the combination of Urawa, Nakano and Rozon is not proper and the 
rejection of Claims 6, 10, 21, 33 and 36 should be withdrawn. 

B. The Examiner's Rejections Should Be Withdrawn 

5 Because The References, Either Alone Or In 

Combination, Do Not Teach ach And Every Claim 
Limitation 

1. The Rejection Of Claims 1-5, 7-9, 11-13, 15-20, 22-25, 27, 29- 
10 32, 34-35, 37, And 40 Should Be Withdrawn Because The 

Combination Of Urawa And Nakano Fails To Teach 
Independently Operable Ear Protection Devices 

Even if the Examiners combination of the cited references was proper, the cited 

15 references do not teach the Applicant's claimed invention. The Examiner rejected 

Claims 1-5, 7-9, 11-13, 15-20, 22-25, 27, 29-32, 34-35, 37 and 40 under 35 U.S.C. 

§ 103(a) as being unpatentable over Urawa in view of Nakano. Briefly, Urawa discloses 

an earphone and connector device in which the earphone wire is maintained on a spool 

allowing the wire to be selectively extended or retracted to certain lengths. In the opinion 

20 of the Examiner, Urawa discloses a "...plurality of retraction means operates the 

earphone and connector devices independently (Fig.3; Abstract)" Final Rejection, Tf5. 

The Applicant respectfully disagrees. The Examiner's attention is drawn to 

element 3 of Figure 3 of Urawa, which designates the single cord connecting earphone 31 

and plug 32. As disclosed, the earphone 31 and plug 32 are connected by a single cord 3 

25 and therefore necessarily cannot be independent of one another. Rather, it is clear from 

the disclosure in Urawa that the extension/retraction of earphone 31 is dependent upon 

the extension/retraction of plug 32. Indeed, earphone 3 1 can only extend to the extent 

that plug 32 has not been extended, and vice versa. This is readily apparent from Fig. 3; 

nothing in Urawa suggests otherwise. 
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Turning next to Nakano, disclosed is an ear protection device for attachment to a 

construction helmet. The invention specifically relates to ear protectors designed to be 

readily accessible for use by a workman. Specifically, Nakano discloses: 

"a reelable ear plug assembly detachably carried on a hehnet 1 1, such as is 
5 used by a construction worker. The helmet may be referred to as a 

construction hehnet and the assembly is carried on a housing 12 which 
may be attached to the rear of the helmet, as shown, such as with adhesive 
or by a releasable clamp, or, if desired, the housing may be detachably 
connected to a brim or visor 13 formed with the crown of the helmet 11." 
10 Col. 2, his. 54-61 

The device in Nakano consists of a single retraction means which requires both 

the left and right ear protection devices to extend and retract together at all times. They 

are not independent of one another. For example, if a user wishes to use a cell phone in 

15 a noisy environment, the user may wish to only use the ear protection device in one ear 
while keeping the plug for the other ear stored in a stowage device. The device according 
to Nakano cannot do this (i.e., the unused ear plug will dangle from the stowage device). 
Thus, even the broadest reading of Nakano would require that both ear protection devices 
be extended or retracted together, at equal lengths. Figures 2, 3, and 4 Elements 15, 17, 

20 18, and 20; Col. 1, Ins. 51-55; col. 2, In. 64; and Figure 3, elements 18 and 20. 

Currently pending Claims 1 and 24 particularly highlight the distinction from the 
cited references. Specifically, these claims read: 

1. (PREVIOUSLY PRESENTED) An ear protection system consisting of: 

a plurality of ear protection devices for preventing the penetration of harmftil or 
25 disturbing sounds into the ear canal, 

an encasement structure comprising at least an anterior member and posterior 
member, wherein said anterior member and said posterior member are coupled together; 

a plurality of retraction means disposed within said encasement structure for 
selectively retracting said plurality of ear protection devices toward said encasement 
30 structure; and 

a mounting means for removably mounting said encasement structure upon an 
entity for convenient placement of said encasement structure; 
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wherein said plurality of retraction means operates said plurality of ear protection 
devices independently. (Emphasis added). 

24. (PREVIOUSLY PRESENTED) An ear protection system consisting of: 
5 a plurality of ear protection devices for preventing the penetration of harmful and 

disturbing sounds into the ear canal, 

an encasement structure comprising at least two members, wherein said members 
are coupled together; 

further, wherein said encasement structure is coupled to said ear protection device; and 
10 a mounting means for removably mounting said encasement structure upon an 

entity for convenient placement of said encasement structure; 

wherein said plurality of ear protection devices are coupled to said encasement 

means by a plurality of retraction means for selectively retracting said plurality of ear 

protection devices toward said encasement structure; 
15 wherein said plurality of retraction means operate said plurality of ear protection 

devices independently. (Emphasis added). 

As demonstrated above, the combination of Urawa and Nakano does not disclose 

each and every element of the invention because such a combination still would not allow 

20 for the independent operation of the ear protection devices. Accordingly, the Examiner's 

rejection of claims 1-5, 7-9, 11-13, 15-20, 22-25, 27, 29-32, 34-35, 37 and 40 under 35 

U.S.C. § 103(a) should be withdrawn. 

2. The Rejection Of Claims 6, 10, 21, 33, And 36 Should 
Be Withdrawn Because The Combination Of Urawa 
25 And Nakano In View Of Rozon Also Fails To Teach 

Independently Operable Ear Protection Devices 

Next, the Examiner rejected dependent claims 6, 10, 21, 33 and 36 under 35 

U.S.C. § 103(a) as being unpatentable over Urawa in view of Nakano as discussed above 

30 and in further view of Rozon. As stated above, the combination of Urawa and Nakano 

fails to teach every element of the invention as claimed. Similarly, the additional 

combination of Rozon with Urawa and Nakano also fails to teach all of the elements of 

Applicant's claimed ear protection system. Indeed, Rozon does not teach or suggest to 
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one of ordinary skill in the art a system including ear protection devices that operate 
independent of one another. 

The applicant respectfully submits that Rozon does not teach independent 
retractability as claimed. Rather, Rozon merely discloses a cord retraction device 
5 specifically adapted for use with window blinds and in particular the reversible taking up 
of slack in cord, specifically for a pair of free-ended cords found in Venetian blinds or a 
cord loop found in a vertical blind. Nowhere in Rozon is an independent retraction 
means taught. Therefore, even if proper, the combination of Urawa and Nakano in view 
of Rozon does not disclose every element of the invention because such a combination 
10 still would not allow for the independent operation of the ear protection devices. 
Accordingly, the Examiner's rejection of claims 6, 10, 21, 33 and 36 should be 
withdrawn. 

3. The Rejection Of Claims 14 And 38 

Should Be Withdrawn Because The Combination 
15 Of Urawa And Nakano In View Of Burger Also 

Fails To Teach Independentiy Operable Ear 
Protection Devices 

Finally, the Examiner rejected Claims 14 and 38 under 35 U.S.C. §103(a) as 
20 being unpatentable over Urawa in view of Nakano and in further view of Burger. As 
discussed above, the combination of Urawa and Nakano does not teach every element of 
the invention as claimed. Specifically, as shown above, both Urawa and Nakano fail to 
teach ear protection devices that are independent of one another. The Examiner cites 
Burger simply for teaching a clip-on means that is rotatable. Nowhere does Burger teach 
25 or suggest that the ear protection devices may be independently operated. As such, the 
combination of Burger with Urawa and Nakano fails to teach every element of the 
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invention as claimed. Therefore the rejection of claims 14 and 38 imder 35 U.S.C. 
§103 (a) should be withdrawn. 

5 

10 
15 
20 
25 
30 
35 
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APPENDIX I; CLAIMS 


1. (PREVIOUSLY PRESENTED) An ear protection system consisting of: 

5 a plurality of ear protection devices for preventing the penetration of harmful or 

disturbing sounds into the ear canal, 

an encasement structure comprising at least an anterior member and posterior 
member, wherein said anterior member and said posterior member are coupled together; 
a plurality of retraction means disposed within said encasement structure for 
10 selectively retracting said pluraUty of ear protection devices toward said encasement 
structure; and 

a mounting means for removably mounting said encasement structure upon an 
entity for convenient placement of said encasement structure; 

wherein said plurality of retraction means operates said plurality of ear protection 
15 devices independently. 

2. (ORIGINAL) An ear protection system according to claim 1, wherein said plurality of 
ear protection devices comprise earplugs. 

20 3. (ORIGINAL) An ear protection system according to claim 2, wherein said earplugs 
are removably coupled to said retraction means. 

4. (PREVIOUSLY PRESENTED) An ear protection system according to claim 1, 
wherein said plvirality of ear protection devices are independently removable and coupled 
25 to said retraction means. 
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5. (ORIGINAL) An ear protection system according to claim 1, wherein the interior of 
said encasement structure comprises protruding axes perpendicular to said anterior 
member. 

5 

6. (ORIGINAL) An ear protection system according to claim 1, wherein said encasement 
structure is constructed of plastic. 

7. (ORIGINAL) An ear protection system according to claim 1, wherein said retraction 
10 means comprises a cord for coupling said plurality of ear protection devices to said 

encasement structure. 

8. (ORIGINAL) An ear protection system according to claim 7, wherein said retraction 
means comprises spools for mounting said cord. 

15 

9. (ORIGINAL) An ear protection system according to claim 1, wherein said retraction 
means comprises a spring loaded locking mechanism for securing the extension of said 
plurality of ear protection devices. 

20 10. (ORIGINAL) An ear protection system according to claim 9, wherein said spring 
loaded locking mechanism comprises a thumb slide. 
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11. (ORIGINAL) An ear protection system according to claim 9, wherein said spring 
loaded locking mechanism comprises a push button. 

12. (ORIGINAL) An ear protection system according to claim 9, wherein said spring- 
5 loaded locking mechanism comprises a ratchet. 

13. (ORIGINAL) An ear protection system according to claim 1, wherein said mounting 
means comprises a clip-on means. 

10 14. (ORIGINAL) An ear protection system according to claim 13, wherein said clip-on 
means is rotatable. 
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15. (PREVIOUSLY PRESENTED) A method of ear protection consisting of the steps 
of: 

providing an encasement structure comprising at least an anterior member and 
posterior member, wherein said anterior member and said posterior member are 
5 removably coupled together; 

preventing the penetration of harmful or disturbing sounds into the ear canal by 
providing a plurality of ear protection devices; 

selectively retracting at least one of said plurality of ear protection devices, 
wherein said selectively retracting is executed by at least one of a plurahty of 
1 0 independent retraction means; 

securely stowing said plurality of ear protection devices adjacent to said 
encasement structure; and 

mounting said encasement structure upon an entity for convenient placement of 
said encasement structure with removable moxmting means. 

15 

16. (PREVIOUSLY PRESENTED) A method of ear protection according to claim 15, 
wherein said ear protection devices are independently removable and coupled to said 
retraction means. 

20 17. (ORIGINAL) A method of ear protection according to claim 15, wherein the interior 
of said encasement structure comprises protruding axes, wherein said protruding axes are 
perpendicular to said anterior member. 
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18. (ORIGINAL) A method of ear protection according to claim 15, wherein said 
retraction means comprises a cord mounted on spools. 

19. (ORIGINAL) A method of ear protection according to claim 15, wherein said 
5 retraction means comprises a cord mounted on spools; and wherein said interior of said 

encasement structure comprises protruding axes, wherein said protruding axes are 
perpendicular to said posterior member; further wherein said spools are moimted on said 
protruding axes of said encasement structure. 

10 20. (PREVIOUSLY PRESENTED) A method of ear protection according to claim 15, 
wherein said retracting step comprises securing each of the extensions of said plurality of 
ear protection devices by a spring loaded locking mechanism. 

21. (ORIGINAL) A method of ear protection according to claim 20, wherein said spring- 
15 loaded locking mechanism comprises a thumb sHde. 

22. (ORIGINAL) A method of ear protection according to claim 20, wherein said spring- 
loaded locking mechanism comprises a push button. 

20 23. (ORIGINAL) A method of ear protection according to claim 20, wherein said spring- 
loaded locking mechanism comprises a ratchet. 

24. (PREVIOUSLY PRESENTED) An ear protection system consisting of: 
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a plurality of ear protection devices for preventing the penetration of harmful and 
disturbing sounds into the ear canal, 

an encasement structure comprising at least two members, wherein said members 
are coupled together; 

5 further, wherein said encasement structure is coupled to said ear protection device; and 

a mounting means for removably mounting said encasement structure upon an 
entity for convenient placement of said encasement structure; 

wherein said plurality of ear protection devices are coupled to said encasement 
means by a plurality of retraction means for selectively retracting said plurality of ear 
10 protection devices toward said encasement structure; and 

wherein said plurality of retraction means operate said plurality of ear protection 
devices independently. 

25. (ORIGDSIAL) An ear protection system according to claim 24, wherein said ear 
15 protection devices comprise earplugs. 

26. (CANCELLED) 

27. (PREVIOUSLY PRESENTED) An ear protection system according to claim 24, 
20 wherein said plurality of ear protection devices are independently removable and coupled 

to said encasement structure. 

28. (CANCELLED) 
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29. (PREVIOUSLY PRESENTED) An ear protection device according to claim 28, 
wherein said plurality of ear protection devices are independently removable and coupled 
to said plurality of retraction means. 

5 

30. (PREVIOUSLY PRESENTED) An ear protection system according to claim 28, 
wherein each of said plurality of retraction means comprises a cord for independently 
coupling each of said plurality of ear protection devices to said encasement structure. 

10 3L (ORIGINAL) An ear protection system according to claim 30, wherein said 
retraction means comprises spools for moimting said cord. 

32. (ORIGINAL) An ear protection system according to claim 28, wherein said 
retraction means comprises a spring-loaded locking mechanism for securing the 

1 5 extension of said plurality of ear protection devices. 

33. (ORIGINAL) An ear protection system according to claim 32, wherein said spring- 
loaded locking mechanism comprises a thumb sUde. 

20 34. (ORIGINAL) An ear protection system according to claim 32, wherein said spring- 
loaded locking mechanism comprises a push button. 
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35. (ORIGINAL) An ear protection system according to claim 32, wherein said spring- 
loaded locking mechanism comprises a ratchet. 

36. (ORIGINAL) An ear protection system according to claim 24, wherein said 
5 encasement structure is constructed of plastic. 

37. (ORIGINAL) An ear protection system according to claim 24, wherein said 
mounting means comprises a clip-on means. 

10 38. (ORIGINAL) An ear protection system according to claim 37, wherein said clip-on 
means is rotatable. 

39-43. (CANCELLED) 
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APPENDIX I: CLAIMS 


5 1 . (PREVIOUSLY PRESENTED) An ear protection system consisting of: 

a plurality of ear protection devices for preventing the penetration of harmful or 
disturbing sounds into the ear canal, 

an encasement structure comprising at least an anterior member and posterior 
member, wherein said anterior member and said posterior member are coupled together; 
10 a plurality of retraction means disposed within said encasement structure for 

selectively retracting said plurality of ear protection devices toward said encasement 
structure; and 

a mounting means for removably mounting said encasement structure upon an 
entity for convenient placement of said encasement structure; 
15 wherein said plurality of retraction means operates said pliu-ality of ear protection 

devices independently. 

2. (ORIGINAL) An ear protection system according to claim 1, wherein said plurality of 
ear protection devices comprise earplugs. 

20 

3. (ORIGINAL) An ear protection system according to claim 2, wherein said earplugs 
are removably coupled to said retraction means. 
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4. (PREVIOUSLY PRESENTED) An ear protection system according to claim 1, 
wherein said plurality of ear protection devices are independently removable and coupled 
to said retraction means. 

5 5. (ORIGINAL) An ear protection system according to claim 1, wherein the interior of 
said encasement structure comprises protruding axes perpendicular to said anterior 
member. 

6. (ORIGINAL) An ear protection system according to claim 1, wherein said encasement 
1 0 structure is cpnstructed of plastic. 

7. (ORIGINAL) An ear protection system according to claim 1, wherein said retraction 
means comprises a cord for coupling said plurality of ear protection devices to said 
encasement structure. 

15 

8. (ORIGINAL) An ear protection system according to claim 7, wherein said retraction 
means comprises spools for mounting said cord. 

9. (ORIGINAL) An ear protection system according to claim 1, wherein said retraction 
20 means comprises a spring loaded locking mechanism for securing the extension of said 

plurality of ear protection devices. 
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10. (ORIGINAL) An ear protection system according to claim 9, wherein said spring 
loaded locking mechanism comprises a thumb slide. 


11. (ORIGINAL) An ear protection system according to claim 9, wherein said spring 
5 loaded locking mechanism comprises a push button. 

12. (ORIGINAL) An ear protection system according to claim 9, wherein said spring- 
loaded locking mechanism comprises a ratchet. 

10 13. (ORIGINAL) An ear protection system according to claim 1, wherein said mounting 
means comprises a clip-on means. 

14. (ORIGINAL) An ear protection system according to claim 13, wherein said clip-on 
means is rotatable. 

15 


20 
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15. (PREVIOUSLY PRESENTED) A method of ear protection consisting of the steps 
5 of: 

providing an encasement structure comprising at least an anterior member and 
posterior member, wherein said anterior member and said posterior member are 
removably coupled together; 

preventing the penetration of harmful or disturbing sounds into the ear canal by 
10 providing a plurality of ear protection devices; 

selectively retracting at least one of said plurahty of ear protection devices, 
wherein said selectively retracting is executed by at least one of a plurality of 
independent retraction means; 

securely stowing said plurality of ear protection devices adjacent to said 
15 encasement structure; and 

mounting said encasement structure upon an entity for convenient placement of 
said encasement structure with removable mounting means. 

16. (PREVIOUSLY PRESENTED) A method of ear protection according to claim 15, 
20 wherein said ear protection devices are independently removable and coupled to said 

retraction means. 


23 


17, (ORIGINAL) A method of ear protection according to claim 15, wherein the interior 
of said encasement structure comprises protruding axes, wherein said protruding axes are 
perpendicular to said anterior member. 


5 18. (ORIGINAL) A method of ear protection according to claim 15, wherein said 
retraction means comprises a cord mounted on spools. 

19. (ORIGINAL) A method of ear protection according to claim 15, wherein said 
retraction means comprises a cord mounted on spools; and wherein said interior of said 

10 encasement structure comprises protruding axes, wherein said protruding axes are 
perpendicular to said posterior member; further wherein said spools are mounted on said 
protruding axes of said encasement structure. 

20. (PREVIOUSLY PRESENTED) A method of ear protection according to claim 15, 
15 wherein said retracting step comprises securing each of the extensions of said plurality of 

ear protection devices by a spring loaded locking mechanism. 

21. (ORIGINAL) A method of ear protection according to claim 20, wherein said spring- 
loaded locking mechanism comprises a thumb slide. 

20 

22. (ORIGINAL) A method of ear protection according to claim 20, wherein said spring- 
loaded locking mechanism comprises a push button. 


23. (ORIGINAL) A method of ear protection according to claim 20, wherein said spring- 
loaded locking mechanism comprises a ratchet. 


24. (PREVIOUSLY PRESENTED) An ear protection system consisting of: 

5 a plurality of ear protection devices for preventing the penetration of harmfUl and 

disturbing sounds into the ear canal, 

an encasement structure comprising at least two members, wherein said members 
are coupled together; 

further, wherein said encasement structure is coupled to said ear protection device; and 
10 a mounting means for removably mounting said encasement structure upon an 

entity for convenient placement of said encasement structure; 

wherein said plurality of ear protection devices are coupled to said encasement 

means by a plurality of retraction means for selectively retracting said plurality of ear 

protection devices toward said encasement structure; and 
15 wherein said plurality of retraction means operate said plurality of ear protection 

devices independently. 

25. (ORIGINAL) An ear protection system according to claim 24, wherein said ear 
protection devices comprise earplugs. 

20 

26. (CANCELLED) 
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27. (PREVIOUSLY PRESENTED) An ear protection system according to claim 24, 
wherein said plurality of ear protection devices are independently removable and coupled 
to said encasement structure. 

5 28. (CANCELLED) 

29. (PREVIOUSLY PRESENTED) An ear protection device according to claim 28, 
wherein said plurality of ear protection devices are independently removable and coupled 
to said plurality of retraction means. 

10 

30. (PREVIOUSLY PRESENTED) An ear protection system according to claim 28, 
wherein each of said plurality of retraction means comprises a cord for independently 
coupling each of said plurality of ear protection devices to said encasement structure. 

15 31. (ORIGINAL) An ear protection system according to claim 30, wherein said 
retraction means comprises spools for mounting said cord. 

32. (ORIGINAL) An ear protection system according to claim 28, wherein said 
retraction means comprises a spring-loaded locking mechanism for securing the 

20 extension of said plurality of ear protection devices. 

33. (ORIGINAL) An ear protection system according to claim 32, wherein said spring- 
loaded locking mechanism comprises a thumb slide. 
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34. (ORIGINAL) An ear protection system according to claim 32, wherein said spring- 
loaded locking mechanism comprises a push button. 

5 35. (ORIGINAL) An ear protection system according to claim 32, wherein said spring- 
loaded locking mechanism comprises a ratchet. 

36. (ORIGINAL) An ear protection system according to claim 24, wherein said 
encasement structure is constructed of plastic. 

10 

37. (ORIGINAL) An ear protection system according to claim 24, wherein said 
mounting means comprises a clip-on means. 

38. (ORIGINAL) An ear protection system according to claim 37, wherein said clip-on 
15 means is rotatable. 

39-43. (CANCELLED) 
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ASSIGNMENT 

^ WHEREAS, I, JONATHON R. WEISE, ASSIGNOR, citizen of the United States, residing at 207 EAST 4™ 
AVENUE, ROSELLE, NEW JERSEY 07203-1335 am the inventor of the invention RETRACTABLE EAR PROTECTION 
DEVICE for which I intend to or have executed an application for a Patent of the United States 

which is identified by Ward & Olivo docket no. 973-001 and 

which was filed on OCTOBER 30, 2001, as application serial no. 10/020,744 

and WHEREAS, WARD & OLIVO, a partnership, having its principle place of business at 382 SPRINGFIELD AVENUE, 
SUMMIT, NEW JERSEY, 07901, ASSIGNEE is desirous of obtaining the entire right, title and interest in, to and under the 
said invention and the said application: 

NOW, THEREFORE, in consideration of the sum of $3,822.00 to me in hand paid, and other good and valuable 
consideration, the receipt of which is hereby acknowledged, I, the said ASSIGNOR, have sold, assigned, transferred and set 
over, and by these presents do hereby sell, assign, transfer and set over, unto the said ASSIGNEE, its successors, legal 
representatives and assigns, the entire right, title and interest in, to and under the said invention, and the said United States 
application and all divisions, renewals and continuations thereof, and all Patents of the United States which may be granted 
thereon and all reissues and extensions thereof; and all applications for industrial property protection, including, without 
limitation, all applications for patents, utility models, and designs which may hereafter be filed for said invention in any country 
or countries foreign to die United States, together with the right to file such applications and the right to claim for the same the 
priority rights derived from said United States application under the Patent Laws of the United States, the International 
Convention for the Protection of Industrial Property, or any other international agreement or the domestic laws of the country in 
which any such application is filed, as may be applicable; and all forms of industrial property protection, including, without 
limitation, patents, utility models, inventors' certificates and designs which may be granted for said invention in any country or 
countries foreign to the United States and all extensions, renewals and reissues thereof; 

AND I HEREBY authorize and request the Commissioner of Patents and Trademarks of the United States, and any 
Official of any country or countries foreign to the United States, whose duty it is to issue patents or other evidence or forms of 
industrial property protection on applications as aforesaid, to issue the same to the said ASSIGNEE, its successors, legal 
representatives and assigns, in accordance with the terms of this instrument 

AND I HEREBY covenant and agree that, to the best of my knowledge, information and belief, I have fiill right to 
convey the entire interest herein assigned, and that I have not executed, and will not execute, any agreement in conflict 
herewith. 


AND I HEREBY further covenant and agree that I will communicate to the said ASSIGNEE, its successors, legal 
representatives and assigns, any facts known to me respecting said design, and testify in any legal proceeding provided 
ASSIGNEE sliall pay me all reasonable costs and expenses associated therewith, sign all lawful papers, execute all divisional, 
continuing, reissue and foreign applications, make all rightful oaths, and generally do everything possible to aid the said 
ASSIGNEE, its successors, legal representatives and assigns, to obtain and enforce proper protection for said design in all 
countries. 

IN TESTIMONY WHEREOF, I hereunto set my hand and seal the day and year set opposite my signature. 
Date l -O 1 ^ 200^ 


L.S. 


State of 


County of Kjt^XQi^ ) 


) 

) SS.: 


On this 


1 


. day of A^^"*^*^^ ' ^^^^^^ ^ Notary Public in and for the State and County 
red Jb/»A^QW V/^iK-€. 


aforesaid, personally appeared . 

to me known and known to me to be the person of that nam vwho signed and sealedjhe foregoing instrument, and he 
acknowledged the same to be his free act and deed. ^ ^ ' 



DIANE ROWS 
N0TARYPUBHCOFf€WJER» 

My Commission EapifBS Jure 21. ZDOV- ^ 



Notary Public. 
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For: Retractable Ear Atty. Doc. No.: 973-001 

Protection Device 

Honorable Commission of Patents and Trademarks 
Washington, DC. 20231 

10 RESPONSE TO OFFICE ACTION 

SIR: 

In response to the June 3, 2003 Office Action in the 
above mentioned case, Applicant respectfully requests 
reconsideration in view of the following amendments and 
15 remarks. 
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IN THE SPECIFICATION 

Please amend the specification as follows. 

—On page 18, line 5 after "upper section" replace "304" 
5 with —305 — . 

—On page 18, line 6, after ''lower section" replace ''305" 
with ~304~. 

10 Please delete the Abstract and insert the following new 
Abstract: 

The invention disclosed provides an improved ear 
protection system comprising an ear protection device and 
an innovative stowage device. The stowage device is 

15 capable of inconspicuously securing the ear protection 
device to an easily accessible entity such as an article of 
clothing. The system is further able to accommodate 
various sizes and shapes of ear protection devices at 
varying distances and lengths from the user's ear. 

20 Additionally incorporated in the ear protection system is a 
locking mechanism to control the extension and retraction 
of the ear protection device from the stowage device. 

On page 15, line 5, please add the following two sentences: 
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''FIG. 5 depicts a detailed view of the pushbutton of the 
preferred embodiment of the present invention." 


''FIG. 6 depicts an alternative embodiment of the present 
5 invention incorporating a thumbslide instead of a 
pushbutton." 

On page 17, line 16, please add the following sentences: 
"A ratchet 110 prevents the spools from rotating in the 
10 reverse direction. Additionally shown is pushbutton 109 
which operates to lock the position of the spool. Each 
spool may have its own pushbutton as illustrated. A more 
detailed view of pushbutton 109 is shown in FIG. 5/' 

15 On page 18, line 22, please insert the following paragraph: 
"FIG. 6 depicts an alternative embodiment of the 
present invention incorporating thumbslide 601 in place of 
a pushbutton. Thumbslide 601 operates in a similar manner 
to pushbutton 109, preventing motion of the spool when 

20 moved to one side. The spool is released when thumbslide 
601 is moved to the opposing side." 
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IN THE CLAIMS 

Please amend the claims as follows. 
~1. (CURRENTLY AMENDED) An ear protection system 
5 comprioing consisting of ; 

a plurality of ear protection devices for preventing 
the penetration of harmful or disturbing sounds into the 
ear canal, 

an encasement structure comprising at least an 
10 anterior member and posterior member, wherein said anterior 
member and said posterior member are coupled together; 

a plurality of retraction means disposed within said 
encasement structure for selectively retracting said 
plurality of ear protection devices toward said encasement 
15 structure; and 

a mounting means for removably mounting said 
encasement structure upon an entity for convenient 
placement of said encasement structure; 

wherein said plurality of retraction means operates 
20 said plurality of ear protection devices independently . 

~1. (ORIGINAL) An ear protection system according to claim 
1, wherein said plurality of ear protection devices 
comprise earplugs. 


4 


— 3. (ORIGINAL) An ear protection system according to claim 
2, wherein said earplugs are removably coupled to said 
retraction means. 

5 

(CURRENTLY AMENDED) An ear protection system according 
to claim 1, wherein said plurality of ear protection 
devices are independently removably removable and coupled 
to said retraction means. 

10 

— 5. (ORIGINAL) An ear protection system according to claim 
1, wherein the interior of said encasement structure 
comprises protruding axes perpendicular to said anterior 
member. 

15 

— 6. (ORIGINAL) An ear protection system according to claim 
1^ wherein said encasement structure is constructed of 
plastic. 

20 ~7. (ORIGINAL) An ear protection system according to claim 
1, wherein said retraction means comprises a cord for 
coupling said plurality of ear protection devices to said 
encasement structure. 
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— 8. (ORIGINAL) An ear protection system according to claim 
1, wherein said retraction means comprises spools for 
mounting said cord. 

5 — 9. (ORIGINAL) An ear protection system according to claim 
1, wherein said retraction means comprises a spring loaded 
locking mechanism for securing the extension of said 
plurality of ear protection devices. 

10 — 10. (ORIGINAL) An ear' protection system according to 
claim 9, wherein said spring loaded locking mechanism 
comprises a thumb slide. 

— 11. (ORIGINAL) An ear protection system according to 
15 claim 9, wherein said spring loaded locking mechanism 
comprises a push button. 

— 12. (ORIGINAL) An ear protection system according to 
claim 9, wherein said spring-loaded locking mechanism 
20 comprises a ratchet. 

—13. (ORIGINAL) An ear protection system according to 
claim 1; wherein said mounting means comprises a clip-on 
means . 
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--14. (ORIGINAL) An ear protection system according to 
claim 13, wherein said clip-on means is rotatable. 

5 —15. (CURRENTLY AMENDED) A method of ear protection 
Gomprioing consisting of the steps of: 

providing an encasement structure comprising at least 
an anterior member and posterior member, wherein said 
anterior member and said posterior member are removably 
10 coupled together; 

preventing the penetration of harmful or disturbing 
sounds into the ear canal by providing a plurality of ear 
protection devices; 

selectively retracting at least one of said plurality 
15 of ear protection devices, wherein said selectively 
retracting is executed by at least one of a plurality of 
independent retraction means; 

securely stowing said plurality of ear protection 
devices adjacent to said encasement structure; and 
20 mounting said encasement structure upon an entity for 

convenient placement of said encasement structure with 
removable mounting means. 
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—16. (CURRENTLY AMENDED) A method of ear protection 
according to claim 15, wherein said ear protection devices 
are independently removably removable and coupled to said 
retraction means. 

5 

--17. (ORIGINAL) A method of ear protection according to 
claim 15, wherein the interior of said encasement structure 
comprises protruding axes, wherein said protruding axes are 
perpendicular to said anterior member. 

10 

— 18. (ORIGINAL) A method of ear protection according to 
claim 15, wherein said retraction means comprises a cord 
mounted on spools. 

15 —19. (ORIGINAL) A method of ear protection according to 
claim 15, wherein said retraction means comprises a cord 
mounted on spools; and wherein said interior of said 
encasement structure comprises protruding axes, wherein 
said protruding axes are perpendicular to said posterior 

20 member; further wherein said spools are mounted on said 
protruding axes of said encasement structure. 

—20. (CURRENTLY AMENDED) A method of ear protection 
according to claim 15, wherein said retracting step 
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comprises securing each of the extensions of said plurality 
of ear protection devices by a spring loaded locking 
mechanism. 

5 —21. (ORIGINAL) A method of ear protection according to 
claim 20, wherein said spring-loaded locking mechanism 
comprises a thumb slide. 

—22. (ORIGINAL) A method of ear protection according to 
10 claim 20, wherein said spring-loaded locking mechanism 
comprises a push button. 

—23. (ORIGINAL) A method of ear protection according to . 
claim 20, wherein said spring-loaded locking mechanism 
15 comprises a ratchet. 

"24. (CURRENTLY AMENDED) An ear protection system 
GompriQing consisting of: 

a plurality of ear protection devices for preventing 
20 the penetration of harmful and disturbing sounds into the 
ear canal, 

an encasement structure comprising at least two 
members, wherein said members are coupled together; 
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further^ wherein said encasement structure is coupled to 
said ear protection device; and 

a mounting means for removably mounting said 
encasement structure upon an entity for convenient 
5 placement of said encasement structure; 

wherein said plurality of ear protection devices are 
coupled to said encasement means by a plurality of 
retraction means for selectively retracting said plurality 
of ear protection devices toward said encasement structure ; 
10 and 

wherein said plurality of retraction means operate . 
said plurality of ear protection devices independently , 

—25. (ORIGINAL) An ear protection system according to 
15 claim 24, wherein said ear protection devices comprise 
earplugs . 

—26. (CANCELLED) 

20 — 27. (ORIGINAL) An ear protection system according to 
claim 24, wherein said plurality of ear protection devices 
are independently removably removable and coupled to said 
encasement structure. 
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"28. (CANCELLED) 


—29- (CURRENTLY AMENDED) An ear protection device 
according to claim 28, wherein said plurality of ear 
protection devices are independently romovably removable 
and coupled to said plurality of retraction means. 

—30. (CURRENTLY AMENDED) An ear protection system 
according to claim 28, wherein each of said plurality of 
retraction means comprises a cord for independently 
coupling each of said plurality of ear protection devices 
to said encasement structure. 

— 31. (ORIGINAL) An ear protection system according to 
claim 30, wherein said retraction means comprises spools 
for mounting said cord. 

—32. (ORIGINAL) An ear protection system according to 
claim 28, wherein said retraction means comprises a spring- 
loaded locking mechanism for securing the extension of said 
plurality of ear protection devices. 
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—33. (ORIGINAL) An ear protection system according to 
claim 32, wherein said spring-loaded locking mechanism 
comprises a thumb slide. 

5 —34. (ORIGINAL) An ear protection system according to 
claim 32, wherein said spring-loaded locking mechanism 
comprises a push button. 

— 35. (ORIGINAL) An ear protection system according to 
10 claim 32, wherein said spring-loaded locking mechanism 
comprises a ratchet. 

— 36. (ORIGINAL) An ear protection system according to 
claim 24, wherein said encasement structure is constructed 
15 of plastic. 

— 37. (ORIGINAL) An ear protection system according to 
claim 24, wherein said mounting means comprises a clip-on 
means . 

20 

—38. (ORIGINAL) An, ear protection system according to 
claim 37/ wherein said clip-on means is rotatable. 
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— 39. (NEW) An ear protection system according to claim 1, 
wherein said mounting means is only attached to a user' s 
shirt collar. 

5 — 40. (NEW) An ear protection system according to claim 1^ 
wherein said mounting means is only attached to a user's 
cell phone. 

— 41. (NEW) An ear protection system according to claim 1, 
10 wherein said mounting means is only attached to a user's 
bathing cap. 

— 42. (NEW) An ear protection system according to claim 1, 
wherein said mounting means is only attached to a user's 
15 eye gear. 

— 43. (NEW) An ear protection system according to claim 1, 
wherein said mounting means is only attached to a user's 
jacket. 
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REMARKS 

Applicant believes that the foregoing amendments and 
the following comments will convince the Examiner that the 
rejections and objections provided in the June 03, 2003 
5 Office Action have been overcome and should be withdrawn. 

I. THE INVENTION 

This invention relates to the field of ear protection 
systems, and in particular, means for stowage of protective 

10 ear devices. Further, the invention relates to an 
encasement for ear protection devices with means for 
extension and retraction of protective ear devices that 
affords the user adjustability and versatility in placement 
of the encasement. The invention is designed to be 

15 adaptable to any type of environment or situation a user 
may encounter where it is desirable to block out a harmful 
or disturbing noise. 

II. THE EXAMINERS S OBJECTIONS 

20 The Examiner objected to the drawings because Figure 

3A was not included. Further, the drawings were objected 
to under 37 CFR 1.83(a) as not showing every feature of the 
invention specified in the claims. Specifically, the thumb 


15 


slide, the push button, and the ratchet, were not shown in 
the drawings. 

The disclosure was objected to because of the 
following informalities: 
5 ''On page 18, line 5, after 'upper section' should read ~ 
305 — instead of ^304' ; 
- On page 18, line 5 after 'lower section' should read 
—304 ~ instead of '305';".. 

The Abstract was objected to for not following proper 
10 language and format. Particularly, the Examiner noted that 
the ''form and legal phraseology often used in patent 
claims, such as 'means' and ^said, ' should be avoided." 

III. THE EXAMINER'S REJECTIONS 

15 A. 35 U.S.C. § 112 

The Examiner rejected claim 26 under 35 U.S.C. § 112, 
second paragraph, as being indefinite. Particularly, the 
Examiner contended that there is "insufficient antecedent 
basis" for the limitation "said earplugs" in line 2 of the 
20 claim, (paragraph 3) . 

B. 35 U.S.C. § 102(b) 

The Examiner has rejected claims 15, 16, 18, 20, 22 
through 32, 34, 35 and 37 under 35 U.S.C. § 102(b) as being 
anticipated by Nakano U.S. Patent No. 5,581,821 
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(hereinafter referred to as ^^Nakano") . The Examiner 

contended that Nakano teaches a method and system of ear 

protection comprising the steps of: 

"providing an encasement structure comprising at 
5 least an anterior member (Fig. 6, Item 25) and 

posterior member (Fig. 6, Item 24), wherein the 
anterior member and the posterior member are 
removably coupled together, preventing the 
penetration of harmful sounds into the ear canal 

10 by providing a plurality of ear protection 

devices ■ (Fig. 2, Items 15 and 17), selectively 
retracting the plurality of ear protection 
devices, wherein the selectively retracting is 
executed by retraction means (Fig. 4), securely 

15 stowing the plurality of ear protection devices 

adjacent to the encasement structure; and 
mounting the encasement structure upon an entity 
for convenient placement of the encasement 
structure with removable mounting means (Figs. 1- 

20 3) , and wherein the ear protection devices 

comprise earplugs (Fig. 2, Items 15 and 17) 
(Col. 2, Line 52 - Col. 4, Line 36)." (Paragraph 
4). 

25 According to the Examiner, Nakano further teaches 

wherein the ear protection devices are removably coupled to 
the retraction means; wherein the retraction means 
comprises a cord mounted on a spool; wherein the retracting 
step comprises securing the extension of the plurality of 

30 ear protection devices by a spring loaded locking 
mechanism; wherein the spring loaded locking mechanism 
comprises a push button and a ratchet; and wherein the 
mounting means comprises a clip-on means. 
C. 35 U.S.C. § 103 
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1. Claims 21, 33 and 36 
The Examiner rejected claims 21, 33 and 36 under 35 
U.S.C. § 103(a) as being unpatentable over Nakano in view 
of Rozon U.S. Patent No. 5,279,473 (hereinafter referred to 
as "Rozon") . The Examiner opined that Nakano discloses the 
claimed invention except for wherein the spring-loaded 
locking mechanism comprises a thumb slide and wherein the 
encasement structure is constructed of plastic. Rozon, in 
the opinion of the Examiner, teaches a cord retraction 
device comprising a spring-loaded locking mechanism that 
comprises a thumb slide and wherein the encasement 
structure is constructed of plastic. The Examiner argued 
that it would be obvious "to employ the Rozon thumb slide 
with the Nakano system because the thumb slide is easy to 
use and provide [sic] a good ergonomically fit actuator for 
a user to use." (paragraph 5). 
2. Claim 38 

The Examiner rejected claim 38 under 35 U.S.C. § 
103(a) as being unpatentable over Nakano in view of Burger 
U.S. Patent No. 4,802,638 (hereinafter referred to as 
"Burger") . The Examiner argued that it would have been 
obvious to employ the rotatable clip on means disclosed in 
Burger with the Nakano design because "it would provide a 
certain degree of movement that would prevent the cord from 
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get [sic] tangled with the surface of the enclosure." 
(paragraph 6) . 

3. Claims 1 through 9, 11 through 13, 17 and 19 
The Examiner rejected claims 1 through 9, 11 through 

13, 17 and 19 under 35 U.S.C. § 103(a) as being 
unpatentable over Nakano in view of Liao U.S. Patent No. 
5,416,005 (hereinafter referred to as ''Liao"). The 
Examiner argued that Nakano discloses the claimed invention 
with the exception of ''a plurality of retraction means 
disposed within the encasement structure." According to 
the Examiner, it would have been obvious ''to employ a 
plurality of retraction means, as described by Liao, in the 
Nakano design." (paragraph 7). 

4. Claims 6 and 10 

Claims 6 and 10 were rejected under 35 U.S.C. § 
103(a) as being unpatentable over Nakano, in view of Liao, 
and further in view of Rozon. The Examiner contended that 
Nakano and Liao disclose the claimed invention with .the 
exception wherein the spring-loaded locking mechanism 
comprises a thumb slide and wherein the encasement 
structure is constructed of plastic. The Examiner stated 
that it would have been obvious "to employ the Rozon thumb 
slide with the Nakano and Liao system because the thumb 
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slide is easy to use and provide a good ergonomically fit 
actuator for a user to use/' (paragraph 8). 
5- Claim 14 

The Examiner rejected Claim 14 under 35 U.S.C. § 
5 103(a) as being unpatentable over Nakano in view of Liao, 
and further in view of Burger. The Examiner contended that 
Nakano and Liao disclose the claimed invention but fail to 
disclose the rotatable clip-on means. The Examiner found 
that it would have been obvious to employ the rotatable 
10 clip-on means of Burger with the Nakano and Liao design 
"'because it would provide a certain degree of movement that 
would prevent the cord from get tangle [sic] with the 
surface of the enclosure." (paragraph 9). 


15 IV. THE EXAMINER'S OBJECTIONS AND REJECTIONS SHOULD BE 
WITHDRAWN 

A. DRAWINGS 

The Examiner objected to the drawings for not showing 
FIG. 3A. Applicant directs the Examiner's attention to the 
20 drawings labeled ''300". The drawing to the left has now 
been labeled FIG. 3A while the drawing to the right has now 
been labeled FIG. 3 to distinguish the front and side view 
drawings . 
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The Examiner, also objected to the drawings for not 
showing every feature of the invention. Applicant has 
amended the drawings in accordance to show pushbutton 109, 
ratchet 110 and thumbslide 601. No new matter has been 
5 added, 

C. 35 U.S.C. § 112 

The Examiner rejected claim 26 under 35 U.S.C. § 112, 
second paragraph, as being indefinite. In response, 
Applicant has amended claim 26 to avoid redundancy with 
10 claim 27. 

B. 35 U.S.C. § 102 

The Examiner has rejected claims 15, 16, 18, 20, 22- 
32, 34, 35 and 37 under 35 U.S.C. § 102(b) as being 
anticipated by Nakano. Nakano is directed to an ear 

15 protection device for attachment to a construction helmet. 
The invention specifically relates to the field of 
construction, in which the ear protectors are designed to 
be readily accessible for use by a workman. Applicant 
respectfully submits that the teaching of Nakano is limited 

20 to the use of an ear protection assembly in combination 

with headgear having a crown and a forwardly extending 

peak. Nakano specifically discloses: 

''[A] reelable ear plug assembly detachably 
carried on a helmet 11, such as is used by a 
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construction worker. The helmet may be referred 
to as a construction helmet and the assembly is 
carried on a housing 12 which may be attached to 
the rear of the helmet, as shown, such as with 
5 adhesive or by a releasable clamp, or, if 

desired, the housing may be detachably connected 
to a brim or visor 13 formed with the crown of 
the helmet 11." 

10 The specific design of the ear protection assembly 

device disclosed by Nakano limits the invention to specific 
placement on the brim or crown of a construction helmet. 
The device consists of only one retraction means which 
inhibits independent control of the left and right ear 

15 protection devices. Thus, placement of the encasement 
structure is limited to either the middle of the ''forwardly 
extending peak" or the middle of the back of the headgear, 
i.e., somewhere that is an equal distance between the 
user's ears. The Nakano design further requires that the 

20 user utilize both earplug devices at the same time, or else 
one end of the cord would remain dangling, which defeats 
the objective of the cord stowage device. The limitation 
of placement of the encasement structure prevents the user 
from attaching the device to any article of clothing such 

25 as a shirt collar or pocket that may require unequal 
lengths of cord in order to reach each ear. Additionally, 
Nakano teaches away from an earplug device wherein the user 
only wishes to block noise on one side. For example, if a 
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user wishes to use a cell phone in a noisy environment, the 
user may wish to only use the ear protection device in one 
ear while keeping the plug for the other ear stored in the 
stowage device. The device of Nakano cannot accomplish 
this. Thus, even the broadest reading of Nakano would 
require that the ear protection devices be used in 
conjunction with headgear that includes a crown and 
forwardly extending peak. Furthermore, Nakano only 
discusses an ear protection device where both earplug 
devices must extend from the stowage compartment at equal 
lengths and at the same time. The present invention 
advances beyond Nakano because it does not need to be 
placed on headgear, does not need to be placed in a 
location equidistant from both ears, and the left and right 
ear protection devices can extend and retract independent 
of the other. 

Independent claims 15 and 24 have been amended to more 
clearly state this distinction discussed above. 
Specifically, these claims now require ''a plurality of 
retraction means" and that the plurality of retraction 
means ''operate said plurality of ear protection devices 
independently," Minor amendments to some of their 
dependent claims have also been made for consistency. 
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The applicant acknowledges the Examiner's reliance on 

Liao as disclosing a plurality of retraction means • 

However, the applicant respectfully submits that the 

combination of Nakano with Liao is inappropriate. Liao 

5 relates to an apparatus for reducing radial friction in a 

wire winding box, specifically against a communication 

wire. The invention is directed toward avoiding friction 

when the communication wire is wound back into the wire 

box, preventing damage to the communication wire and thus 

10 increasing its lifetime. 

Applicant respectfully points out that, standing on 

their own, these references provide no justification for 

the combination asserted by the Examiner. 

''Obviousness cannot be established by 
15 combining the teachings of the prior art to 

produce the claimed invention, absent some 
teaching or suggestion supporting the 
combination. Under section 103, teachings of 
references can be combined only if there is some 
20 suggestion or incentive to do so." ACS Hospital 

Systems Inc. v. Montefiore Hospital, 732 F.2d 
1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984) 
(emphasis in original) . 

25 The cited references provide no such suggestion or 

incentive for the combination suggested by the Examiner. 

Therefore, the obviousness rejection could only be the 

result of a hindsight view with the benefit of Applicant's 
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specifications. It is well-settled that this type of 

analysis is inappropriate: 

''To draw on hindsight knowledge of the 
patented invention, when the prior art does not 
5 contain or suggest that knowledge, is to use the 

invention as a template for its own 
reconstruction — an illogical and inappropriate 
process by which to determine patentability. The 
invention must be viewed not after the blueprint 
10 has been drawn by the inventor, but as it would 

have been perceived in the state of the art that 
existed at the time the invention was made." 
Seasonics v. Aerosonic Corp. 38 USPQ 2d 1551, 
1554 (1996) (citations omitted) . 

15 

In addition, the combination advanced by the Examiner 
is not legally proper — on reconsideration the Examiner 
will undoubtedly recognize that such a position is merely 
an "obvious to try" argument. The disclosure in Liao's 

20 specification and claims does not reveal functional or 
design choices that could possibly include that of 
Applicant's invention. Furthermore, the structure of the 
design disclosed in Nakano's specification and claims could 
not possibly allow for that of Applicant's invention. 

25 Accordingly, it is not obvious to combine these patents in 
any combination to arrive at the present invention. At 
best it might be obvious to try such a modification, but of 
course, ''obvious to try" is not the standard for 
obviousness under 35 U.S.C. § 103. Hybritech, Inc. v. 
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Monoclonal Antibodies, Inc., 231 USPQ 81, 91 (Fed. Cir. 
1986) . 

Under the circumstances, Applicant respectfully 

submits that the Examiner has succumbed to the ^*strong 

5 temptation to rely on hindsight." Orthopedic Equipment Co. 

V. United States, 702 F.2d 1005, 1012, 217 USPQ 193, 199 

(Fed. Cir. 1983) : 

''It is wrong to use the patent in suit as a 
guide through the maze of prior art references, 
10 combining the right references in the right way 

so as to achieve the result of the claim in suit. 
Monday morning quarter backing is quite improper 
when resolving the question of non-obviousness in 
a court of law." Id. 

15 

Applicant submits that the only "motivation" for the 
Examiner's combination of the references is provided by the 
teachings of Applicant's own disclosure. No such 
motivation is provided by the reference itself. 

20 Thus, the present invention, for the first time, 

discloses novel methods and apparatus for ear protection 
and stowage to allow for comfort, easy accessibility, 
flexibility, and applicability to any type of environment. 
This represents a vast improvement over the prior art, and 

25 is not taught or disclosed anywhere in the prior art. 
Further, the cited references neither teach nor suggest the 
novel and nonobvious features of this invention. 
C. 35 U.S.C. § 103 
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The Examiner rejected claims 21, 33 and 36 under 35 
U.S.C. § 103(a) as being unpatentable over Nakano in view 
of Rozon. Rozon is directed toward a cord retraction 
device specifically adapted for use with window blinds. 
5 Applicant respectfully submits that there is no motivation 
for the combination of Nakano in view of Rozon as relates 
to the present invention. The invention of Rozon teaches 
the reversible taking up of slack in cord, specifically for 
a pair of free-ended cords found in Venetian blinds or a 

10 cord loop found in a vertical blind. In fact, Rozon 
acknowledges that many retraction devices already exist, 
but none that are effectively adapted to the requirements 
of window blind cord retraction devices. It would be 
improper to combine this reference with the system of 

15 Nakano to achieve the result of the present invention. 
Rozon teaches the use of a thumbslide or ''catch" to hold 
the spool in position. Since this design is intended for 
use with window blinds, the retraction of the cord operates 
mechanically different from that of the ear protection 

20 device of Nakano. In Rozon, both ends of the cord are 
adjustable and move through the rotating spool. When the 
catch is engaged to retract the cord, only the excess cord 
is wound onto the spool, unlike Nakano which retracts the 
entire piece of cord* Thus, the design of Rozon, which 
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pertains to window blinds, is distinctly different from the 
invention of Nakano and it would be unobvious to combine 
the two inventions which relate to distinctly different 
fields to form the system of the present invention. 
5 The Examiner rejected claim 38 under 35 U.S.C^ § 

103(a) as being unpatentable over Nakano in view of Burger. 
Burger relates to an apparatus for storing excess wire, 
cable and other cordage. The invention particularly 
relates to an ''apparatus for storing the excess cordage 

10 which often results when a radio user installs a radio at 
one location on the body and then connects the radio to a 
peripheral device which is situated elsewhere on the body." 
(see Col. 1, Lines 7-11) 

Applicant respectfully submits that the Examiner's 

15 reliance on Burger in combination with Nakano is 
inappropriate. It would not be obvious to combine the 
design disclosed by Nakano with the rotatable clip of 
Burger. Nakano discloses an ear protection device in an 
encasement structure, the design of which does not allow 

20 for flexibility in placement or movement of the encasement 
structure. Movement or re-orientation of the encasement 
structure would disrupt positioning of the ear protection 
device in the user's ear. There would be no motivation to 
apply a rotatable clip to the design of Nakano because the 
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design of Nakano is for specific placement on a 
construction worker's headgear. Thus^ the combination of 
Nakano and Burger to create the system of the present 
invention would not be obvious or even practical. 
5 The Examiner rejected claims 1 through 9, 11 through 

13, 17 and 19 under 35 U.S.C. § 103(a) as being 
unpatentable over Nakano in view of Liao. As discussed 
above with respect to the amendments to claims 15, 16, 18, 
20, 22 through 32, 34, 35 and 37, Applicant respectfully 

10 submits that the combination of Nakano in view of Liao is 
inappropriate. The invention disclosed in Liao does not 
relate to an ear protection system as disclosed in the 
present invention. The applicant has amended independent 
claim 1 to more clearly show the novelty of the present 

15 invention with respect to Nakano. Minor changes to 
dependent claims have further been made to more clearly 
define the invention. 

The Examiner rejected claims 6 and 10 under 35 U.S.C. 
§ 103 as unpatentable over Nakano in view of Liao, and 

20 further in view of Rozon. As discussed above, applicant 
respectfully submits that such a combination is 
inappropriate. 

The Examiner rejected claim 14 under 35 U.S.C. § 
103(a) as being unpatentable over Nakano in view of Liao, 
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and further in view of Burger. As discussed above, the 
applicant respectfully submits that there is no motivation 
to combine any of these references to achieve the system of 
the present invention. Further, the cited references 
5 neither teach nor suggest the novel and nonobvious features 
of this invention. 
V. ADDITIONAL AMENDMENTS 

The independent claims have been amended to recite 
''consisting of" in place of ''comprising" in the preamble of 
10 those claims, in the interest of more specifically defining 
the invention. 

Dependent claims 39-43 have been added to more 
completely claim the present invention. The new claims are 
directed to specific placement of the encasement structure 

15 to further distinguish the present invention from the 
system disclosed by Nakano, which is limited to placement 
of an encasement structure on a user's construction helmet. 
No new matter has been added. Importantly, these claims 
teach the ear protection system of all other pending claims 

20 (as amended), with additional limitations, and therefore, 
are in condition for allowance for the same reasons as 
discussed above. 
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CONCLOSION 

In light of the foregoing amendments and remarks, 
Applicant submits that the specification, drawings, and all 
pending claims are now in condition for allowance* Early 
5 and favorable action is accordingly solicited. 


10 


Date: 


Resj 



J 




■John W. Olivo, Jr. 
Reg. No. 35,634 
Ward & Olivo 
382 Springfield Ave. 
Summit, NJ 07901 
908-277-3333 
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IN THE DRAWINGS 

Please amend the drawings to include the labels FIG. 
1, FIG. 2, FIG. 3A, FIG. 3, FIG. 4, FIG. 5, and FIG. 6 as 
shown. Additionally, please amend FIGS. 2 and 3 as shown, 
and add new FIGS. 5 and 6 as depicted in the attached 
drawings. No new matter has been added. 
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Application/Control Number: 1 0/020,744 Page 2 

Art Unit: 2837 

DETAILED ACTION 
Drawings 

1 . The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the subject matter 
presented on claims 39 - 43 must be shown or the feature(s) canceled from the 
claim(s). No new matter should be entered. 

A proposed drawing correction or corrected drawings are required in reply to the 
Office action to avoid abandonment of the application. The objection to the drawings 
will not be held in abeyance. 

5pec//7catfon 

2. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: 

- the specification does not describe the subject matter presented in 
claims 40 -42. 

Claim Objections 

3. Claims 29 - 35 are objected to because of the following infonnalities: 

- Claims 29 - 35 depend upon daim 28, which Is indicated to be 
cancelled in the amendment filed on November 5, 2003; the claims 
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would be consider being dependable upon claim 24 for the sake of 
advancing the prosecution of the application. 
Appropriate con-ection is required. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact temns as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 40 - 42 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled In the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The specification does not describe the 
subject matter presented in claims 40 - 42; the only intent to describe the subject matter 
is found in Page 1 0, Lines 1 7 - 20 of the cun^ent application. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent ntay not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. . 
Patentability shiall not be' negatived by the manner in which the invention was made. 
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5. Claims 1 - 5. 7 - 9. 1 1 - 1 3. 1 5 - 20, 22 - 25. 27. 29 - 32. 34. 35, 37 and 40 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over Urawa (JP 08237349) in 
view of Nakano (US 5.581 .821 ). 

With respect to claims 1, 2. 15. 24 and 25, Urawa teaches an earphone system 
consisting of an earphone device (Fig.3, Item 31) and a connector device (Fig.3, Item 
32), an encasement structure (Fig.3, Item 2) comprising at least an anterior member 
and posterior member, wherein the anterior member and the posterior member are 
coupled together; a plurality of retraction means (Fig.3. Items 26 and 27) disposed 
within the encasement structure for selectively retracting the earphone and connector 
devices toward the encasement stoicture; and mounting means (Fig.1, Item 7) for 
removably mounting the encasement structure upon an entity for convenient placement 
of the encasement structure; wherein the plurality of retraction means operates the 
earphone and connector devices independently (Fig.3; Abstract). However, Urawa fails 
to teach a plurality of ear protection devices instead of the earphone and connector 
devices. 

On the other hand, Nakano teaches a retractat)le ear protection system 
comprising a plurality of ear protection devices, wherein the plurality of ear protection 
devices comprises earplugs (Figs.2 and 3, Items 15 and 17). 

It would have been obvious to a person with ordinary skill in the art at the time of 
the invention was made to employ the Nakano earplugs with the Urawa independently 
operable retraction means because the teachings combination would result in a system 
of independently retractable earplugs, in which, each of the earplugs could be controlled 
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to extend to a desire length depending on the need, and wherein only one of the 
earplugs could be used if that is the need. 

With respect to claim 3, Nakano teaches wherein the earplugs are removably 
coupled to the retraction means (Col.4, Line 34+). 

With respect to claims 4, 16 and 29, the obvious combination of the teachings of 
Urawa and Nakano teach wherein the plurality of ear protection devices is 
independently removable and coupled to the retraction means. 

With respect to claims 5 and 1 7, Urawa teaches wherein the interior of the 
encasement structure comprises protruding axes perpendicular the anterior member 
(Fig.3, central members wherein the spools (25. 26) are mounted). 

With respect to claims 7, 18, 27 and 30, Urawa teaches wherein the retraction 
means comprises a cord (Fig.3, Items 33 and 34) for coupling the plurality of ear 
protection devices to the encasement structure. 

With respect to claims 8, 19 and 31, Urawa teaches wherein the retraction 
means comprises spools (Fig.3, Items 25 and 26) for mounting the cord. 

With respect to claims 9, 11. 20, 22, 32 and 34. Urawa teaches wherein the 
retraction means comprises a spring loaded locking mechanism (Fig.3, Items 17 and 
18) for securing the extension of the plurality of ear protection devices, and wherein the 
spring loaded locking mechanism comprises a push button (Fig.3, Items 17 and 18). 

With respect to claims 12. 23 and 35. Nakano teaches a spring-loaded locking 
mechanism comprising a ratchet (Figs.4 - 6). 
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With respect to claims 13 and 37, Urawa teaches wherein the mounting means 
comprises dip-on means (Flg.1, Item7). 

With respect to claim 40, Urawa teaches wherein the mounting means is only 
attached to a user's cell phone (Fig. 5). 

6, Claims 6, 1 0, 21 . 33 and 36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Urawa (JP 08237349) in view of Nafeino (US 5,581,821), and further 
in view of Rozon (US 5,279,473). 

Urawa and Nakano teaches the limitations described in the previous rejections, 
but fail to disclose wherein the encasement structure is constructed of plastic, and 
wherein the spring loaded locking mechanism comprises a thumb slide. 

Nevertheless, Rozon teaches a cord retraction device comprising a spring 
locking mechanism (Fig.2, Item 37) comprising a thumb slide (Fig.2, Item 36), and 
wherein an encasement structure is constructed of plastic (Col.2, Line 27). 

It would have been obvious to a person with ordinary skill in the art at the time of 
the invention was made to employ the Rozon configuration with the Urawa and Nakano 
design because the thumb slide is easy to use and provide a good ergonomlcally fit 
actuator for a user to use, and the plastic encasement structure would provide an 
economk:al and light-weight structure that would be easy to carry by and user and low 
cost to produce. 

7. Claims 14 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Urawa (JP 08237349) in view of Nakano (US 5.581,821), and further in view of 
Burger et air (US 4,802,638). 
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Urawa and Nakano teaches the limitations described in the previous rejections, 
but fail to disclose wherein the clip-on means is rotatable. 

On the other hand, Burger et al. teach a cord stowage device comprising a 
rotatable clip-on means (Fig. 12). 

It would have been obvious to a person with ordinary skill in the art at the time of 
the invention was made to employ the Burger et al. rotatable clip-on vinth the Urawa and 
Nakano design because It would provide a certain degree of movement that would 
prevent the cord from getting tangle with the surface of the encasement structure. 
8. Claims 39 and 41 - 43 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Urawa (JP 08237349) in view of Nakano (US 5,581 ,821 ), and further 
in view of Yang (US 5,984.224). 

Urawa and Nakano teaches the limitations discussed in the previous rejections, 
but fail to disclose wherein the mounting means could be attached to a user's shirt collar 
or a bathing cap or an eye gear or a jacket. 

Nevertheless, Yang teaches a cord spooling device that comprises a mounting 
means (Fig.1, Item 40) that could be attached onto any item worn by a user (Abstract 
andCol.2, Lines 6 -11). 

It would have been obvious to a person with ordinary skill in the art at the time of 
the invention was made to employ the Yang configuration with the Urawa and Nakano 
design because it would provide the versatility of being attached to any item wom by a 
user increasing the practical applications of the ear protection system. 
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Response to Arguments 

9. Applicant's arguments with respect to the claims have been considered but are 
moot in view of the new ground(s) of rejection necessitated by the Amendment filed on 
Novembers, 2003. 

Conclusion 

1 0. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL SeeMPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Contact Information 


11. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Edgardp San Martin whose telephone number is 
(571 )272-2074. The examiner can normally be reached on 8:00AM - 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Nappi can be reached on (571) 272-2071 . The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infomiatlon for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status Information for unpublished applications is available through Private PAIR only. 
For more infonnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 

Edgardo San Martin ^—rss^-r-^ 
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(b) □ they raise the issue of new matter (see Note below); 
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raised by the Examiner in the final rejection. 

7. ^ For purposes of Appeal, the proposed amendment(s) a)S will not be entered or b)n will be entered and an 

explanation of how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 


Claim(s) rejected: 1-25.27.29-43 . 

Claim(s) withdrawn from consideration: . 

80 The drawing correction filed on is a)n approved or b)n disapproved by the Exj 

9. n Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No\s 

10. D Other: 



DAVirMARTIN 

suPERVisoRv mmy examiner 

TECHNOLOGY CENTER 2800 


U.S. Patent and Trademahf Office 
PTOL-303 (Rev. 11-03) 


Advisory Action 


Part of Paper No. -6-2-04- 


Con.::iuation Sheet (PTOL-303) 


Application No. 10/020,744 


Continuation of 2. NOTE: the Examiner considers that the proposed Amendment does not depart the claimed subject matter from the 
scope of the obvious combination of Urawa and Nakano teachings. The Examiner considers that the Urawa and Nakano teachings' 
scope involve the independence of the ear protection devices one from each other, including their Independent operation . 


10 



PATENT 

^BB UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of: Jon Weise 

Serial No.: 10/020,744 Group Art Unit: 2837 

Filed: October 30, 2001 Examiner: Edgardo San Martin 

For: Retractable Ear Atty. Doc. No.: 973-001 

Protection "Device " ■ . . - 


Honorable Commission of Patents 
Box 1450 

Alexandria, VA 22313-1450 


RESPONSE TO OFFICE ACTION 

S I R: 

In response to the March 25, 2004 Office Action in the 
above mentioned case, Applicant respectfully requests 
15 reconsideration in view of the following amendments and 
remarks . 
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IN THE CLAIMS 

Please amend the claims as follows: 
—1. (CURRENTLY MENDED) An ear protection system 
consisting of: 

5 a plurality of ear protection devices for preventing 

the penetration of hairmful or disturbing sounds into the 
ear canal, 

an encasement structure comprising at least an 
anterior member and posterior member, wherein said anterior 
10 member and said posterior member are coupled together; 

a plurality of retraction means disposed within said 
encasement structure for selectively retracting said 
plurality of ear protection devices toward said encasement 
structure; and 

15 a mounting means for removably mounting said 

encasement structure upon . an entity for convenient 
placement of said encasement structure; 

wherein said plurality of retraction means operates 
said plurality of ear protection devices 
2 0 independently [[,]] ; and 

wherein said ear protection devices are independent of 
one another. 
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--2. (ORIGINAL) An ear protection system according to claim 

1, wherein said plurality of ear protection devices 
comprise earplugs. 

5 --3. (ORIGINAL) An ear protection system according to claim 

2, wherein said earplugs are removably coupled to said 
retraction means. 

"4. (PREVIOUSLY PRESENTED) An ear protection system 
10 according to claim 1, wherein said plurality of ear 
protection devices are independently removable and coupled 
to said retraction means. 

--5. (ORIGINAL) An ear protection system according to claim 
15 1, wherein the interior of said encasement structure 
comprises protruding axes perpendicular to said anterior 
member. 

--6. (ORIGINAL) An ear protection system according to claim 
20 1, wherein said encasement structure is constructed of 
plastic. 

~7. (ORIGINAL) An ear protection system according to claim 
1, wherein said retraction means comprises a cord for 
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coupling said plurality of ear protection devices to said 
encasement structure. 

--8. (ORIGINAL) An ear protection system according to claim 
5 7, wherein said retraction means comprises spools for 
mo'unCirig'said cord. ..... 

— 9. (ORIGINAL) An ear protection system according to claim 
1, wherein said retraction means comprises a spring loaded 
10 locking mechanism for securing the extension of said 
plurality of ear protection devices. 

--10. (ORIGINAL) An ear protection system according to 
claim 9, wherein said spring loaded locking mechanism 
15 comprises a thumb slide, 

--11. (ORIGINAL) An ear protection system according to 
claim 9, wherein said spring loaded locking mechanism 
comprises a push button. 

20 

--12. (ORIGINAL) An ear protection system according to 
claim 9, wherein said spring-loaded locking mechanism 
comprises a ratchet. 
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—13. (ORIGINAL) 
claim 1 , wherein 
means . 

5 —14. (ORIGINAL) 
claim" 13", wherein 


An ear protection 
said mounting means 

An ear protection 
said clip-on' means is 


system according to 
comprises a clip-on 

system according to 
rotatable. 
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—15. (ONCE AMENDED) A method of ear protection consisting 
of the steps of: 

providing an encasement s'^tructure comprising at least 
an^ anterior member and posterior member, wherein said 
5 anterior member and said posterior member are removably 
coupled together; 

preventing the penetration of harmful or disturbing 
sounds into the ear canal by providing a plurality of ear 
protection devices; 
10 selectively retracting at least one of said plurality 

of ear protection devices, wherein said selectively 
retracting is executed by at least one of a plurality of 
independent retraction means; 

securely . stowing said plurality of ear protection 
15 devices adjacent to said encasement structure; and 

mounting said encasement structure upon an entity for 
convenient placement of said encasement structure with 
removable mounting means. 

20 —16, (PREVIOUSLY PRESENTED) A method of ear protection 
according to claim 15, wherein said ear protection devices 
are independently removable and coupled to said retraction 
means . 
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--17. (ORIGINAL) A method of ear protection according to 
claim 15, wherein the interior of said encasement structure 
comprises protruding axes, wherein said protruding axes are 
perpendicular to said anterior member. 

5 

--18. (ORIGINAL) A method of ' ear protection according to 
claim 15, wherein said retraction means comprises a cord 
mounted on spools. 

10 — 19. (ORIGINAL) A method of ear protection according to 
claim 15, wherein said retraction means comprises a cord 
mounted on spools; and wherein said interior of said 
encasement structure comprises protruding axes, wherein 
said protruding axes are perpendicular to said posterior 

15 member; further wherein said spools are mounted on said 
protruding axes of said encasement structure. 

—20. (PREVIOUSLY PRESENTED) A method of ear protection 
according to claim 15, wherein said retracting step 
20 comprises securing each of the extensions of said plurality 
of ear protection devices by a spring loaded locking 
mechanism. 
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--21. (ORIGINAL) A method of ear protection according to 
claim 20, wherein said spring- loaded locking mechanism 
comprises a thumb slide. 

5 --22. (ORIGINAL) A method of ear protection according to 
"claim* '20; wherein said spring- loaded locking mechanism 
comprises a push button. 

—23. (ORIGINAL) A method of ear protection according to 
10 claim 20, wherein said spring- loaded locking mechanism 
comprises a ratchet. 
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—24, {CURRENTLY AMENDED) An ear protection system 
consisting of: 

a plurality of ear protection devices for preventing 
the penetration of harmful and disturbing sounds into the 
5 ear canal, 

' an ' encasement structure comprising at least two 
members, wherein said members are coupled together; 
further, wherein said encasement structure is coupled to 
said ear protection device; and 
10 a mounting means for removably mounting said 

encasement structure upon an entity for convenient 
placement of said encasement structure; 

wherein said plurality of ear protection devices are 
coupled to said encasement means by a plurality of 
15 retraction means for selectively retracting said plurality 
of ear protection devices toward said encasement structure; 
. [ [and] ] 

wherein said plurality of retraction means operate 
said plurality of ear protection devices 
2 0 independently [ [ . ] ] ; and 

wherein said ear protection devices are independent of 
one another. 
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—25. (ORIGINAL) An ear protection system according to 
claim 24, wherein said ear protection devices comprise 
earplugs . 

"26. (CANCELLED) 

—27. (PREEVIOUSLY PRESENTED) An ear protection system 
according to claim 24, wherein said plurality of ear 
protection devices are independently removable and coupled 
to said encasement structure. 

—28. (CANCELLED) 

"29. (CURRENTLY AMENDED) An ear protection device 
according to claim [[28]] 24, wherein said plurality of ear 
protection devices are independently removable and coupled 
to said plurality of retraction means. 

—30. (CURRENTLY AMENDED) An ear protection system 
according to claim [[28]] 24, wherein each of said 
plurality of retraction means comprises a cord for 
independently coupling each of said plurality of ear 
protection devices to said encasement structure. 
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--31. (ORIGINAL) An ear protection system according to 
claim 30, wherein said retraction means comprises spools 
for mounting said cord. 

5 —32, (ORIGINAL) An ear protection system according to 
claim 28', wherein said retraction means comprises a spring- 
loaded locking mechanism for securing the extension of said 
plurality of ear protection devices. 

10 —33. (ORIGINAL) An ear protection system according to 

claim 32, wherein said spring-loaded locking mechanism 
comprises a thumb slide. 

—34. (ORIGINAL) An ear protection system according to 

15 claim 32, wherein said spring-loaded locking mechanism 
comprises a push button.. 

—35. (ORIGINAL) An ear protection system according to 

claim 32, wherein said spring-loaded locking mechanism 
20 comprises a ratchet. 

--36, (ORIGINAL) An ear protection system according to 
claim 24, wherein said encasement structure is constructed 
of plastic. 
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--37 • (ORIGINAL) An ear protection system according to 
claim 24, wherein said mounting means comprises a clip-on 
means. 

— 38. (ORIGINAL) An ear protection system according to 
claim 37", wherein said clip-on means is rotatable. 

--39.-43. (CANCELLED) 
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REMARKS 

Applicant believes that the foregoing amencJinents and 
the following comments will convince the Examiner that the 
rejections and objections provided in the March 25, 2004 
5 Office Action have been overcome and should be withdrawn. 

f 

I. THE IKVEMTION 

This invention relates to the field of ear protection 
systems, and in particular, means for stowage of protective 

10 ear devices. Further, the invention relates to an 
encasement for ear protection devices with means for 
extension and retraction of protective ear devices that 
affords the user adjustability and versatility in placement 
of the encasement. The invention is designed to be 

15 adaptable to any type of environment or situation a user 
may encounter where it is desirable to block out a harmful 
or disturbing noise. 

II. THE EXAMINERS S OBJECTIONS 

20 The Examiner objected to the drawings under 37 CFR 

1.83 la) as not showing every feature of the invention 
specified in the claims. Specifically, the ear protection 
system connected to a user's shirt collar, to a user's cell 
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phone, to a user's bathing cap, to a user's eye gear and to 
a user's jacket were not shown in the drawings. 

The specification was objected to under 37 CFR 
1.75(d)(1) for failing to provide proper antecedent basis 
5 for the claimed subject matter. Specifically, the Examiner 
objected to the specification for failing to describe the 
subject matter of claims 40-42. 

Claims 29-35 were objected to for depending upon claim 
28, which had been cancelled in response to the Office 
10 Action dated Jxine 3, 2003. 

Ill* THE EXAMINERS S REJECTIONS 
A. 35 U.S.C. §■ 112 

The Examiner rejected claims 40-42 under 35 U.S.C. § 
15 112, first paragraph, as failing to comply with the written 
description requirement. Particularly, the Examiner 
contended that the claims contain subject matter that was 
not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that 
20 the inventor, at the time the application was filed, had 
possession of the claimed invention. ( Paragraph 4 ) . 
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B. 35 U.S.C> § 103 

1. Claims 1-5. 7-9, 11-13, 15-20, 22>25, 27, 29- 


32, 34, 35, 37, and 40 


5 The Examiner rejected claims 1-5, 7-9, 11-13, 15-20, 

22-25, 27, 29-32, 34, 35, 37, and 40 under 35 U.S.C. § 
103(a) as being unpatentable over Urawa (JP -08237349) in 
view of Nakano U.S. Patent No, 5,581,821 (hereinafter 
referred to as ''Nakano"). The Examiner opined that Urawa 

10 discloses the claimed invention except for a retractable 
ear protection system comprising a plurality of earplugs. 
The Examiner argued that it would be obvious ''to employ the 
Nakano earplugs with the Urawa independently operable 
retractions means because the teachings combination would 

15 result in a system of independently retractable earplugs, 
in which, each of the ear plugs could be controlled to 
extend to a desire [sic] length depending on the need, and 
wherein only one of the earplugs could be used if that is 
the need." (Paragraph 5). 

20 2.- Claim 6, 10, 21, 33, and 36 

The Examiner rejected claims 6, 10, 21, 33, and 36 
under 35 U.S.C. § 103(a) as being unpatentable over Urawa 
in view of Nakano, in further view of Rozon U.S. Patent No. 
5,279,473 (hereinafter referred to as "Rozon"). The 

25 Examiner stated that Urawa and Nakano disclose the claimed 


15 


invention except for an encasement structure constructed of 
plastic and a spring loaded locking mechanism comprised as 
a thumb slide. The Examiner argued that it would have been 
obvious to employ the '^Rozon configuration with the Urawa 
5 and Nakano design because the thumb slide is easy to use 
and provide [sic] a good "ergonomically fit actuator for a 
user to use, and the plastic encasement structure would 
provide an economical and light-weight structure that would 
be easy to carry by and [sic] user and low cost to 

10 produce," (Paragraph 6). 

3. Claims 14 and 38 
The Examiner rejected claims 14 and 38 under 35 U.S.C. 
§ 103 <a) as being unpatentable over Urawa in view of 
Nakano, in further view of Burger et al. U.S. Patent No. 

15 4,802,638 (hereinafter referred to as Burger The 
Examiner argued that Nakano discloses the claimed invention 
with the exception of ^wherein the clip-on means is 
rotatable." According to the Examiner, it would have been 
obvious ^to employ the Burger et al. rotatable clip-on with 

20 the Urawa and Nakano design because it would provide a 
certain degree of movement that would prevent the cord from 
getting tangle [sic] with the surface of the encasement 
structure," (Paragraph?). 
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4. Claims 39 and 41-43 
Claims 39 and 41-43 were rejected under 35 U.S.C. § 
103(a) as being unpatentable over Urawa, in view of Nakano, 
in further view of Yang U.S. Patent No. 5,984,224. The 
5 Examiner contended that Urawa and Nakano disclose the 
claimed "invention with the exception "wherein the mounting 
means could be attached to a user's shirt collar or a 
bathing cap or an eye gear or a jacket." The Examiner 
stated that it would have been obvious **to employ the Yang 
10 configuration with the Urawa and Nakano design because it 
would provide the versatility of being attached to any item 
worn by a user increasing the practical application of the 
ear protection system" (paragraph 8) . 


15 IV. THE EXAMINERS S OBJECTIONS AMD REJECTIONS SHOOLD BE 
WITHDRAWN 

A. OBJECTIONS - 

The Examiner objected to the drawings under 37 CFR 
1.83(a) as not showing every feature of the invention 
20 specified in the claims. Specifically, the ear protection 
system connected to a user's shirt collar, to a user's cell 
phone, to a user's bathing cap, to a user's eye gear and to 
a user's jacket were not shown in the drawings. Claims 39- 
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42, directed to the missing drawing elements, have been 
cancelled. 

The specification was objected to under ' 37 CFR 
1.75(d)(1) for failing to provide proper antecedent basis 
5 for the claimed subject matter. Specifically, the Examiner 
"objected to the specification for failing to describe the 
subject matter of claims 40-42. As stated above, claims 
40-42 have been cancelled. 

claims 29-35 were objected to for depending upon claim 
10 28, which had been cancelled. Applicant has amended claims 
29-30 to depend upon claim 24 and provide proper claim 
dependency. 

B. REJECTIONS 

1. 35 U.S.C, § 112 

15 The Examiner rejected claims 40-42 under 35 U.S.C. § 

112, first paragraph, as failing to comply with the written 
deiscription requirement. Particularly, the Examiner 
contended that the claims contain subject matter that was 
not described in the specification in such a way as to 

20 reasonably convey to one skilled in the relevant art that 
the inventor, at the time the application was filed, had 
possession of the claimed invention. As stated above, 
claims 40-42 have been cancelled. 
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2. 35 U.S.C. § 103 
The Examiner rejected claims 1-5, 1-9, 11-13, 15-20, 
22-25, 27, 29-32, 34, 35, 37, and 40 under 35 U.S.C. 
§103 (a) as being unpatentable over Urawa in view of Nakano. 
5 Urawa is directed toward an earphone and connector device, 
in which the earphone wire is maintained on a spool. The 
spool allows the wire to be selectively retracted. The 
Examiner states that Urawa teaches a '^..plurality of 
retraction means operates the earphone and connector 

10 devices independently (Fig. 3; Abstract)." (Paragraph 5). 

The Examiner's attention should be drawn to element 3 
of Figure 3 of Urawa, which designates the cord connecting 
the earphone 31 and the plug 32. As the earphone 31 and 
plug 32 are connected by the same cord 3, they cannot be 

15 operated and retracted independently as the two pieces are 
connected to one another. In fact, the operation of the 
two elements is dependent upon one another. Should a user 
decide to extend the earphone 31 until no more cord was 
left on reel 25, the length of the cord a user could extend 

20 for the plug 32 would be limited. Therefore, as the use of 
earphone 31 affects the use of plug 32, the operation and 
retraction of these two elements in Urawa cannot be 
independent as required by the language of claims 1 and 24. 
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Applicant has amended claims 1 and 24 to more 
particularly highlight the distinction discussed above. 
Specifically, Applicant has added language identifying the 
independence of the ear protection devices from one 
5 another. As the earphone 31 and plug 32 of Urawa cannot be 
independent of another due to the necessity of an 
electrical connection between the two elements, Urawa 
cannot anticipate the instant invention nor can Urawa 
render the instant invention obvious in combination with 

10 any of the references currently cited. 

With respect to Nakano, we believe our description and 
arguments still apply. Nakano is directed to an ear 
protection device for attachment to a construction helmet. 
The invention specifically relates to the field of 

15 construction, in which the ear protectors are designed to 
be readily accessible for use by a workman. Applicant 
. respectfully submits that the teaching of Nakano is limited 
to the use of an ear protection assembly in combination 
with headgear having a crown and a forwardly extending 

20 peak. Nakano specifically discloses: 

''[A] reelable ear plug assembly detachably 
carried on a helmet 11, such as is used by a 
construction worker. The helmet may be referred 
to as a construction helmet and the assembly is 
25 carried on a housing 12 which may be attached to 

the rear of the helmet, as shown, such as with 
adhesive or by a releasable claitp, or, if 


20 


desired; the housing may be detachably connected 
to a brim or visor 13 formed with the crown of 
the helmet 11." 

5 The specific design of the ear protection assembly 

device disclosed by Nakano limits the invention to specific 
placement on the brim or crown of a construction helmet. 
The' device consists of only one retraction means which 
inhibits independent control of the left and right ear 

10 protection devices. Thus, placement of the encasement 
structure is limited to either the middle of the "forwardly 
extending peak" or the middle of the back of the headgear, 
i.e., somewhere that is an equal distance between the 
user's ears. The Nakano design further requires that the 

15 user utilize both earplug devices at the same time, or else 
one end of the cord would remain dcingling, which defeats 
the objective of the cord stowage device. The limitation 
of placement of the encasement structure prevents the user 
from attaching the device to any article of clothing such 

20 as a shirt collar or pocket that may require unequal 
lengths of cord in order to reach each ear. Additionally, 
Nakano teaches away from an earplug device wherein the user 
only wishes to block noise on one side. For example, if a 
user wishes to use a cell phone in a noisy environment, the 

25 user may wish to only use the ear protection device in one 
ear while keeping the plug for the other ear stored in the 


21 


stowage device. The device of Nakano cannot accomplish 
this. Thus, even the broadest reading of Nakano would 
require that the ear protection devices be used in 
conjunction with headgear that includes a crown and 
5 forwardly extending peak. Furthermore, Nakano only 
discusses an ear protection device where both earplug 
devices must extend from the stowage compartment at equal 
lengths and at the same time. The present invention is an 
improvement over Nakano because it does not need to be 
10 placed on headgear, does not need to be placed in a 
location equidistant from both ears, and the left and right 
ear protection devices can extend and retract independent 
of the other. 

As shown, the combination of Urawa and Nakano does not 
15 disclose every element of the invention as claimed. As 
such, the Examiner's rejection of claims 1-5, 7-9, 11-13, 
15-20, 22-25, 27, 29-32, 34, 35, 37 and 40 under 35 U.S.C. 
§103 (a) should be withdrawn. 

Further, the Examiner rejected claims 6, 10, 21, 33 
20 and 36 under 35 U.S.C. §103 (a) as being unpatentable over 
Urawa in view of Nakano and in further view of Rozon. As 
stated above, the combination of Urawa and Nakano fails to 
teach every element of the invention as claimed. The 
additional combination of Rozon also fails to teach the 
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element of ear protection devices that operate 
independently of one another. 

Rozon is directed toward a cord retraction device 
specifically adapted for use with window blinds. Applicant 
5 respectfully submits that there is no motivation for the 
combination of' Urawa in view Nakano" and in further- view of 
Rozon as relates to the present invention. The invention 
of Rozon teaches the reversible taking up of slack in cord, 
specifically for a pair of free-ended cords found in 

10 Venetian blinds or a cord loop found in a vertical blind. 
In fact, Rozon acknowledges that many retraction devices 
already exist, but none that are effectively adapted to the 
requirements of window blind cord retraction devices. 

The design of Rozon, which pertains to window blinds, 

15 is in a distinctly different field from the inventions of 
Urawa and Nakano, and does not provide a suggestion for one 
of ordinary skill in the art to the combine the references 
to arrive at the instant invention. Further, the 
combination of Urawa, Nakano and Rozon fails to teach each 

20 and every element of the invention as claimed. Therefore, 
the rejection of claims claims 6, 10, 21, 33 and 36 under 
35 U.S.C. §103 (a) should be withdrawn. 

The Examiner also rejected claims 14 and 38 under 35 
U.S.C. §103 (a) as being unpatentable over Urawa in view of 
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Nakano and in further view of Burger. As stated above, the 
combination of Urawa and Nakano do not teach every element 
of the invention as claimed. Specifically, Urawa fails to 
teach ear protection devices that are independent of one 
5 another. The Examiner cites Burger for teaching a clip-on 
means 'that is rotatable. * "As' such, the~ additional 
combination of Burger with Urawa and Nakano fails to teach 
every element of the invention as claimed. Therefore the 
rejection of claims 14 and 38 under 35 U.S.C. §103 (a) 

10 should be withdrawn. 

The Examiner also rejected claims 39 and 41-43 under 
35 U.S.C. §103 (a) as being unpatentable over Urawa in view 
of Nakano and in further view of Yang. Applicant has 
cancelled claims 39 through 43. Therefore, the rejection 

15 is moot and should be withdrawn. 

V/ ADDITIONAIi AMENDMENTS 

Independent claims 1 and 24 have been amended to show 
that the ear protection devices are independent from one 
20 another in the interest of more specifically defining the 
invention. The amendments have been made to further 
distinguish the present invention from the system disclosed 
by Urawa. 
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Importantly, these claims teach the ear protection 
system of all other pending claims (as amended) , with 
additional limitations, and therefore, are in condition for 
allowance for the same reasons as discussed above. 
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CONCLUSION 


In light of the foregoing amencJments and remarks, 
Applicant submits that the specification, drawings, and all 
pending claims are now in condition for allowance. Early 
and favorable action is accordingly solicited. Should the 
Examiner - determine that an additional telephone- interview 
would benefit the prosecution of this application, 
attorneys for the applicant may be contacted at the 
telephone niunber below. 


Respectfully submitted. 


Date 




John W. Olivo, Jr. 

Reg. No. 35,634 

Ward & Olivo 

382 Springfield Ave. 

Siimmit, NJ 07901 

908-277-3333 
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(57) [AbstL-act] 

[Objective] 

To provide an earphone cord winder device that would help in easy storage as well as the drawing out of the 
earphone cord that is used m portable phones and mobile phone sets. 

[ConsiitutiDn] 

TOs c^honc cord winder is provided with the spiral spring 23 which freely rotationally supports the winding reel 
22 winding the earphone cord 3 m a housing case 2 and energizes the pulled out cord 3 to be unwound the lock 
lever 11 and the operation piece 10. The lever 11 is freely rotationally supported to die case 2 by a pin 14 by the 
power of a spring 13 consisting of a compression coil spring and the tip of the lever 1 1 pressurizes one point of the 

while mtegrated with he lever 11 and at the time of pushing this piece 10 with the tip of a finger, the lever 11 is 
separated from the reel 22 to rotate the reel 22 in a unwinding direction. TTien, the coS 3 is woimd back and at the 
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time of separating the finger from the operation piece 10, rotation is prevented in the state at it is. 

~ 22 13 

10 

14 


31 



[aaitnCs)] 

[Claim 1] ' 

A winding red that helps wind the eaiphonc cord is siqjported in a fireely rotatable state within flje thin box like 
storage case and also there is a spiral spring that would retract the earphone cord in order to rewind the 
aforementioned earphone cord which was pulled out and we thus have an earphone cord winder for a mobile phone 
which IS cnaracterized by consisting of a lock lever to prevent the rotation of the said winding reel and an operating 
piece tfiat nwves the said lock lever in Ac direction of the release. 

[Claim 2] 

An earphone cord wmder for a mobile phone as mentioned in Claim 1 of lbs> patent wherein the cord pan on die 
earphone side of the eaiphone cord and flie cord on the phig side are provided in one winding reel while beine DuUed 
out from a single outlet 

[Claims] 

An earphone cord wmder for a mobUc phone as mentioned in Claim 1 of tiic patent wherein flie cord part on Ihe 
earphone side of the eaiphone cord and die cord on the phig side are provided, and one part each of the cord is 
pullmg out from the req)ective outlets. 

[aaim4] 

An earphoae cord winder for a mobile phone as mentioned in Oaims 1, 2 and 3 of the patent wherein any the storage 
case IS equii^ such that it could be attached to a garment that was being worn. 
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[Description of the Invention] 

[0001] 

[Field of industrial Application] 

[0002J 
[Prior Art] 

^"r^^l^T' '''J^'^ u "^^'^ " « ttaffic and also in different tynes 

l '1'' ''''' '^""^^ '^'^ ' ^''^ of sumjunding noise in such ai^, ft might Se dSftoS 
wbat the other party is trying to say over (he phone. wmcuit lo near 

Because of that, until recently one would have to move to a quiet place and then would have to caU oiacine <he 
receivnig on one ear while covering the odicr car. wuiuu nave ro cau piacmg the 

[0003] 

Oi^ mm case, using an earphone makes it is very effective to hear the voice of the counterpart over the telcohone 
andwhen using an earphone cord which was easily inserted into a pocket and bag. the earphZ^^rf^Sd gete^ 
en^d and twisted an m addition to requiring time, the carphoii cord would have tot wouS aTbund^ ™ 
agam after use and smce tbs was compUcated and troublesome, it was hardly used. ^ 

[0004] 

fProblems lo be Solved by the Invention] 

The proWera ftat diis invention proposes to solve is that when the cellular phone is used in a noisv olace „™a »« 

earphone >vouM be effectivebutd,e act ofhaving totals out andput back thS<:;^^^^ 

[0005] 

[Means » Solve the Problems] 

S^h^ ''^T^Sr^'^^ r*'^''" P^^^'*"^^ a winding reel that helps wind the 
eaipnoiw tord is supported m a fieely rotatable state wiihin the thin box like storace case and also thei^ i« , 
J>nn8 that >jjonld retract the earphone cord in order to rewind the aforementioS^nrford ll^wlVS 
out and we thus have an earphone cord winder for a nvobile phone which is charact^ed by oj^SgTf J t2 
ZZII^XZ"'^'' WKling reel and an operating piece lhat movest'L^rLtr In t 

[0006] 

In addition. Acre are two types of structures in this winder whereby th« cord part on the earphone side of the 
[0007] 
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[0008J 

[Working Principle] 

When earphone cord is puUed out, a slight rotating force is given by the coil spring that is fixed to the winding reel 
m the dire.;tion which rewinds the cord back and this force is held down by meana of a lock lever. 

When the earphone cord is pulled out to just the necessaiy length, although tiie earphone cord can be stopped using a 
took lever, when the operating piece is operated in the direction of the lock lever release, the wmdmg reel moves 
through the recoveiy force of the coil spring and the earphone cord is retracted and is stored inside the storage case. 

[0009] 

[Working Exaniplc(s)] 

Working Example of this invention is explained on Hic basis of Drawing 1 and Drawing 2. 
[0010] 

Sl^'T* \1 perspective view of ihc Working Example of this invention whUe Drawing 2 shows die internal 
structure or the winder device m Drawing 1 . •» v. m«* 

[0011] 

In one place of the side of the thin and smaD storage case 2. there is the pulling oudct 4 of earphone cord 3 and 
eaiphoiK 31 as weU as plug 32 is pulled out from the pulling outlet 4 while their cord parts 33 aid 34 are wound 
^d di« circular wmdmg reel 22 which is supported by the support shaft 21 such that it is roiatable in the storage 

[0012] ^ 

^JnT^I^Ir ^ '^"^^^ ^ ^^'i 3 that has been drawing out in the 

wmding reel 22 and wide one end is fixed in the support shaft 21, the other end is fixed to the windingreel 22 and 

^^rJ?!*,^""^ ^.^ ^^"^ reel 22 will give a rotational force in the rewhi direction 

through the conqiression coil spnng 23 along with its own rotation. 

[0013] 

I- i f^Ti " * ^""^^ 1^ ^ sto"S« case 2 using the power of 

the !5)nng 13 which is made from a compression coil spring, and while the tip holds down one point of the windine 
reel 22, it actually prevents the wuuhng reel 22 from rotating in the rewinding direction, and it vJould be desirabS 
stick some rubber or some odier phig 12 on the tip. w 

When the earphone cord 3 is pulled out, it would be necessary to puU it with more strength than die fbice used bv 
lock lever 11 to hold down die winding reel 22. "«u iwree useo oy 

[0014] 

The openidng piece 10 is integrated to the lock lever 1 1 and protrudes onto the side of a storage case 2 and by 
pushmg this operating piece 10 widi the tip of one's finger, the winding reel 22 would get separated^om th^ock 
lever 1 1 and since the wmding reel 22 rotates m die rewinding direction, the earphone cord 3 is rewound. 

When the (qwrating piece 10 is separated, lock lever 1 1 holds down the winding reel 22 again dirough the recovery 
force ofsprmg 13, and by preventing the rotation, the earphone cord 3 is stopped gn inc recovery 

[0015] 


t 
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Li addition, in a ccUular phone as shoTvn in Drawing 4, the lengih of earphone cord 3 need no longer be like that of 
the conventional radio and headphone stereo, and it is therefore possible to make it shorter and this the stoiage case 2 
cQuld be niade both thinner and smaller. 

Its shape could be cither round or square and furthermore, the materials used coidd be either synthetic resin or metal 
but It 18 preferable to have one that is small in size and lightweight ' 

[0016] 


! a drawing of the internal structure which shows a different working example of this mveniion, where 
cord 33 on the caiphone side 31 and cord 34 of plug side 32 ar^rt <>**'' ^P 13i:t3ltiyttTO yfV vrtm - iii'if i i j i i i uj „L-'- ..rn 
S«ei»25 and 26 and both of these are respectively provided with lock levers 15 and 16 as well as operating pieces 17 
and 18, and earphone 31 is drawing out from the ouflet 41 whUe phig 32 is drawn out from the ouUet 42 
respectively. 

In this case, it would be necessaiy to set up the wmdkg dkections of the coiled springs 27 and 28 in such a way that 
S^Sig - ^ ''^''^ ^^'^ mechanisms are exactly the same as the working example m 

[0017] 

In addition to the Working Example above, in the article of this invention as in Drawing 1, by having a mounting 
tool 7 fliat IS either made from a hoofc 5 or a safety pm 6 or both, that is attached to the storage case 2. it is possible 
to attach this easily to flie pockets of garments and clothes etc and thereby makes it moic convenient for use. . 

[0018] 

Or. as shown in Drawmg 5, an adhesive tape is attached to the storage case 2 and this could be used by attachme it to 
the cellular phone 9. * 

[0019] ' 

FurthemKre aldiough Drawing 2 and Drawing 3 show that the operating piece 10 and the lock lever 11 have been 
mtegrated, ,t is actually a separate structure which is attached by a screw etc into one unit, and when fte operatmg 
piece 10 Lj pushed by a finger tip. power is transmitted to lock lever 1 1 and if the spring 13 is compressed, it dow 
not matter even ifit gets separated at flie time of operation. 

[0020] 

[Effects of the Invention] 

When the earphone cord reel of this invention is used, the earphone cord can be easily unwound and rewound and 
lurtner smcc it does not get tangled or eniwmed, there is no miisance value while it is being used. 

[0021] 

Furthermore, based on the feet that it is formed separately from the main equipment of the ceHuIar phone, it is very 
easy to replace dunng repair especiaUy when compared to the type where it is incoiporated hi the main body. 

[0022] 

" f^'^T "^^r *^,«*n'hone side part of the earphone cord and the plug side part are mtegrated 
mto Je stiicture of single winder reel, it would be very easy to make it shice it would be of a small size and light 
weight and docs not pose any nuisance value to portabiUty. 
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[0023] 

In addition if wc have a structure where: the earphone side part of the eaiphone cord and the plug side part are 
separated,, no matter where the winder reel is provided, the unnecessary portion of the cord is increased and it is 
possible to use the cord by pulling it out only to tfie needed length, 

[0024] 

[Brief Explanation of the Drawing(s)] 
Prawing 1] 

It is a perspective drawing, which shows the working Exaitq)lc of this invention. 
[Drawing 2] 

It is a plane diagram that shows the reel of the Working Example of this invention, 
[Drawing 3] 

It is a plane diagram which shows the winder device of a Working Example that differs from this invention. 
[Drawing 4] 

It is a Dra wing that shows flie use state of the Working Exaii5)le of rhis invention. 
[Drawing 5] 

It is a dravvdng that shows a use state that is different irom the Working ExMiqjle of this inventioa 

[Explanation of Symbols in Drawings] 

1 

Eaiphone cord winder device 
10 

Operating piece 
11 

Lock lever 
2 

Storage case 
22 

Winding reel 
23 


r 
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Coil spnng 
3 

Earphone cord 

Drawings 

[Drawing 1] 




[Drawing 3] 
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2 


Prawing 5] 


PAT-NO: JP408237349A 

DOCUMENT-IDENTIFIER: JP 08237349 A 

TITLE: EARPHONE CORD WINDER 

FOR PORTABLE TELEPHONE SET 

PUBN-DATE: September 13, 1996 


INVENTOR-INFORMATION: 
NAME 

URAWA, TAKESHI 


ASSIGNEE-INFORMATION: 

NAME ' COUNTRY 

KK MEIKU KOGYO N/A 


APPL-NO: JP07058049 


APPL-DATE: February 22, 1995 


INT-CL (IPC): H04M001/15, B65H075/48 


ABSTRACT: 

PURPOSE: To facilitate the labor and time of 
putting in and out an earphone 
cord by providing a spiral spring, a lock lever 
and an operation piece so as to 
prevent the rotation of a winding reel by means 
of the lock lever and to 
release lock by means of the operation piece. 

CONSTITUTION: This earphone cord winder is 
provided with the spiral spring 
23 which freely rotationably supports the 
winding reel 22 winding the earphone 
cord 3 in a housing case 2 and energizes the 
pulled out cord 3 to be unwound, 
the lock lever 11 and the operation piece 10. ^ 
The lever 11 is freely 

rotationally supported to the case 2 by a pin 14 
by the power of a spring 13 


consisting of a compression coil spring and the 

tip of the lever 11 pressurizes 

one point of the reel 22 to prevent the reel 22 

from unwinding. Then the 

operation piece 10 projects to the side face of 

the case 2 while integrated 

with the lever 11 and at the time of pushing this 

piece 10 with the tip of a 

finger, the lever 11 is separated from the reel 

22 to rotate the reel 22 in a 

unwinding direction. Then, the cord 3 is wound 

back and at the time of 

separating the finger from the operation piece 

10, rotation is prevented in the 

state at it is. 
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OPINIONBY: 

PER CURIAM 

OPINION: 

[* 1 006] Both sides appeal from the judgment of the 
United States Claims Court * in this patent infringement 
suit. Appellants Orthopedic Equipment Company, Inc. 
(Orthopedic) and Marriott Corporation (Marriott), 
plaintiffs in the suit, brought this action pursuant to 28 
U.S.C. § 1498 seeking compensation for the 
unauthorized manufacture or use by or for the United 


States of a nation-wide material handling system which 
is alleged to infringe claims 1, 2, 6, and 7 of United 
States Letters Patent No. 3,304,416 (the Wolf patent), 
entitled "Business Order Control System Apparatus." 
They filed administrative claims for compensation with 
several Department of Defense agencies for infringement 
of the Wolf patent. The first of these administrative 
claims [**2] was filed in July 1976; none of the claims 
has ever been denied. The present suit was filed in the 
United States Court of Claims on May 6, 1977. Then 
Trial Judge Colaianni, after a trial, issued an opinion and 
findings holding that the invention set forth m claims 1, 
2, 6 and 7 of the Wolf patent would have been obvious 
within the meaning of 35 U.S.C. § 103 and that the 
claims were therefore invalid. He either rejected or 
declined to pass upon other defenses raised by the United 
States. But he did decide that the plaintiffs were entitled 
to collect $1,181.25 as part of the reasonable and 
necessary costs of a certain deposition. The final 
judgment was that, upon payment by the United States to 
the plaintiffs-appellants of $1,181.25 as part of those 
deposition costs, the petition was to be dismissed. 
Plaintiffs appeal from the determination of invalidity, 
and defendant appeals from the award of deposition costs 
and also from the judge's failure to consider, or his 
rejection of, most of the Government's other defenses. 


* Pursuant to the order of this court dated 
October 4, 1982, the Claims Court thereafter 
issued a final judgment in accordance with Trial 
Judge Colaianni's recommended decision of 
August 14, 1981. We treat both sides' exceptions 
to that decision as an appeal and cross-appeal 
from that judgment. Appellants, plaintiffs in the 
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Court of Claims, filed their exceptions first and 
we designate them appellants and cross- 
appellees. 

[**3] 

Because we agree with Judge Colaianni's reasons for 
his decision that the claims were invalid for obviousness, 
we confine our discussion of invalidity to those points 
and do not consider the United States' contentions that 
invalidity can be reached on other grounds. On the 
question of obviousness (Part I infra) our opinion 
incorporates, for the most part, Judge Colaianni's 
opinion. We also consider (Part II infra) the issue of 
deposition costs. 

I — Obviousness 

Appellants accuse the appellee of infringing claims 
1, 2, 6, and 7 of the patent in suit. Claims 1 and 2 are 
very similar to one another. Likewise, claims 6 and 7 are 
very similar to each other. The main differences 
between the claims are the differences which exist 
between these two similar groups. The parties agreed at 
trial to treat claims 2 and 7 as representative of their 
respective groups. This convention will also be followed 
in this opinion. However, should a peculiar aspect of 
either claim 1 or claim 6 affect the outcome of the 
determination of validity, then this fact will be 
emphasized. 

[*1007] The Claims 

Wolf claims 2 and 7, presented in subparagraph 
form with the sequencing [**4] of the claim elements 
slightly rearranged from the sequencing found in the 
patent itself, nl are as follows: 

Claim 2 

(a) (1) An electrical system 

(2) for controlling the 
operation of a business, 

(b) (1) con^rising 

(c) (1) a plurality of order stations, 

(d) (1) means 

(2) at each of said order 
stations 

(3) for generating coded 
messages corresponding to 
the orders entered at said 
station, 


(e)(1) a central station 


(2) connected for control in 
turn from any of said order 
stations, 

(f) (1) means 

(2) for programming the 
operation of each order 
station to cause the 
transmission of the 

messages, 

(3) in orderly fashion, 

(4) to the central station, 

(g) (1) a plurality of work stations 

(2) at which are to be 
perfomied respective items 
of work called for by said 
messages, 

(h) (1) means 

(2) at said control station 

(3) for recording the 
messages as received, 

(4) and for computing 
numerical information 

(5) based on the content of 
said messages, 

(i) (l) means 

(2) for relaying selected 
portions of said messages 
to respective ones of said 
work stations, 

[**5] 

(j)(l) and means 

(2) at each work station, 

(3) responsive to the 
relayed message portions, 

(4) for providing a visual 
display 

(5) of order information 
pertinent to that work 
station. 

Claim 7 
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(a)(1) A remote control 

(2) and computing 

(3) system 

(4) for mercantile 
operations 


(b) (1) conqjrising 

(c) (1) workstations, 

(d) (1) at least one order station, 

(2) remote from said work 
stations. 


(e) (1) and a central station; 

(f) (1) remotely controllable 

(2) order registering 
equipment 

(3) at said central station 


(g)(1) means coimecting 


(2) said order station to 
said equipment 

(3) to register therein 
signals representing items 
of work to be performed; 


(4) and for computing said 
data to provide an output 
total; 


[**6] 


(j)(l) and means 


(2) associated with said 
central station 

(3) for transferring portions 
of said signals selectively 
to respective work stations 
[*1008] (4) to control the 
manifestation thereat of 
such work items for 
processing at said 
stations [,] 


(k)(l) apparatus 


(2) at each work station 

(3) for registering 

(4) and intelligibly 
manifesting 

(5) the items of work to be 
performed, as called for by 
said signals[.] 


(h)(1) automatic means 

(2) associated with said 
central station 

(3) for translating said 
signals into a registrable 
code 

(4) and for appending 
thereto codes 
representative of each 
work item; 


(i)(l) and a calculator control 

(2) led by said automatic 
means 

(3) for registering the items 
of work and price data 
individual thereto 


nl The rearranged sequencing and the 
subparagraphing is superinq)osed on the claims 
of the patent solely for the purpose of facilitating 
discussions involving the claims. The 
superimposition permits a precise identification 
of the various claim elements. It is a more 
detailed location scheme than the column and 
line-number scheme which one finds in patents. 
The rearranged sequencing has no bearing on the 
patentability of these particular claims. The 
following shorthand will be used in this opinion: 
Claim 2(a)(1), or element 2(a)(1), shall refer to 
subparagraph (a)(1) of claim 2 of the Wolf patent, 
/.e., "An electrical system." 

[**7] 

The Nonobvious Subject Matter Requirement of 35 
aS.C§ 103 

The traditional test, enunciated in Graham v. John 
Deere Co., 383 U.S. 1, 15 L. Ed. 2d 545, 86 S. Ct, 684 
(1966), for § 103 nonobviousness requires the factfinder 
to make several determinations. The test provides: 
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Under § 103, the scope and content of the 
prior art are to be determined; differences 
between the prior art and the claims at 
issue are to be ascertained; and the level 
of ordinary skill in the pertinent art 
resolved. Against this background, the 
obviousness or nonobviousness of the 
subject matter is determined. Such 
secondary considerations as commercial 
success, long felt but unsolved need, 
failure of others, etc., might be utilized to 
give Hght to the circumstances 
surrounding the origin of the subject 
matter sought to be patented. As indicia 
of obviousness or nonobviousness, these 
inquiries may have relevancy. [383 U.S. 
at 17-18.] 

Scope and Content of the Prior Art Summarized 

Much of the prior art in the trial record consists of 
United States Letters Patent which were considered by 
the Patent and Trademark Office (PTO) during the 
prosecution of the Wolf patent. [**8] These patents for 
the most part reside within the art of information 
processing system hardware. A number of them draw 
upon the technology found in telephone line -switching 
devices. The technology embodied in the information 
processing and telephone fields tends to evolve rapidly in 
response to prior and concurrent developments. 

The individual patents themselves disclose one or 
more, but less than all, of the separate Wolf claim 
elements. Their combined teachings disclose all of the 
Wolf claim elements. Several of these patents each show 
how to combine two or more of the Wolf claim elements. 
They demonstrate the facility with which the various 
means identified in the Wolf claims can be made to 
interface with each other in order to form the desired 
information processing devices. 
The Relevant Art of the Invention in Suit 

The claims in suit provide a convenient starting 
point for determining the relevant art. The significant 
claim elements which combine to form the claims in suit 
were well-known in the prior art as of the time of the 
Wolf filing date. Thus nonobviousness of these claims 
would arise only if they embody a combination of these 
well-known elements that [**9] was not obvious to one 
of ordinary skill in the art. One factor bearing on the 
determination of the relevant art is the type of skill 
required to understand the disclosure of the Wolf patent, 
which relates to information processing hardware. 
Beyond a rudimentary knowledge of electromechanical 


devices, one should be familiar with the workings of 
information processing systems hardware. 

One of skill in the art of designing information 
processing systems hardware at the time of the Wolf 
filing date would have been familiar with telephone line- 
switching technology. This conclusion is apparent from 
the Andrews- Vibbard n2 disclosure, the Gimpel n3 
disclosure, and is consistent with the fact that the 
technology used for the routing of signals in the early 
models of information processing systems hardware was 
borrowed from telephone line-switching technology. 

n2 United States Letters Patent No. 
2,977,048. 

n3 United States Letters Patent No. 
2,987,704. 

A second factor bearing on the determination of the 
relevant [**10] art is the type of art applied to the claims 
by the PTO. As already [*1009] noted, much of this art 
deals with information processing systems hardware and 
telephone line-switching technology. 

In determining the relevant art of the claims in suit 
one looks to the nature of the problem confronting the 
inventor. Weather Engineering Corp. of America v. 
United States, 222 Ct. CI. 322, 614 F.2d 281, 287 (Ct. CI. 
1980). The appellants' expert, when asked to state the 
concept embodied in these claims that was not already 
present in the prior art as of the filing date of Wolf, said: 

The concept of the message 
identifying an item of work being 
transmitted through a central station - or 
is transmitted to a central station, and then 
the use of the item identifier to route the 
message onto an appropriate work station 
with the ability, at the central station, to 
also perform numerical computations 
where the ~ at least some of the operands 
for that computation are also determined 
by the item description code entered at the 
work station, or - at the order station. n4 


In other words, appellants allege that one source of the 
patentability of the claims in suit is the way [**1 1] that 
the apparatus, as defined by the Wolf claims, uses the 
coded input information to make two separate types of 
decisions without the aid of direct human intervention at 
the time when the decisions are made. The first 
determination involves selecting price information from 
a data storage apparatus and appending the price 
information to the item input information. The Wolf 
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system looks at the item code, and based on this code it 
is able to pick out the price of this item from the price 
information stored in the memory registers of the central 
station. It then associates this price information with the 
item code in all subsequent processing of the item input 
information. The hardware employed to perform this 
selection was well-known in tfie art of information 
processing systems hardware design as of the filing date 
ofWolf 

n4 Trial transcript, pp. 87-88. 

The second determination involves selecting the 
appropriate route for transmission of the coded input 
information to the proper work station, as well as [**12] 
to the calculator for nimierical computations. The 
system*s route selection is made depending upon the 
identity of the coded input information. The hardware 
employed to perform this selection was well-known in 
the art of designing telephone line-sv^tching hardware. 

In view of the foregoing factors, it would seem that 
one can come no closer to pinpointing the relevant art of 
the Wolf claims than by choosing the art of information 
processing systems hardware. We conclude that the 
relevant art of the Wolf patent claims resides in the field 
of information processing systems hardware. 

Additional support for this conclusion comes from 
the fact that the appellants chose as their chief witness a 
person whose primary experience was in the computer 
hardware field, n5 which is the major component of 
information processing systems hardware. Appellants' 
assertion of warehousing as the relevant art is 
unpersuasive. In defining the significance of the 
invention, appellants' chief witness, Mr. Nikolai, relied 
on his experience in the computer field, not on any 
expertise in the field of warehousing. In fact, Mr. Nikolai 
did not possess any expertise in the warehousing art, yet 
die appellants [**13] advanced his testimony in their 
rebuttal of the appellee's defense of invalidity for lack of 
nonobviousness of the Wolf claims. If the appellants 
truly believed that the relevant art was warehousing, it 
appears reasonable to expect that they would have sought 
to rebut the defendant's § 103 charge of obviousness in 
the art of information processing systems hardware by 
demonstrating the nonobviousness of the claims in the 
art of warehousing. To do the latter appellants could not 
advance the testimony of Mr. Nikolai, who [*1010] was 
totally imfamiliar with the warehousing art. However, 
the appellants' choice of Mr. Nikolai was not in fact ill- 
advised; their actions speak louder than their words in 
this instance, and their actions bolster the conclusion that 
the relevant art is in the field of information processing 
systems hardware. 


n5 Mr. Nikolai testified: "My experience at 
Univac in the early days involved exposure to 
digital computer hardware, digital 
communication hardware." 

Section 103 Defense [**14] Based on Nelson-Robinson 
and Andrews- Vibbard 

The one of appellee's § 103 defenses that was 
accepted by the trial judge is based upon the combined 
teachings of two United States Letters Patents, Nos. 
1,974,191 and 2,977,048. 

United States Letters Patent No. 1,974,191 entitled, 
"Merchandise Control System," was filed by Martin L. 
Nelson and Harold C. Robinson on April 18, 1932 (the 
Nelson-Robinson patent). It was classified by the PTO 
in class 178, subclass 4, and issued on September 18, 
1934. It was not considered by the PTO during the 
prosecution of the claims in suit. 

The Nelson-Robinson apparatus includes both order 
stations and work stations. The work stations perform 
several functions, namely: credit checks, inventory 
record monitoring, and transaction documentation. 
Nelson-Robinson envisions a customer bringing 
merchandise he wants to purchase to a sales clerk at an 
order station. Attached to the merchandise is a 
merchandise display card which contains information 
coded as a pattern of perforations. The sales clerk 
operates a transmitter which receives the punched 
merchandise display card together with a sale clerk's card 
and a cashier's card, each of the three [**15] cards 
containing information in the form of punch codes. The 
transmitter in effect reads the punched information by 
completing certain circuits through the punched holes. 
Electric signals then activate various other devices at the 
work stations, depending upon the circuit connections 
made in the transmitter. A printing machine, located at 
the work station where the credit checks are made, prints 
out information pertinent to the sales transaction. A 
punch card machine, located at the inventory record 
room, punches out an inventory card for the purchased 
merchandise. Information concerning item description, 
quantity, and price is transmitted to appropriate adding 
machines which keep running totals of item quantities 
and dollar sales volume, and this information can be 
visually displayed on a printed page. 

The Nelson-Robinson apparatus discloses all the 
elements of the claims in suit except the central station 
and certain elements associated witii the central station. 
In Wolfs claim 2, for example, the Nelson-Robinson 
apparatus lacks elements (e), (f), and (h)(3). It also lacks 
elements (e), (f), (g), (h), (i)(3), and 0(2) of Wolfs 
claim 7. 
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United States Letters Patent No. [**16] 2,977,048, 
entitled, "Automatic Calculator," was filed by Ernest G. 
Andrews and Edward L. Vibbard on December 17, 1946 
(the Andrews-Vibbard patent). It was classified by the 
PTO in class 235, subclass 162. This is the same class as 
the Wolf patent, but a different subclass. Andrews- 
Vibbard issued on March 28, 1961, but was never 
considered by the Patent Office during the prosecution of 
the claims in suit. 

The Andrews-Vibbard described apparatus is an 
electrical computing device of some sophistication which 
has provisions for storing results of intermediate 
calculations and later accessing those results for use as 
inputs for further calculations. The input information is 
coded onto perforated paper tapes. The type of 
calculation to be performed by the machine, and the 
timing of this performance in relation to other 
calculations, is controlled by a separate coded perforated 
tape called the master control tape. This tape contains 
the operating commands which permitted the apparatus 
to perform its basic addition and subtraction operations 
in a way that enabled it to do multiplication and division 
calculations, and ultimately to arrive at solutions to 
ballistic equations. 

The [**17] Andrews-Vibbard apparatus, though not 
primarily a data storage or memory device, nonetheless 
did perform a limited storage function during the course 
of its [*1011] calculation procedure. Moreover, as 
disclosed, the apparatus is capable of storing information 
on a paper tape for selective accessing by a con:q)uting 
device. The selection process was accomplished by 
means of telephone line-switching hardware, which 
Andrews-Vibbard teaches was well-known to those 
skilled in the art of early information processing systems 
hardware design. The patent in suit relies on an identical 
data storage arrangement for its price information. In 
addition, the Andrews-Vibbard apparatus satisfies all of 
the central station requirements of the claims in suit. The 
following claim 2 elements can be found in Andrews- 
Vibbard: (e), (f), (h), and (i). The following claim 7 
elements can be foimd in Andrews-Vibbard: (e), (f), (g), 
(h), (i), andG). 

The claims in suit make considerable use of means 
language which reads broadly on the devices disclosed in 
the prior art. The structural elements or devices 
disclosed in the Wolf specification that perform the 
functions defined in the means portions of [**18] the 
claims were each well-known in the prior art at the time 
of the Wolf invention, n6 as is amply demonstrated by 
Nelson-Robinson and Andrews-Vibbard. Thus, the 
patentability of the claims is not derived from the 
structural elements disclosed in the specification. The 
only difference between these references and the claims 
is that neither reference alone discloses the precise 


combination of elements claimed in the Wolf patent. 
Thus, the patentability of the claims must stem from the 
alleged fact that the specific combination of claim 
elements in Wolf was not disclosed in the prior art and 
the additional allegation that the specific combination of 
claim elements was nonobvious to one of ordinary skill 
in the art. 


n6 The appellants conceded this fact below. 

The appellants have argued that, not only would one 
of ordinary skill not know how to arrive at the claimed 
combination of elements, but that the appellee failed 
altogether to prove the level of ordinary skill in the art 
which pertains to the Wolf claims. [**19] This 
deficiency, it is said, makes it impossible to state one 
way or the other what one of ordinary skill in the art was 
capable of doing, or why in light of such skill such a 
person might have found the claimed invention lacking 
in nonobviousness. 

Level of Skill in the Art 

Some of the factors which have been considered in 
evaluating the level of ordinary skill in the art appear in 
the following excerpt from Jacobson Bros., Inc. v. 
United States, 206 Ct CI. 518, 512 F.2d 1065, 185 
U.S.P.Q. 168 (Ct. CI. 1975): 

The various prior art approaches 

en:q)loyed, the types of problems 

encountered in the art, the rapidity with 

which innovations are made, the 

sophistication of the technology involved, 

and the educational background of those 

actively working in the field are among 

the factors which will ofttimes aid in 

developing a picture of what is the level 

of skill of the ordinary person in an art. 

Considerations such as commercial 

success and the failure of others, 

characterized as "secondary" in Graham, 

are nonetheless invaluable as real-life 

indicia * ♦ * of the level of skill in the art 
* * * 

The appellee's proof on the issue of the level of skill 
in [**20] the art consists of the following: (1) The 
evidence adduced in support of its § 102 defenses 
(defenses the trial judge prohibited on procedural 
grounds); (2) the prior art patents; and (3) the testimony 
and educational qualifications of the witnesses who were 
working in the art of information processing systems 
hardware prior to May 26, 1958. 
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The evidence adduced in support of the § 102 
defenses (the SAGE defense and the Air Force defense) 
n? can be probative on the issue of the level of skill in 
the pertinent art even if it be considered inadequate to 
establish the existence of a § 102 defense (an [*1012] 
issue we do not reach). There is no distinction in this 
regard between § 102(a) proofs, Simmonds Precision 
Prods., Inc. v. United States, 153 USPQ 465, 468 (Ct.Cl. 
Trial Div. 1967) (case settled by stipulation of judgment 
for plaintiff), and § 102(g) proofs, Infl Glass Co. v. 
United States, 187 Ct CI. 376, 408 F,2d 395, 161 USPQ 
116 (Ct.Cl. 1969). Moreover, Jacobson, supra, leaves no 
doubt about the probativeness of prior art or the 
educational backgrounds of those working in the field. 


n7 SAGE is an acronym for the Semi- 
Automatic Groimd Environment air defense 
system. The other air force system mentioned is 
the Air Force's early AUTODIN system defense. 
These are both adverted to in more detail in the 
findings below. 

[**21] 

In terms of the level of skill in the art at the time of 
the Wolf filing date, we accept the trial judge's finding 
that the evidence demonstrated the following facts: - 
Those skilled in the art were able to coordinate specific 
input information with related stored data and then route 
this combined information based upon the original input 
information. It was within the level of skill in the art to 
conduct a system capable of performing calculations on 
the input information before associating it with the 
related stored data. It was also possible to have the 
calculations performed on the combined input 
information and stored data, and then route the 
calculation results in accordance with the initial input 
information. The level of skill had reached a point where 
all of the basic information transfer and manipulation 
techniques, e.g., accessing stored data from memory 
devices based on input information, and routing 
information based upon input information, were 
completely machine controllable. No human 
intervention was required in the systems which those 
skilled in the art of information processing hardware 
were capable of building at the time of the invention in 
suit. The [**22] advances being made in the level of 
skill in the art were primarily confined to improving the 
speed, reliability, and storage and handling capacities of 
the hardware. Electronic devices were replacing the 
electromechanical devices. The individuals working in 
the art were of above avei-age intelligence and 
educational training. Many possessed advanced 
university degrees. 


The Claims in Suit Lack Nonobviousness 

The question of nonobviousness is a simple one to 
ask, but difficult to answer. The person of ordinary skill 
in the art at the time of the patentee's invention, which in 
this case is May 26, 1958, is presumed to have before 
him all of the relevant prior art. As has been previously 
explained, the available art shows each of the elements 
of the claims in suit. Armed with this information, 
would it then be nonobvious to this person of ordinary 
skill in the art to coordinate these elements in the same 
manner as the claims in suit? The difficulty which 
attaches to all honest attenqjts to answer this question 
can be attributed to the strong temptation to rely on 
hindsight while undertaking this evaluation. It is wrong 
to use the patent in suit as a guide through the maze 
[**23] of prior art references, combining the right 
references in the right way so as to achieve the result of 
the claims in suit. Monday morning quarterbacking is 
quite improper when resolving the question of 
nonobviousness in a court of law. 

Mr. Bloch, the expert witness engaged by the 
appellee, testified that the claimed invention would be 
obvious to one of ordinary skill in the art at the time of 
Mr. Wolfs invention date. The testimony of this witness 
on this point consisted of conclusions without supporting 
explanations. The trial judge considered that the lack of 
supporting explanations was an omission which 
detracted firom the persuasiveness of the conclusions of 
Mr. Bloch. Nonetheless, the court below held that the 
testimony of this witness, when combined with other 
evidence, was sufficient to constitute a prima facie 
demonstration of obviousness pursuant to 35 U.S.C. § 
103, 

In rebuttal of this prima facie demonstration of 
obviousness, the appellants offered the testimony of Mr. 
Nikolai, a witness experienced on matters of 
patentability, though not a person of ordinary skill in the 
art of information processing systems hardware during 
the relevant time period. Mr. Nikolai [**24] testified 
that it would not be obvious to one of ordinary skill in 
the art to combine the Nelson-Robinson apparatus with 
the Andrews-Vibbard apparatus, bodi cited by the 
appellee, to achieve the result [*1013] of the claims in 
suit. Building upon this point, appellants allude to the 
unlikelihood of a retail business using an apparatus like 
Andrews-Vibbard because of its enormous size, cost, and 
complexity in comparison to the needs of the retail 
businessman. However, Mr. Nikolai did not testify that 
it would not have been obvious to combine the elements 
found in the disclosures of Nelson-Robinson and 
Andrews-Vibbard and thereby arrive at the combination 
of elements recited in the claims in suit. There is a 
distinction between trying to physically combine the two 
separate apparatus disclosed in two prior art references 
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on the one hand, and on the other hand trying to learn 
enough from the disclosures of the two references to 
render obvious the claims in suit. Mr. Nikolai's 
testimony touched upon the former, but ignored the 
latter. 

Claims may be obvious in view of a combination of 
references, even if the features of one reference cannot 
be substituted physically into the stmcture [**25] of the 
other reference. In re Andersen, 55 C.C.P.A. 1014, 391 
F.2d 953, 958, 157 USPQ 277, 281 (CCPA 1968). What 
matters in the § 103 nonobviousness determination is 
whether a person of ordinary skill in the art, having all of 
the teachings of the references before him, is able to 
produce the structure defined by the claim. In re 
Twomey, 42 C.C.P.A. 742, 218 F,2d 593, 104 USPQ 
273, 275 (CCPA 1955). The fact that features of one 
reference cannot be substituted into the structure of a 
second reference may indicate that the claims were 
nonobvious in view of the combined teachings of the two 
references. But this is not necessarily so, as Anderson, 
supra, makes clear. The same can be said regarding a 
complete mechanical misfit between two separate 
patented devices when the combination is alleged to 
demonstrate the obviousness of patent claims. But Mr. 
Nickolai's testimony does not address these points. 
Rather, he raises only the point that it was not likely that 
the Andrews- Vibbard apparatus would be integrated into 
the Nelson-Robinson apparatus by one of ordinary skill 
in the art. This may be so for reasons of economic 
feasibility, but not for any want of technological [**26] 
feasibility. The combination of these two inventions 
does not make good economic sense, but there is no 
mismatch between their technologies. 

In other words, the fact that the two disclosed 
apparatus would not be combined by businessmen for 
economic reasons is not the same as saying that it could 
not be done because skilled persons in the art felt that 
there was some technological incon^atibility that 
prevented their combination. Only the latter fact is 
telling on the issue of nonobviousness. 

The failure of appellants to show the existence of a 
long-felt need for the patented device amply explains 
why no businessman would imdertake to literally 
combine the Nelson-Robinson and Andrews-Vibbard 
apparatus. However, this does not indicate any 
technological incompatibility between these two prior art 
defenses. Indeed, as the trial judge correctly found, it 
appears quite feasible both economically and 
technologically, to combine the several elements 
comprising the Nelson-Robinson and Andrews-Vibbard 
devices to arrive at the claims in suit. Moreover, it 
appears that to do so would have been obvious to one of 
ordinary skill in the art at the time Wolf made his 
invention. 


In sum, [**27] Judge Colaianni's conclusion of 
obviousness, which we accept, rests on the testimony of 
Mr. Bloch regarding the disclosures of the Nelson- 
Robinson and Andrews-Vibbard patents, and die exhibits 
and testimony offered by the appellee in support of its 
prohibited § 102 defenses. Moreover, the inabiHty of 
the appellants to effectively undermine the foregoing 
evidence or to present evidence on such factors as long- 
felt need, teaching away in the prior art, the failure of 
others, and commercial success, leaves the appellee's 
prima facie case of obviousness unshaken. 

II - Deposition Costs 

This part of the opinion considers the deposition 
costs of appellants' expert witness. Judge Colaianni 
foimd in his opinion [*1014] below that the cross- 
appellant had earlier offered to pay the reasonable and 
necessary expenses associated with such a deposition, 
and ±at the judge had previously determined (in his 
order of August 10, 1979) the amount of money which 
defendant had previously obligated itself to pay; in the 
judge's view, he had determined the dollar amount of the 
costs which the defendant voluntarily had offered to pay 
in order to secure permission to depose Mr. Nikolai. 
Since [**28] the cross-appellant continued to dispute 
$1,181.25 of the amount of the judge's dollar 
determination, an amount which to this day remains 
unpaid, the judge thereafter concluded as a matter of law 
that the defendant's offered payment was overdue. This 
order was reviewed by the Court of Claims in its order 
dated June 26, 1981. In this order the court stated: 

In preparing his ultimate report, the trial 

judge should then treat the costs issue 
(when there is one) in the same manner as 
all substantive legal issues in the case, i.e., 
he should make proposed findings of fact 
and conclusions of law on the cost issue. 

In his opinion below, Judge Colaianni said: "Neither 
the parties nor I ever anticipated that this dispute as to 
the amount of the costs presented a triable issue. It 
began purely as a matter incidental to discovery. Both 
parties were silent on this matter in their posttrial briefs 
and proposed findings of fact. There is no evidence in 
the trial record upon which to base factual findings, nor, 
in view of the court's June 26, 1981, order, are there any 
legal issues left to be resolved. My original 
determinations were based upon the statements of 
counsel [**29] and my own personal knowledge of the 
events. All of this information appears in my orders and 
the related motions of the parties. These orders are 
dated: January 24, 1979; March 23, 1979; August 10, 
1979; April 24, 1981; May 11, 1981. Thus, I reafTmn 
the conclusion of my August 10, 1979, order as to the 
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$1,181.25 amount which the defendant promised to pay 
to the plaintiffs as part of the reasonable and necessary 
costs of the deposition in question." 

We are satisfied that Judge Colaianni's decision on 
this issue (together with his finding on the point) met the 
essential requirement of the Court of Claims order, 
supra, and, having thoroughly reviewed his orders and 
memoranda as well as the numerous related motions and 
responses by both parties, we accept his determination 
both as to the amount due and the circumstances giving 
rise to the determination of that particular amount. Our 
review of the record reveals a history of poor relations 
between these parties over matters pertaining to 
discovery, apparently having begun with appellants* 
refusal to answer certain interrogatories by the 
Government. This refusal was confirmed by order of 
Judge Colaianni on December 22, 1978, [**30] in 
which he stated that "to require plaintiffs to answer these 
interrogatories would, in effect, be ordering plaintiffs to 
prepare defendant's case for it. That is hardly within the 
purpose or scope of the discovery rules." 

The Government did not appeal that refusal, but then 
sought, and was granted, the right to depose appellants' 
expert witness Mr. Nikolai, claiming that this deposition 
was its only remaining avenue for gaining information it 
needed. Those deposition costs are here at issue as a 
result of the trial judge's decision both that the 
Government had earlier agreed to pay reasonable and 
necessary expenses associated with this deposition and 
also that a portion of the deposition was used by the 
Government to "develop" its case. Those determinations 
are supported by the record and have not been shown by 
the cross-appellant to have been either erroneous in law 
or abuses of discretion. Cf. Fed. R. Civ. P. 26 (c). 

in — Conclusion 

Appellants are entitled to collect $ 1 , 1 8 1 .25 as part of 
the reasonable and necessary costs of the deposition of 
Mr. Nikolai. The claims in suit are invalid for 


obviousness per 35 U.S.C. § 103 (1976), and 
accordingly the petition [**3l] was properly dismissed 
subject to the Government's payment of $1,181.25 to 
appellants. 

Affirmed. 

CONCURBY: 
NIES 

CONCUR: 

[*1015] NIES, Circuit Judge, concurring. 

I agree with the majority that the judgment of the 
Claims Court that the asserted claims of the Wolf patent 
are invalid under 35 U.S.C. § 103 should be affirmed. 
In my view, the majority adopts portions of the trial 
judge's opinion which are unnecessary to the issues on 
appeal and, thus, to a great extent the majority's opinion 
is dictum. 

Appellants make no attack on use of Andrews- 
Vibbard as a prior art reference apart fi-om the fact that it 
is a large, expensive, and specialized machine which a 
businessman would not have considered a practical tool 
to use in connection with selection of the items of 
merchandise ordered by a customer or for preparing a 
pricing invoice. I agree with the majority that this 
argument does not destroy the relevancy of Andrews- 
Vibbard. 

The trial judge found that the apparatus disclosed in 
Nelson-Robinson and Andrews-Vibbard can be 
physically combined. Appellants do not show any error 
in this conclusion. In view of the teachings of these prior 
art references and the problem confi-onting [**32] the 
inventor, the trial judge did not err in holdmg that the 
subject invention would have been obvious to one of 
ordinary skill in the art on the record before him. 
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[*1368] RICH, Circuit Judge. 

This appeal is from the August 28, 1985, decision of 
the United States District Court for the Northern District 


of California, 623 F. Supp. 1344, 227 U.S.P.Q. (BNA) 
215, in favor of defendant Monoclonal Antibodies, Inc. 
(Monoclonal) holding that all 29 claims of plaintiffs 
patent No. 4,376,110 entitled "Immunometric Assays 
Using Monoclonal Antibodies" (*110 patent), issued to 
Dr. Gary S. David and Howard E. Greene and assigned 
to Hybritech Incorporated (Hybritech), are invalid as 
anticipated under 35 USC § 102(g), for obviousness 
under § 103, and under § 112 furst [**2] and second 
paragraphs. We reverse and remand. 

Background 

Vertebrates defend themselves against invasion by 
microorganisms by producing antibodies, proteins which 
can complex with the invading microorganisms and 
target them for destruction or removal. In fact, any 
foreign molecule of sufficient size can act as a stimulus 
for antibody production. Such foreign molecules, or 
antigens, bear particular sites or epitopes that represent 
antibody recognition sites. B cell lymphocytes, the cells 
that actually produce antibodies, recognize and respond 
to an epitope on an antigen by reproducing or cloning 
themselves and then producing antibodies specific to that 
epitope. Even if the antigen is highly purified, the 
lymphocytes will produce antibodies specific to different 
epitopes on the antigen and so produce antibodies with 
different specificities. Furthermore, because the body is 
exposed to many different antigens, the blood of a 
vertebrate will contain antibodies to many different 
antigenic substances. 

Scientists and clinicians have long employed the 
ability of antibodies to recognize and complex with 
antigens as a tool to [*1369] identify or label particular 
cells or molecules [**3] and to separate them from a 
mixture. Their source of antibodies has been primarily 
the serum separated from the blood of a vertebrate 
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immunized or exposed to the antigen. Serum, however, 
contains a mixture of antibodies directed to numerous 
antigens and to any number of epitopes on a particular 
antigen. Because such a mixture of antibodies arises 
from many different clones of lymphocytes, it is called 
"polyclonal." 

Recent technological advances have made it possible 
to isolate and cultivate a single clone of lymphocytes to 
obtain a virtually unlimited supply of antibodies specific 
to one particular epitope. These antibodies, known as 
"monoclonal antibodies" because they arise from a single 
clone of lymphocytes, are produced by a relatively new 
technology biown as the hybridoma. Hybridomas are 
produced by fusing a particular cancer cell, the myeloma 
cell, with spleen cells from a mouse that has been 
injected or immunized with the antigen. These ftisions 
are isolated by transferring them to a growth fluid that 
kills off the unfiised cancer cells, the unftised spleen cells 
dying off by themselves. The fused hybrid spleen and 
myeloma cells, called hybridomas, produce antibodies to 
the [**4] antigen initially injected into the mouse. The 
growth fluid containing the hybridomas is then diluted 
and put into individual test tubes or wells so that there is 
only one hybridoma per tube or well Each hybridoma 
then reproduces itself and these identical hybridomas 
each produce identical monoclonal antibodies having the 
same affinity and specificity. In this way, a virtually 
unlimited supply of identical antibodies is created, 
directed to^only one epitope on an antigen rather than, as 
with polyclonal antibodies, to many different epitopes on 
many different antigens. 

In addition to the specificity of antibodies to 
particular epitopes discussed above, antibodies also have 
a characteristic "sensitivity," the ability to detect and 
react to antigens. Sensitivity is expressed in terms of 
"affmity:" the greater an antibody's ability to bind with a 
particular antigen, the greater the antibody's affmity. The 
strength of that antibody-antigen bond is in part 
dependent upon the antibody's "affinity constant," 
expressed in liters per mole, for the antigen. 

Immunoassays, the subject matter of the *110 patent, 
are diagnostic methods for determining the presence or 
amount of antigen in [**5] body fluids such as blood or 
urine by employing the ability of an antibody to 
recognize and bind to an antigen. Generally, the extent to 
which the antibody binds to the antigen to be quantitated 
is an indication of the amount of antigen present in the 
fluid. Labelling the antibody or, in some cases, the 
antigen, with either a radioactive substance, 1125, or an 
enzyme makes possible the detection of the antibody- 
antigen complex. In an extreme case, where the fluid 
sample contains a very low level of the antigen, binding 
might not occur unless the antibodies selected or 
"screened" for the procedure are highly sensitive. 


In the case of a "competitive" immunoassay, a 
labelled antigen reagent is bound to a limited and known 
quantity of antibody reagent. After that reaction reaches 
equilibrium, the antigen to be detected is added to the 
mixture and competes with the labelled antigen for the 
limited number of antibody binding sites. The amount of 
labelled antigen reagent displaced, if any, in this second 
reaction indicates the quantity of the antigen to be 
detected present in the fluid sample. All of the antigen 
attached to the antibody will be labelled antigen if there 
is no antigen [**6] in the test fluid sample. The 
advantage of this method is that only a small amount of 
antibody is needed, its drawback, generally, that the 
system must reach equilibrium, and thus produces results 
slowly. 

In the case of a "sandwich" assay, otherwise known 
as an immunometric assay, the latter being a term coined 
by Dr. Lawton Miles in 1971, a quantity of unlabelled 
antibody reagent is bound to a solid support surface such 
as the inside wall of a test tube containing a complex of 
the fluid sample [*1370] containing the antigen to be 
detected and a labelled antibody reagent. The result is an 
insoluble three part complex referred to as a sandwich 
having antibody bread and antigen filling. This figure is 
illustrative of the sandwich concept: 

[SEE ILLUSTRATION IN ORIGINAL] 

The advantage of the sandwich assay is that it is fast and 
sinple, its drawback that enormous quantities of 
antibodies are needed. 

Hybritech 

Hybritech, started in 1978 and joined thereafter by 
coinventors Green and Dr. David, has, since 1979, been 
in the business of developing diagnostic kits employing 
monoclonal antibodies that detect numerous antigens and 
thus a broad range of conditions [**7] such as 
pregnancy, cancer, growth hormone deficiency, or 
hepatitis. Examples of antigens include influenza 
viruses, immunoglobulin E (IgE) which indicates allergic 
reaction, human chorionic gonadotropin (HCG) which 
indicates pregnancy, and prostatic acid phosphatase 
(PAP) which indicates prostate cancer, to name a few. 
Dr. Adams, a business-experienced scientist, joined the 
company in May 1980 as head of research and 
development. The '110 patent, application for which was 
filed August 4, 1980, issued March 8, 1983, with claims 
defming a variety of sandwich assays using monoclonal 
antibodies. Claim 19, apparently the broadest of the 
twenty-nine in the patent, is directed generally to a 
sandwich assay and reads (emphasis ours): 

19. In an immunometric assay to 
determine the presence or concentration 
of an antigenic substance in a san^le of a 
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fluid comprising forming a ternary 
complex of a first labelled antibody, said 
antigenic substance, and a second 
antibody said second antibody being 
bound to a solid carrier insoluble in said 
fluid wherein the presence of the 
antigenic substance in the samples is 
determined by measuring either the 
amount of labelled antibody bound to 
[**8] the solid carrier or the amount of 
unreacted labelled antibody, the 
improvement comprising employing 
monoclonal antibodies having an afFmity 
for the antigenic substance of at least 
about 10<8> liters/mole for each of said 
labelled antibody and said antibody bound 
to a sold carrier. 


Claim 1, directed particularly to a reverse sandwich 
assay, explained infra, reads: 

1. A process for the determination of 
the presence of [sic, or] concentration of 
an antigenic substance in a fluid 
comprising the steps: 

(a) contacting a sample of 
the fluid wifli a measured 
amount of a soluble fu^st 
monoclonal antibody to the 
antigenic substance in 
order to form a soluble 
con5)lex of the antibody 
and antigenic substance 
present in said sample, said 
first monoclonal antibody 
being labelled; 

(b) contacting the soluble 
conplex with a second 
monoclonal antibody to the 
antigenic substance, said 
second monoclonal 
antibody being bound to a 
solid carrier, said solid 
carrier being [*1371] 
insoluble in said fluid, in 
order to form an insoluble 
complex of said first 
monoclonal antibody, said 
antigenic substance and 
said second monoclonal 
antibody bound to said 
solid carrier; 

(c) [**9] separating said 
solid carrier from the fluid 


sample and unreacted 
labelled antibody; 

(d) measuring either the 
amount of labelled 
antibody associated with 
the solid carrier or the 
amount of unreacted 
labelled antibody; and 

(e) relating the amount of 
labelled antibody measured 
with the amoimt of labelled 
antibody measured for a 
control sample prepared in 
accordance with steps (a)- 
(d), said control sample 
being known to be free of 
said antigenic substance, to 
determine the presence of 
antigenic substance in said 
fluid sample, or relating 
the amount of labelled 
antibody measured with 
the amount of labelled 
antibody measured for 
samples containing known 
amounts of antigenic 
substance prepared in 
accordance with steps (a)- 
(d) to determine the 
concentration of antigenic 
substance in said fluid 
sample, the first and 
second monoclonal 
antibodies having an 
aflinity for the antigenic 
substance of at least about 
10 <8> liters/mole. 

The District Court Decision 

Hybritech sued Monoclonal March 2, 1984, for 
damages and an injunction alleging that the manufacture 
and sale of Monoclonal's diagnostic kits infringed the 
410 patent. Trial without a jury began on August 5, 
1985, and [**10] concluded August 23, 1985, thirty 
witnesses having been heard and over 2,000 pages of 
transcript generated. The district court produced the 
reported opinion, findings, and conclusions, which use 
nearly verbatim Monoclonal's pre-trial brief and pre- 
trial proposed findings of fact and conclusions of law, in 
three days, in support of the judgement now on appeal. 

The district court held that the claimed subject 
matter of the *110 patent was neither conceived nor 

actually reduced to practice before May 1980, and was 
anticipated under § 102(g) by the actual reduction to 
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practice of the invention by Drs. Uotila and Ruoslahti at 
the La Jolla Cancer Research Foundation (LJCRF) as 
early as November of 1979 and by the actual reduction to 
practice of the invention by Drs. Oi and Herzenberg 
(Oi/Herzenberg work) at the Stanford University 
Laboratory as early as July 1978, later published in 
December of 1979. 

The district court also held the claims of the '110 
patent invalid for obviousness from the Oi/Herzenberg 
work in view of (1) a February 1979 article by M. E. 
Frankel and W. Gerhard (Frankel article) which discloses 
high-affinity monoclonal antibodies, and apparently in 
view of [**1 1] numerous other references including; (2) 
the work of Nobel Prize wiimers G. Kohler and C. 
Milstein disclosing a Nobel Prize-worthy method for 
producing monoclonal antibodies in vitro (outside the 
body) published in an August 7, 1975, article; (3) U.S. 
Patent No. 4,244,940 issued to Jeong et al. disclosing a 
simultaneous polyclonal assay (Jeong), U.S. Patent No. 
4,098,876 to Piasio et al. disclosing a reverse polyclonal 
sandwich assay (Piasio), U.S. Patent No. 4,016,143 to 
Schurrs et al. disclosing a forward polyclonal sandwich 
assay (Schurrs); (4) a July 1979 pubHcation by A. C. 
Cuello et al. disclosing the use of monoclonal antibodies 
in competitive assays; and (5) eight articles dated 
between January 1979 and March 6, 1980, "predicting" 
that monoclonal antibodies would be used in future 
immunoassays, nl 


nl With respect to obviousness, one portion 
of the district court's opinion apparently relies on 
all of the above listed references, (1) - (5), for 
the obviousness holding while a later portion 
entitled "CONCLUSIONS OF LAW" relies on 
only the Oi/Herzenberg and Frankel articles. 
Furthermore, the district court did not state that 
the LJCRF work was considered for purposes of 
§ 103, although we recognize that § 102(g) prior 
art can be used for § 103. 

[**12] 

The district court also invalidated the patent on 
various grounds based on 35 USC § 112, first and 
second paragraphs, as hereinafter discussed. 

[*1372] A. The References 

1. Kohler and Milstein's Nobel Prize-Winning 
Work: Producing Monoclonal Antibodies In Vitro For 

the First Time 

In early immunoassay work, polyclonal antibodies 
produced in vivo (in the body) in mice were used to bind 
with the antigen to be detected in the body fluid sample. 
Mice were immunized by injection with antigen so that 


the lymphocytes in their bodies produced antibodies that 
attacked the injected antigen. Those polyclonal 
antibodies were withdrawn from the animal's blood and 
used in immunoassays. The major problem was that 
when the mice's immune systems changed or the mice 
died, the antibodies changed or died too; supply was 
limited and uncertain. 

As the examiner was aware, Kohler and Milstein 
developed a technique not only for producing antibodies 
in vitro, independent of a living body, thus eliminating 
dependence on a particular animal, but for in vitro 
production of monoclonal antibodies by hybridomas, 
discussed in the Background section, supra. 

Given that [**13] sandwich assays require 
enormous amounts of antibodies, conqjanies like 
appellant and appellee, which utilize monoclonal 
antibodies for sandwich assays, would not be in business 
were it not for the work of Kohler and Milstein. 

2. The Work of Drs, Ruoslahti, Uotila, and Engvall 
at the La Jolla Cancer Research Foundation (UCRF) in 

1979 and 1980 

Dr. Ruoslahti performed mostly competitive 
immunoassays using polyclonal antibodies to 
alphafetoprotein (AFP) antigens at the City of Hope 
since 1970. Dr. Uotila joined him in late 1978 to 
perform immunoassays using monoclonal antibodies to 
AFP. After producing monoclonal antibodies to AFP 
and performing competitive radio immunoassays (RIA — 
a competitive assay that uses a radioactive label) with 
monoclonal antibodies at the City of Hope in mid- 1979, 
Drs. Ruoslahti, Uotila and Engvall left LJCRF. 

In the fall of 1979, September or October according 
to Dr. Uotila, discussion and work began on using 
monoclonal antibodies to AFP in a sandwich assay. Dr. 
Uotila, the principal researcher in this particular 
endeavor, generated six notebooks while at the City of 
Hope and LJCRF. The next-to-last page of notebook 
four contained a note to [**14] Dr. Uotila from Dr. 
Ruoslahti reading: 

Sometime you should enzyme label a 
good monoclonal antibody so that you can 
set up a sandwich assay. If you use two 
monoclonal antibodies, you may be able 
to do the assay with a single incubation, 
since the monoclonal antibodies are likely 
to be directed against different 
determinants and not conqjete with one 
another. 


Although Dr. Uotila's notebook pages were, for the most 
part, unsigned, undated, and unconoborated. Dr. 
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Ruoslahti's testimony, placed the date of this note at 
about October 1979 by referring to the first pages of 
notebook five which were dated in early November 
1979. Dr. Ruoslahti testified that one curve on one graph 
on page 43D of notebook five showed a successful 
simultaneous sandwich assay using monoclonal 
antibodies about November 5, 1979, although no data 
supporting that graph could be found elsewhere in the 
notebook. He further testified diat the affmity of the 
monoclonal antibodies used for that test was not 
calculated until 1980 but that the raw data necessary for 
that calculation was generated in 1979. 

Dr. Uotila stated in her deposition (she did not 
testify at trial) that she started work on a sandwich 
[**15] assay using monoclonal antibodies between 
October 4 and the end of that month, 1979, and that she 
could not remember the procedure used nor was there 
enough information in her notebook, including page 
43D, to refresh her memory. She did remember, 
although she continued work on this assay because the 
tests did not yield repeatedly good curves without which 
she would not publish her work, that the assay on page 
43D was successful. Dr. Engvall testified about a 
discussion of Dr. Uotila's monoclonal antibody work 
with [*1373] her while at the City of Hope and about 
first performing a sandwich assay after arriving at 
LJCRP in 1979. 

3. The Work of Drs, Oi and Henenberg at the 
Stanford University Laboratory in 1978 Published in 
December 1979 

Drs. Oi and Herzenberg used monoclonal antibodies 
to "map" epitopes or determine the number and location 
of different antibody binding sites on a known quantity 
of IgE antigen by attaching to it an antibody bound to a 
carrier and exposing that antigen to other monoclonal 
antibodies. The antibodies either attached to epitopes on 
the antigen or were blocked from doing so by the other 
monoclonal antibodies, depending on the location and 
[**16] number of epitopes; if the epitopes on the antigen 
were too close togedier and the number of antibodies too 
great, few antibodies would bind to the antigen. 
Hybritech points out that both Dr. Herzenberg and Dr. Oi 
testified that their work did not involve determining the 
presence or quantity of antigen, that they had no idea 
what the affinities of the monoclonal antibodies used 
were, and that those values were never calculated. 

One unsigned, unwitnessed page from three large 
laboratory notebooks, which Hybritech argues is 
insufficient because it does not identify the chemical 
reagents or protocol used, was relied on by Monoclonal 
to establish actual reduction to practice of the 
Oi/Herzenberg work in 1978 to establish a case of § 
102(g) prior invention by another. The district court 


agreed with Monoclonal that the Oi/Herzenberg work 
anticipated the claimed invention and, in addition, 
combined this work with the Frankel publication to hold 
that the claimed subject matter was obvious under § 103. 

4. The Frankel Article: Monoclonal Antibodies Having 
Affinities of JO (9) liters/mole 

Frankel describes an RIA (radioimmunoassay) 
method for the rapid determination of affinity [**17] 
constants for monoclonal antibodies produced from 
hybridomas. The article states that the assay used is 
applicable only to antibodies with binding constants of 
about 10 <10> liters/mole and discloses the binding 
constants for antibodies to several closely related strains 
of influenza virus. 

The district court found that Frankel disclosed 
monoclonal antibodies having the affinity constants 
claimed in the '110 patent, 10 <8> to over 10 <9> 
liters/mole. 

5. The Cuello Article and the Jeong, Piasio, and Schurr 
Patents Considered by the Examiner 

Cuello, dated July 1979, states that it describes the 
usefulness of monoclonal antibodies in the 
characterization and localization of neurotransmitters 
such as Substance P, a peptide clearly associated with the 
transmission of primary sensory information in the spinal 
cord. The article discloses producing monoclonal 
antibodies from hybrid myelomas (hybridomas), their 
use in conventional radioimmunoassay techniques, and 
the benefits from doing so which flow from the ability to 
derive permanent cell lines capable of continuous 
production of highly specific antibodies. 

The district court found that the examiner twice 
rejected all of the [**18] claims of the '1 10 patent based 
on Cuello alone or in combination with the Jeong, Piasio, 
and Schurr references which disclose various sandwich 
assays using polyclonal antibodies. The court also found 
that the examiner allowed the claims after they were 
amended to include the 10 <8> affinity limitation and 
after Richard Bartholomew, a Hybritech employee, 
submitted an affidavit alleging the advantages of using 
monoclonal rather than polyclonal antibodies in 
sandwich assays. 

Apparently based on the testimony of MonoclonaFs 
expert witness Judith Blakemore, a named inventor of 
the Jeong patent, manager of antibody programs at Bio- 
Rad Laboratories from 1975 to 1982, and currently 
manager of monoclonal antibody therapeutics at Cetus 
Corporation, a Hybritech competitor in immunoassay 
diagnostics, the district court stated that the "reasons for 
allowance were not well-founded because (1) the alleged 
advantages were [*1374] expected as naturally flowing 
from the well-known natural characteristics of 
monoclonal antibodies . . .; (2) . . . were not significant . . 
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.; or (3) were at best minor," although they were "argued 
to the examiner as if they were" in^ortant. These were 
Monoclonal's [**19] words from its pretrial submission 
adopted by the court. 

6. The References That "Predicted" the Use of 
Monoclonal Antibodies in Immunoassays 

The district court stated, again in Monoclonal's 
words, that "it is of the utmost importance" that the 
advantages of monoclonal antibodies were "predicted by 
a number of authorities," eight to be exact, not inq)ortant 
enough to list here, after the Kohler and Milstein 
discovery and after monoclonal antibodies became 
available. 

B . The Claimed Subject Matter of the '110 Patent 

Hybritech argues that the district court's 
determination that there is no credible evidence of 
conception or reduction to practice of the '110 invention 
before May 1980 is error because Dr. David's laboratory 
notebooks, Nos. 21 and 24, clearly show successful 
sandwich assays using monoclonal antibodies in August, 
September, and October of 1979. At the least, argues 
Hybritech, the invention was conceived in January of 
1979, long before Drs. Ruoslahti, Engvall, and Uotila 
began work on a sandwich assay using monoclonal 
antibodies, and diligence was thereafter exercised until 
constructive reduction to practice occurred by the filing 
of the '1 10 patent application [**20] on August 4, 1980. 

Dr. David and Greene testified that pages 2118 to 
2122 of Dr. David's notebook, dated January 4, 1979, 
and witnessed January 30, 1979, disclose the generic 
conception of the invention in the context of the physical 
support structure used to carry out a sandwich assay, and 
Dr. David testified on redirect that (1) Page 1128 of 
notebook 21, dated May 27, 1979, recorded an early 
atten:q)t at a sandwich assay that failed, (2) on August 3, 
1979, as recorded at page 1166, a sandwich assay using 
monoclonal antibody 068 attached to a solid carrier, a 
radio-labelled 068 antibody, and a hepatitis antigen from 
an Abbott Labs polyclonal competitive assay kit was 
successfiilly performed, and (3) a sandwich assay using a 
bound 259 antibody, a radio-labelled 068 antibody, and a 
hepatitis antigen was successfully performed on 
September 21, 1979. Hybritech also urges that work in 
October 1979 directed to determining whether certain 
monoclonal antibodies were recognizing the same or 
different determinants, was a reduction to practice. 

Monoclonal points out that diese notebook pages do 
not expressly state that monoclonal antibodies of 10 <8> 
liters/mole affinity were used in a sandwich [**21] 
assay and that the May, August, and September notebook 
entries were not witnessed until about the time Dr. 
Adams, experienced in patent matters, joined Hybritech 
and advised its researchers on properly recording 


laboratory work. They therefore claim that actual 
reduction to practice was not shown before May 1980. 

OPINION 

1. Review Under Rule 52(a) Fed. R. Civ. P. 

Rule 52(a) "ensures care in the preparation of an 
opinion . . . and provides appellate courts with the benefit 
of the District Court's insights into a case," Pentec, Inc. 
V. Graphic Controls Corp., 776 F.2d 309, 318, 227 
U.S.P.Q. (BNA) 766, 772 (Fed. Cir. 1985) (Harvey, 
Senior District Judge, concurring) by requiring a district 
court to "find the facts specially and state separately its 
conclusions of law thereon." With the exception of the 
first eight paragraphs, the fu-st half of the district court's 
opinion here is Monoclonal's pretrial brief and the last 
three pages of the opinion are Monoclonal's pretrial 
findings of fact and conclusions of law. The district 
court adopted the above documents [**22] virtually 
verbatim, with the exception of portions of each 
concerning inequitable conduct and noninfiingement, 
apparendy without inviting a response from Hybritech, 
resulting in a repetitious (as the district court admitted in 
[*1375] the opinion), sometimes internally inconsistent, 
and hard to follow opinion that presents us with a 
difficult task in gleaning the basis for many of the 
conclusions. For some of the findings, submitted before 
trial, no supporting evidence was introduced at trial. 

The Supreme Court, in Anderson v. City of Bessemer 
City, N.C, 470 U.S. 564, 105 S. Ct. 1504, 84 L. Ed. 2d 
518 (1985), strongly criticized the practice of "verbatim 
adoption of findings of fact prepared by prevailing 
parties, particularly when those findings have taken the 
form of conclusory statements unsupported by citation to 
the record." Anderson, supra at 151 1. This court also has 
cautioned against the adoption of findings, especially 
when proposed by a party before trial, as here, and stated 
that the likehhopd of clear error in those fmdings 
increases in such a situation. Lindemann 
Maschinenfabrik v. American Hoist and Derrick, 730 
F.2d 1452, 221 U.S.P.Q. (BNA) 481, 485 (Fed. Cir. 
1984). [**23] Notwithstanding our misgivings about 
whether the fmdings in this case, prepared before any 
evidence was introduced, satisfy the objectives of Rule 
52(a) - a carefully prepared opinion providing the 
reviewing court with the benefit of the district court's 
reasoned insights into the case ~ those findings are the 
district court's and may be reversed only if clearly 
erroneous. See Anderson, supra, at 1511; Lindemann, 
730 F.2d at 1457, 221 U.S.P.Q. at 485. 

"A finding is clearly erroneous when, although there 
is evidence to support it, the reviewing court on the 
entire evidence is left with the definite and firm 
conviction that a mistake has been committed." United 
States V. United States Gypsum Co., 333 U.S. 364, 395, 
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92 L. Ed. 746, 68 S. Ct. 525 (1948). "This standard 
plainly does not entitle a reviewing court to reverse the 
finding of the trier of fact simply because it is convinced 
that it would have decided the case differently." 
Anderson^ supra, at 151 1. In other words, "if the district 
court's account of the evidence is plausible in light 
[**24] of the record viewed in its entirety" or "where 
there are two permissible views of the evidence," the 
factfinder cannot be clearly erroneous. Anderson, supra, 
at 1511 (quoting United States v. Yellow Cab Co., 338 
U.S. 338, 70 S. Ct. 177, 94 L. Ed. 150 (1949)). This is 
so, stated the Court in dictum, see Anderson, supra, at 
1516 (Blackmun, J., concurring), even when the district 
court's findings rest on physical or documentary evidence 
or inferences firom other facts and not on credibility 
determinations. See also Rule 52(a) Fed. R. Civ. P. (as 
amended Aug. 1, 1985). If the latter are involved, "Rule 
52 demands even greater deference to the trial court's 
findings" but a trial judge may not "insulate his findings 
from review by denominating them credibility 
determinations"; if documents or objective evidence 
contradict the witness's story, clear error may be found 
even in a finding purportedly based on a credibility 
determination. Anderson, supra, at 1512-13. We proceed 
in light of all these principles. 

II. Presumption of Validity 

[**25] Under 35 use § 282, a patent is presumed 
valid, and the one attacking validity has the burden of 
proving invalidity by clear and convincing evidence. 
See, e.g., American Hoist & Derrick Co. v. Sowa & Sons, 
Inc., 725 F.2d 1350, 1360, 220 U.S.P.Q. (BNA) 763, 770 
(Fed.Cir. 1984). Notwithstanding that the introduction of 
prior art not before the examiner may facilitate the 
challenger's meeting the burden of proof on invalidity, 
the presimiption remains intact and on the challenger 
throughout the litigation, and the clear and convincing 
standard does not change. See, e.g., Jervis B. Webb Co, 
V. Southern Systems, Inc., 742 F.2d 1388, 1392 & n.4, 
222 U.S.P.Q. (BNA) 943, 945 & n.4 (Fed, Cir. 1984). 
The only indication that the district court recognized the 
presumption of vaUdity and its proper application was its 
statement that "the key issue in this case is whether the 
defendant has overcome the presumption of 
nonobviousness." That statement, however, speaks only 
part of the truth; the presumption of validity goes to 
validity of the patent in relation to the patent statute as a 
[**26] whole, not just to nonobviousness under section 
103. 

[*1376] III. Prior Invention of Another, 35 USC § 
102(g) 

Section 102(g) states that a person shall be entitled 
to a patent unless "before the applicant's invention 
thereof the invention was made in this country by 


another who had not abandoned, suppressed, or 
concealed it." Section 102(g) "relates to prior 
inventorship by another in this country" and "retains the 
rules governing the determination of priority of 
invention. ..." Kimberly-Clark Corp. v. Johnson & 
Johnson, 745 F.2d 1437, 1444, 223 U.S.P.Q. (BNA) 603, 
606 (Fed. Cir. 1984) (quoting P.J. Federico, Commentary 
on the New Patent Act, 35 USCA page 1, at 19 (1954)). 
Section 102(g) says: "In determining priority of 
invention there shall be considered not only the 
respective dates of conception and reduction to practice 
of the invention, but also the reasonable diligence of one 
who was first to conceive and last to reduce to practice, 
firom a time prior to conception by the other." 

[**27] Reduction to practice, and conception as 
well, is a legal determination subject to review fi-ee of the 
clearly erroneous standard. Barmag Barmer 
Maschinenfabrik AG v. Murata Machinery, Ltd., 731 
F.2d 831, 837, 221 U.S.P.Q. (BNA). 561, 565-66 (Fed. 
Cir. 1984); D.L Auld Co. v. Chroma Graphics Corp., 
714 F.2d 1144, 1151, 219 U.S.P.Q. (BNA) 13, 18 (Fed. 
Cir. 1983). Findings of fact supporting that legal 
conclusion are, of course, reviewed under the clearly 
erroneous standard. 

Conception is the "formation in the mind of the 
inventor, of a definite and permanent idea of the 
complete and operative invention, as it is hereafter to be 
apphed in practice." 1 Robinson On Patents 532 (1890); 
Coleman v. Dines, 754 F.2d 353, 359, 224 U.S.P.Q. 
(BNA) 857, 862 (Fed. Cir. 1985). Actual reduction to 
practice requires that the claimed invention work for its 
intended purpose, see, e.g., Great Northern Corp, v. 
Davis Core & Pad Co., 782 F.2d 159, 165, 228 U.S.P.Q. 
(BNA) 356, 358, (Fed. [**28] Cir. 1986), and, as has 
long been the law, constructive reduction to practice 
occurs when a patent application on the claimed 
invention is filed. Weil v. Fritz, 572 F.2d 856, 865 n.l6, 
196 U.S.P.Q. (BNA) 600, 608 n.l6 (CCPA 1978) (citing 
with approval Automatic Weighing Machine Co, v. 
Pneumatic Scale Corp,, 166 F. 288 (1st Cir. 1909)). 

After a review of the record in its entirety, including 
the numerous corroborating Hybritech laboratory 
notebooks, internal documents, and pertinent testimony, 
we hold clearly erroneous the district court's finding that 
there is no clear or corroborated evidence "with regard to 
when before May 1980, the idea of actually using 
monoclonals in sandwich assays" was conceived or, 
more properly, or when the claimed invention was 
conceived, and therefore reverse the court's holding, as a 
matter of law, that Hybritech's inventors did not conceive 
the claimed invention before May 1980. 

Hybritech's claim of conception, generally, is 
evidenced by the sometimes sparsely documented work 
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of a start-up company whose first small advances 
evolved into the myriad activities of a mature company 
with efforts directed toward developing [**29] the 
claimed invention by first employing the Kohler and 
Milstein technology to produce the necessary 
monoclonal antibodies and using those antibodies in 
diagnostic sandwich assay kits. There is no doubt that 
exploiting monoclonal antibodies for use in sandwich 
assays was one of the major objectives of Hybritech. In 
a letter to Pharmacia Fine Chemicals dated April 26, 
1979, Greene, in responding to Pharmacia's interest in 
Hybritech's products, outlined the latter's "efforts to 
bring the exciting new hybridoma technology into 
routine medical use" and its exploration of "several 
intriguing concepts for which monoclonals may open up 
new immunodiagnostic techniques heretofore infeasible 
with animal serums." Although company minutes in 
early 1979 contain little about the claimed subject matter 
and some of the discussions thereon, such as Greene's 
and Dr. Adams' conversation about monoclonal 
sandwich assays when the former was trying to woo Dr. 
Adams to join Hybritech were unrecorded, the Hybritech 
laboratory notebooks and the [*1377] nature of 
Hybritech's research program fully corroborate the 
testimonial evidence of conception and thus clearly 
support our holding that Hybritech conceived [**30] the 
claimed invention before LJCRF. 

Dr. David's January 1979 notebook describes, in 
detail, as explained by Greene and Dr. David at trial, a 
nylon apparatus that undoubtedly could be used for 
performing a sandwich assay using monoclonal 
antibodies, although Dr. David testified on cross- 
examination that at that time Hybritech had not yet 
developed any monoclonal antibodies, including 
attaching one of the reagents to a solid carrier ring, 
contacting that ring with a fluid sample in a microtiter 
plate well, adding a labelled reagent to the well after 
rinsing, and then "counting" or measuring the amount of 
either the labelled or unlabelled reagent after a 
prescribed time and second rinsing. The notebook then 
describes the procedure for detecting an antibody "(a-x)" 
to an antigen "(x)" complete with diagrams and text, both 
illuminated by Dr. David at trial. The notebook ftirther 
states, "Alternatively, if one wished to quantitate an 
antigen, y, the identical procedure would be followed, 
except that reagents would be reversed, i.e. the reaction 
would be:" and there follows a clear illustration of an 
antibody attached to a solid carrier reacting with an 
antigen to form a conplex, and that [**31] complex 
reacting with a second labelled antibody. The notebook 
was signed by Dr. David on January 4, 1979, and 
witnessed and signed on January 30 of the same year by 
Dr. Curry, the first cell biologist hired at Hybritech to set 
up the hybridoma production program. 


Dr. David testified on direct that monoclonal 
antibodies were developed in the following months: 
antigens were purchased fi-om outside sources and 
purified before being injected into mice; the spleen cells 
fi-om those mice were fused v^th myelomas; and the 
resultant hybridomas were separated into well plates for 
development, and a radioimmunoassay procedure was 
carried out to determine the affinity of the antibodies. 

The May 1979 failed sandwich assay, witnessed in 
May 1980, corroborates Dr. David's testimony that a 
polyclonal antibody bound to be a solid carrier and a 
labelled monoclonal antibody were used in a sandwich 
assay v^th an antigen from Abbott Labs* Ausria 
polyclonal diagnostic kit for hepatitis. No binding was 
detected. 

Dr. David testified about the experiment 
documented in the August 1979 notebook, a sandwich 
assay with a hepatitis antigen from an Abbott Labs 
Ausria kit with two Hybritech 068 monoclonal [**32] 
antibodies, one attached to a solid carrier bead and the 
other labelled; the purpose of the experiment was to 
quantitate the antigen. The notebook corroborates Dr. 
David's testimony that the test was positive and lists the 
counts per minute of the labelled antibody. Defendant 
Monoclonal's expert Ciotti testified about this 
experiment: 

Also, of course, it is hmited to - it is 
limited to hepatitis antigen. And without a 
generic conception, it would just be 
merely a ~ if it did work for its intended 
purpose which I would assume for 
purposes of discussion - it would be a 
reduction to practice of one embodiment. 
And without a corresponding generic 
conception, I don't think it would be held 
to be the making of the invention in terms 
of, for instance, in claim 19. [Enq)hasis 
oiu-s.] 

Dr. David fiirther testified that the September 21, 
1979, record in David's notebook, witnessed months 
later, shows a reverse sandwich assay using a bound 259 
monoclonal antibody and a labelled 068 monoclonal 
antibody with a hepatitis antigen with results confirmed 
by a dose response curve. n2 Hybritech further alleges 
that a laboratory notebook page dated October 1979 is a 
reduction [**33] to practice of the [*1378] claimed 
invention but fails to cite any related testimony or other 
evidence in support thereof. 


n2 A dose response curve is antigen 
concentration plotted against the signal produced 
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by labelled antibody in an immunoassay. The 
signal increases with increasing antigen 
concentration in a successful assay but at some 
point decreases when the antigen concentration 
becomes too high. 

Finally, the record shows that the claimed affinity 
limitation "of at least about 10 <8> liters/mole" was 
determined and appreciated during the course of the 
development of the claimed subject matter. Dr. David 
and Dr. Adams separately testified that the screening 
procedures used by Hybritech ensured that only 
monoclonal antibodies having at least 10 <8> liters/mole 
affinity would be used in assays. An October 1979 
internal memorandum from Greene to the staff states, 
'To improve comparisons we will express all affinities to 
the base ten to the eighth which represents the lower end 
of the usable range." [**34] 

We are left with the definite and firm conviction that 
a mistake has been committed because the district court's 
account of the evidence that "there was no credible 
evidence of conception before May 1980" is 
insupportable. There is such evidence. The laboratory 
notebooks, alone, are enough to show clear error in the 
findings that underlie the holding that the invention was 
not conceived before May 1980. That some of the 
notebooks were not witnessed until a few months to one 
year after their writing does not make them incredible or 
necessarily of little corroborative value. Admittedly, 
Hybritech was a young, growing company in 1979 that 
failed to have witnesses sign the inventors' notebooks 
contemporaneously with their writing. Under a reasoned 
analysis and evaluation of all pertinent evidence, 
however, we cannot ignore that Hybritech, within a 
reasonable time thereafter, prudently had researchers 
other than those who performed the particular 
experiments witness the notebooks in response to Tom 
Adams' advice. The notebooks clearly show facts 
imderlying and contemporaneous with conception of the 
claimed invention and in conjunction with the testimony 
of Dr. David and Greene, [**35] and others, are 
altogether legally adequate documentary evidence, under 
the law pertaining to conception, of the formation in the 
minds of the inventors of a definite and permanent idea 
of the complete and operative invention as it was 
thereafter applied in practice. We thus are not moved by 
Monoclonal's argument that the findings of fact 
underlying conception are based on credibility 
determinations and are more sacrosanct than usual. See 
Anderson, supra, at 1512-13. 

1. UCRF Is Not Prior Art 

Hybritech laboratory notebooks and the 
uncontradicted testimony of Dr. David and Mr. Greene 


show that development of the claimed invention 
proceeded diligently through the rest of 1979 and 1980, 
there being absolutely no evidence of record nor even 
argument by Monoclonal that Hybritech was not diligent 
in its efforts to reduce to practice the claimed invention 
during the period January 1979 to the '110 application 
filing date of August 4, 1980. We therefore hold as a 
matter of law that Hybritech's conception, which was 
before LJCRF conceived the claimed invention, coupled 
by diligence to its constructive reduction to practice by 
the filing of the '110 application, entitle Hybritech [**36] 
to priority over LJCRF. See 35 USC § 102(g). The 
work of LJCRF is therefore not prior art. 

We also note that there is inadequate factual basis 
for the district court's holding that LJCRF reduced the 
claimed invention to practice as early as November 1979 
because the only evidence that corroborates the 
testimony of Ruoslahti, Uotila, and Engvall is the note 
fi:om Ruoslahti to Uotila, see section A, 2, supra, which 
indisputably is not the claimed invention, and the one 
curve fi-om one graph fi-om only one page, 43D, of the 
six Uotila notebooks. After a reasoned examination, 
analysis, and evaluation of this pertinent evidence we 
conclude that it falls far short of showing the "formation 
in the mind of the inventor, of a definite and permanent 
idea of the complete and operative invention, as it is 
hereafter to be applied in practice," see Coleman, 754 
F.2d at 359, 224 U.S.P.Q. at 862, and therefore is legally 
inadequate to support even a holding of conception of 
[*1379] the claimed invention by LJCRF personnel in 
1979. 

(1) It is undisputed that page 43D was not signed, 
witnessed, or dated; (2) the deposition testimony of 
[**37] Uotila was that she could not remember the 
procedure used to arrive at the dose-response curve on 
page 43D and there was not enough information in her 
notebook to refi*esh her memory; (3) the testimony of 
Ruoslahti was that he could find no data in the notebook 
supporting that graph, none of the later graphs shown 
there represented successfiil assays and that "especially 
after this was done, we ran into more severe problems. 
And it took us a while to do away with the problems;" 
(4) Ruoslahti also testified that they never determined, in 
1979, the affinities of the monoclonal antibodies they 
used, and that the tide of page 43D had been altered at 
some point - the word "inhibition" had been crossed out 
and "sandwich" written in; and (5) the testimony of 
Engvall was that there was nothing about the shape of 
those curves which indicates that they were sandwich 
assays. We also note, as evidence bearing upon the 
credibility of Ruoslahti's testimony (that LJCRF actually 
reduced the claimed invention to practice in 1979), that 
when LJCRF attempted to provoke an interference in the 
PTO with Hybritech based on the U.S. filing of an 
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application that was the counterpart to a Swedish 
application [**38] disclosing similar subject matter, 
LJCRF could not demonstrate even a prima facie 
reduction to practice prior to Hybritech's August 4, 1980, 
filing date. During that proceeding, the earliest dates 
Ruoslahti set down on paper to support conception and 
reduction to practice were in 1980. 

2. The Work of Oi/Herzenberg Is Not the Claimed 
Invention 

It is axiomatic that for prior art to anticipate under § 
102 it has to meet every element of the claimed 
invention, and that such a determination is one of fact. 
See, e.g., Lindemann, supra, 730 F.2d at 1458, 221 
U.S.P.Q. at 485; Great Northern Corp. v. Davis Core & 
Pad Co,, 782 F.2d 159, 165, 228 U.S.P.Q. (BNA) 356, 
358 (Fed. Cir. 1986). Section 102(g) upon which the 
district court reHed is one type of "anticipation," i.e., 
prior invention by another of the same invention. Drs. Oi 
and Herzenberg testified that their work did not involve 
detecting the presence of or quantitating antigen but a 
determination of the number and location of epitopes on 
a known quantity of antigen. Although this work did 
[**39] involve a sandwich assay to the extent that an 
antigen was sandwiched between two monoclonal 
antibodies, it is clear that the similarity between that 
work and the claimed invention goes no further. 
Furthermore, both doctors testified that they did not 
know the affinities of the antibodies that were used in 
their mapping work and in fact never calculated them. 
Ciotti, Monoclonal's expert, testified that the 10<8> 
affinity limitation cannot be foimd anywhere in the 
Oi/Herzenberg work. Again we are left with a definite 
and firm conviction that a mistake was made because 
that work does not meet every element of the claimed 
invention. The district court's finding to the contrary is 
clearly erroneous. 

We note that the district court, in also holding the 
patent invalid under § 103, next considered, combined 
the Oi/Herzenberg work with the Frankel reference, one 
justifiable inference therefrom being that the court 
recognized that Frankel discloses a claim element that 
Oi/Herzenberg does not, namely, at least about 10<8> 
liters/mole affinity. 

IV. Obviousness, 35 USC §103 

[**40] A section 103 obviousness determination - 
whether the claimed invention would have been (not 
"would be" as the court repeatedly stated because 
Monoclonars pretrial papers used that improper 
language) obvious at the time the invention was made is 
reviewed free of the clearly erroneous standard although 
the underlying factual inquiries ~ scope and content of 
the prior art, level of ordinary skill in the art, n3 and 
differences between the prior art [♦1380] and the 


claimed invention — integral parts of the subjective 
determination involved in § 1 03, are reviewed under that 
standard. Objective evidence such as commercial 
success, failure of others, long-felt need, and unexpected 
results must be considered before a conclusion on 
obviousness is reached and is not merely "icing on the 
cake," as the district court stated at trial See Lindemann, 
supra, 730 F.2d at 1461, 221 U.S.P.Q. at 488; Stratoflex, 
Inc. V. Aeroquip Corp., 713 F.2d 1530, 218 U.S.P.Q. 
(BNA) 871 (Fed. Cir. 1983); Kansas Jack, Inc. v. Kuhn, 
719 F.2d 1144, 219 U.S.P.Q. (BNA) 857 (Fed. Cir. 
1983); W.L Gore & Associates v. Garlock, Inc., Ill 
F.2d 1540, 220 U.S.P.Q. (BNA) 303, 314 (Fed. Cir. 
1983). [**41] 


n3 Although the district coiut failed 
expressly to find the level of ordinary skill in the 
art at the time the invention was made, it did 
make reference to "people working in 
immunology aware of the Kohler and Milstein 
discovery" which we deem an accurate finding 
for the purposes of that portion of the Graham 
factual inquiries. 

1 . The Eight Articles "Predicting*' Widespread Use 
of Monoclonal Antibodies 

Before discussing the more pertinent references in 
this case - the Oi/Herzenberg and Frankel works ~- we 
cull the other prior art references relied on by the trial 
court. 

First, the latest four of the eight articles that the 
court stated were of the "utmost importance" because 
they "predicted" that the breakthrough in production of 
monoclonal antibodies by Kohler and Milstein would 
lead to widespread use of monoclonal antibodies in 
immunoassays are neither 102(a)/103 nor 102(b)/103 
prior art because they are dated between late 1979 and 
March 6, 1980, well after the date of conception and 
within one [**42] year of the filing date of the '110 
patent 

The earliest four of the eight articles, on the other 
hand, although clearly prior art, discuss production of 
monoclonal antibodies - admittedly old after Kohler and 
Milstein showed how to produce them - but none 
discloses sandwich assays. At most, these articles are 
invitations to try monoclonal antibodies in 
immunoassays but do not suggest how that end might be 
accomplished. To the extent the district court relied 
upon these references to establish that it would have been 
obvious to try monoclonal antibodies of 10<8> 
liters/mole affinity in a sandwich immunoassay that 
detects the presence of or quantitates antigen, the court 
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was in error. See Jones v. Hardy, 121 F.2d 1524, 1530, 
220 U.S.P.Q. (BNA) 1021, 1026 (Fed.Cir. 1984) 
("Obvious to try" is improper consideration in 
adjudicating obviousness issue). n4 


n4 Finding 10, which states that the 
invention was contemporaneously developed and 
disclosed in at least five publications and patent 
applications not listed above and dated well after 
the filing date of the 110 patent but before its 
issuance is irrelevant for purposes of the 
hypothesis based on the three factual inquiries 
required by § 103 as interpreted by Graham v. 
John Deere, 383 U.S. 1, 148 U.S.P.Q. (BNA) 
459, 15 L. Ed. 2d 545, 86 S. Ct. 684 (1966) 
because obviousness must be determined as of 
the time the invention was made. Additionally, 
they are of little probative value in this case 
because they are dated December 1981 at the 
earliest, more than a year after the August 4, 
1980, filing date here and roughly two years after 
conception occurred. Furthermore, simultaneous 
development may or may not be indicative of 
obviousness, the latter being the case here for the 
above reasons and because the other evidence of 
nonobviousness is adequate, such occurrences 
having been provided for in 35 USC § 135. 
Lindemann, supra, 730 F.2d at 1460-61, 221 
U.S.P.Q. at 487; Environmental Designs, Ltd. v. 
Union Oil Co. of California, 713 F.2d 693, 698 
n.7, 218 U.S.P.Q. (BNA) 865, 869 n.7 (Fed. Cir. 
1983). 

[**43] 

2. The Kohler and Milstein Work, the Cuello Article and 
the Jeong, Piasio, and Schurr Patents Considered by the 
Examiner 

The district court's finding that Kohler and Milstein 
developed a method for producing monoclonal 
antibodies in vitro is correct, but that finding proves no 
more; although it made possible all later work in that it 
paved the way for a supply of monoclonal antibodies, it 
indisputably does not suggest using monoclonal 
antibodies in a sandwich assay in accordance with the 
invention claimed in the '1 10 patent. 

The Cuello reference discloses monoclonal 
antibodies but not in a sandwich assay. The competitive 
assay in Cuello, moreover, [*1381] uses only one 
monoclonal antibody and thus in no way suggests the 
claimed invention wherein a ternary complex of two 
monoclonal antibodies and an antigen form a sandwich. 
Furthermore, the court did not explain how this art, by 
itself or in combination with any of the other art, 


suggests the claimed subject matter and thus why that 
combination would have been obvious. We are of the 
opinion that it does not. 

The district court correctly found that the use of 
polyclonal antibodies in sandwich assays was well 
known. [**44] The Jeong patent discloses the use of 
polyclonal antibodies in a simultaneous sandwich assay, 
with no suggestion that monoclonal antibodies be so 
used. It is prior art by virtue of § 102(e), application for 
the patent having been filed September 5, 1978, its 
effective date as a reference. The Piasio patent, 
disclosing a reverse sandwich assay using polyclonal 
antibodies, and Schurrs, disclosing a forward sandwich 
assay using the same, both § 102(a) prior art, are 
likewise devoid of any suggestion that monoclonal 
antibodies can be used in a similar fashion. 

3. The Oi/Herzenberg Work and the Frankel Article 

Clearly, the most pertinent items of prior art not 
cited by the examiner are the Oi/Herzenberg work, as 
described in section A, 3, supra, and the Frankel article. 
As stated in the discussion of Prior Invention of Another 
(section III, 2, supra), the Oi/Herzenberg work involved 
mapping epitopes on a known quantity of antigen. It was 
not concerned with and does not disclose using 
monoclonal antibodies of at least 10<8> liters/mole 
affinity. Oi and Herzenberg testified that they did not 
know the affinity of the antibodies used, and Ciotti 
testified that nowhere in that [**45] work is there 
mention of monoclonal antibody affinity of at least 
10<8> liters/mole. On this basis, we conclude that the 
Oi/Herzenberg work is qualitatively different than the 
claimed invention; the former is directed to mapping 
epitopes on a known quantity of antigen and the latter to 
determine the "presence or concentration of an antigenic 
substance in a sample of fluid . . . We disagree with 
Monoclonal that these are "essentially the same thing." 
Furthermore, it is perfectly clear that this work in no way 
suggests using monoclonal antibodies of the affinity 
claimed in the '110 patent. It is because of these 
differences between the Oi/Herzenberg work and the 
claimed invention that the fact that an antigen was 
sandwiched between two monoclonal antibodies in the 
course of Oi's and Herzenberg's work is not sufficient 
basis to conclude that the claimed invention would have 
been obvious at the time it was made to a person of 
ordinary skill in the art. 

Likewise, a conclusion that the invention would 
have been obvious cannot properly be reached when the 
Oi/Herzenberg work is considered in view of the Frankel 
article. Frankel teaches a method for rapid determination 
of affinity constants [**46] for monoclonal antibodies, 
some of which clearly have affinities of the order defined 
by the claims, but does not in any way suggest using two 
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of those antibodies in a sandwich to assay an antigen by 
forming a ternary complex of labelled antibody, the 
antigenic substance, and a bound antibody wherein the 
presence of the antigenic substance is determined by 
measuring either the amoimt of labelled antibody bound 
to a solid carrier or the amount of unreacted labelled 
antibody. The mere existence of prior art disclosing how 
to measure the affinity of high affinity monoclonal 
antibodies is insufficient to support a holding of 
obviousness. Hybritech's claims define a process that 
employs monoclonal antibodies, and does not merely 
claim antibodies of high affinity. In view of the fact that 
the Oi/Herzenberg work is not directed to an assay as 
claimed and does not disclose antibodies of at least 
10<8> hters/mole affinity, and further that Frankel fails 
to suggest using such antibodies in a sandwich assay, the 
Frankel article does not compensate for the substantial 
difference between the Oi/Herzenberg work and the 
claimed subject matter, and therefore those references in 
combination [**47] cannot support a holding of 
obviousness. 

[*1382] 4. Objective Evidence of Nonobviousness 

In one part of its opinion the court found that "the 
commercial success of the kits may well be attributed to 
the business expertise and acumen of the plaintiffs 
personnel, together with its capital base and marketing 
abilities" (emphasis ours) and later that "where 
commercial success is based on the sudden availability 
of starting materials, in this instance the availability of 
monoclonal antibodies as a result of the Kohler and 
Milstein discovery, business acumen, marketing ability, 
and capital sources, no causal relationship is proven." 
(Citation omitted.) 

i. Commercial Success: Hybritech's Diagnostic Kits 
Grabbed a Substantial Market Share 

The undisputed evidence is that Hybritech's 
diagnostic kits had a substantial market impact. The first 
diagnostic kit sales occurring in mid- 1981, sales 
increased seven million dollars in just over one year, 
fi-om $6.9 million in 1983 to an estimated $14.5 million 
in 1984; sales in 1980 were nonexistent. Competing 
with products fi-om industry giants such as Abbott Labs, 
Hoffman LaRoche, Becton-Dickinson, and Baxter- 
Travenol, Hybritech's [**48] HCG kit became the 
market leader with roughly twenty-five percent of the 
market at the expense of market shares of the other 
companies. Its PAP kit ranks second only to a product 
sold by Dupont's New England Nuclear, surpassing 
products from Baxter-Travenol, Abbott, and others. 
Hybritech's other kits, indisputably embodying the 
invention claimed in the '110 patent, obtained similar 
substantial market positions. 


Although the district court did not provide its 
insights into why commercial success was due to 
business acumen and not to the merits of the claimed 
invention. Monoclonal urges in support that it was due to 
Hybritech's spending disproportionate sums on 
marketing, 25-30% of income. The undisputed evidence 
was that expenditures of mature companies in this field 
are between 17 and 32%. Furthermore, the record shows 
that advertising makes those in the industry - hospitals, 
doctors, and clinical laboratories - aware of the 
diagnostic kits but does not make these potential users 
buy them; the products have to work, and there is no 
evidence that that is not the case here or that the success 
was not due to the merits of the claimed sandwich assays 
- clearly contrary to [**49] the district court's finding. 

The trial court's finding that the "sudden availability 
of monoclonals" was the reason for the commercial 
success of Hybritech's diagnostic kits (Finding 11) is 
unsupported by the record and clearly erroneous. 
Monoclonal admits that monoclonal antibodies were 
available in the United States in 1978, and the evidence 
clearly reflects that. Thus, at least three years passed 
between the time monoclonal antibodies were available 
in adequate supply and the time Hybritech began selling 
its kits. Especially in the fast-moving biotechnology 
field, as the evidence shows, that is anything but sudden 
availability. 

ii. Unexpected Advantages 

Hybritech points to the testimony of three witnesses 
skilled in the diagnostic field who state that, based on 
tests done in their laboratories as a result of real-world 
conparisons in the normal course of research, the 
diagnostic kits that embody the '110 invention 
imexpectedly solved long-standing problems. Dr. Hussa, 
the head of a large referral laboratory and a world-wide 
consultant, testified that until Hybritech introduced its 
kits, he and others were very skeptical and had almost 
exclusively used competitive [**50] assays with a 
radioactive tracer (RIAs). n5 In relation to an [*1383] 
HCG Hybritech kit, he testified that he had first thought 
that the Yiybnttch HCG kit would not give accurate 
results for low antigen concentrations because that 
condition is indicated in the Hybritech kit by a low 
radioactivity reading, a reading difficult to differentiate 
from control samples containing no antigen. He also 
stated that in the past, RIA kits falsely detected HCG in 
nonpregnant women, a condition which would indicate 
cancer and surgery. He stated that when he employed 
the Hybritech HCG kit in such instances it demonstrated, 
correctly and absent any difficulty interpreting the data, 
that no HCG was present. 
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n5 Monoclonal's expert Blakemore testified 
that of 425 assays on the market in 1979 less than 

1% were sandwich assays. Today, sandwich 
assays constitute the majority of all assays sold. 

The record also shows that Blakemore, who 
testified extensively for Monoclonal that the 
claimed invention would have been obvious, 
never used monoclonal antibodies in sandwich 
assays at Cetus before 1980. Additionally, she 
did not even mention them in the Jeong patent, of 
which she was a coinventor, which issued 
January 13, 1981, long after the beginning of 
Hybritech's work in this area in 1979. 

[**51] 

Dr. Blethen, an M.D. holding a Ph.D. in 
biochemistry, testified that she did not think that the 
Hybritech HGH kit, for detecting growth hormone in 
children, would offer any advantage, but she determined 
that it detected HGH deficiencies in children where 
conventional RIAs failed to do so. She also stated that 
the kit does not give false positive readings as do 
conventional RIA kits, an opinion shared by Dr. Hussa. 
A third witness, Dr. Herschman, who holds a master's 
degree in chemistry, testified that he spent years working 
on the development of an assay that would determine the 
presence of TSH (thyroid stimulating hormone) with 
greater sensitivity. He succeeded but discovered that the 
Hybritech TSH kit had the same sensitivity, the test 
being performed in four hours rather than the three days 
his kit required. 

Having considered the evidence of nonobviousness 
required by § 103 and Graham, supra, we hold, as a 
matter of law, that the claimed subject matter of the '1 10 
patent would not have been obvious to one of ordinary 
skill in the art at the time the invention was made and 
therefore reverse the court's judgment to the contrary. 
The large number of references, [**52] as a whole, 
relied upon by the district court to show obviousness, 
about twenty in number, skirt all aroimd but do not as a 
whole suggest the claimed invention, which they must, to 
overcome the presumed validity, Lindemann, 730 F.2d at 
1462, 221 U.S.P.Q. at 488, as a whole. See 35 USC § 
103; Jones v. Hardy, 111 F.2d 1524, 1529, 220 U.S.P.Q. 
(BNA) 1021, 1024 (Fed. Cir. 1984). Focusing on the 
obviousness of substitutions and differences instead of 
on the invention as a whole, as the district court did in 
frequently describing the claimed invention as the mere 
substitution of monoclonal for polyclonal antibodies in a 
sandwich assay, was a legally improper way to sinplify 
the difficult determination of obviousness. See generally 
Hodosh V. Block Drug Co,, 786 F.2d 1136, 229 U.S.P.Q. 
(BNA) 182 (Fed. Cir. 1986). n6 


n6 It bears repeating that it is crucial that 
counsel set forth the law accurately. More 
particularly, it is the duty of counsel to impart to 
the judge that the obviousness question properly 
is whether the claimed invention as a whole 
would have been obvious to one of ordinary skill 
in the art at the time the invention was made, and 
that the district court must expressly make the 
three factual determinations required by Graham 
and consider objective evidence of obviousness 
before the legal conclusion of obviousness vel 
non is made. Submitting to the court language 
like "any differences . . . would have been 
obvious," as was done here, violates the axiom 
that the question is not whether the differences 
would have been obvious but the claimed 
invention as a whole. Furthermore, arguing that 
"it would be obvious" rather than that it would 
have been obvious shifts the court's focus to the 
wrong period of time, namely to a time long after 
the wrong period of time, namely to a time long 
after the invention was made, in which, more 
likely than not, the prior art and the level of 
ordinary skill in the art are more advanced. See 
35 USC § 103. 

[**53] 

With respect to the objective indicia of 
nonobviousness, while there is evidence that marketing 
and financing played a role in the success of Hybritech's 
kits, as they do with any product, it is clear to us on the 
entire record that the commercial success here was due to 
the merits of the claimed invention. It cannot be argued 
on this record that Hybritech's success would have been 
as great and as prolonged as admittedly it has been if that 
success were not due to the merits of the invention. The 
evidence is that these kits compete successfully with 
numerous others for the trust of persons who have to 
make fast, accurate, and safe diagnoses. This is not the 
kind of [*1384] merchandise that can be sold by 
advertising hyperbole. 

V. Enablement, Best Mode, and Definiteness Under 
§ 112 

The section 112 defense appears to have been an 
afterthought of both Monoclonal, who briefly but 
unsuccessfully attempts to defend this utterly baseless 
determination, and of the district court which adopted the 
defense from Monoclonal's pretrial papers apparently 
without knowledge of the applicable law, to highlight, as 
it stated at trial, that it was part of its job to see that 
"whoever [**54] wins wins all the way or whoever loses 
loses all the way." Taken as a whole, the court's 
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conmients on § 112 - split into two parts, one from 
Monoclonars pretrial brief and the other from the 
adopted pretrial findings and conclusions - are internally 
inconsistent. The opinion states that the patent fails to 
disclose how (1) to make monoclonal antibodies; (2) to 
screen for proper monoclonal antibodies; and (3) to 
measure monoclonal antibody affinity and therefore the 
specification is nonenabling and does not satisfy the best 
mode requirement, and the claims are indefinite. We 
discuss each of these in turn. 

1. Enablement 

Enablement is a legal determination of whether a 
patent enables one skilled in the art to make and use the 
claimed invention, Raytheon Co. v. Roper Corp., 724 
F.2d 951, 960, 220 U.S.P.Q. (BNA) 592, 599 (Fed. Cir. 
1983), is not precluded even if some experimentation is 
necessary, although the amount of experimentation 
needed must not be unduly extensive, Atlas Powder Co, 
V. E.I. Du Pont De Nemours & Co., 750 F.2d 1569, 1576, 
224 U.S.P.Q. (BNA) 409, 413 (Fed. Cir. 1984), [**55] 
and is determined as of the filing date of the patent 
application, which was August 4, 1980. See W. L Gore 
and Associates v. Garlock, Inc., Ill F.2d 1540, 1556, 
220 U.S.P.Q. (BNA) 303, 315 (Fed. Cir. 1983). 
Furthermore, a patent need not teach, and preferably 
omits, what is well known in the art. Lindemann, 730 
F.2d at 1463, 221 U.S.P.Q. at 489. 

The record fiiUy supports the '110 patent's statement 

that 

The monoclonal antibodies used for the 
present invention are obtained by the 
[hybridoma] process discussed by 
Milstein and Kohler. . . . The details of 
this process are well known and not 
repeated here. 


The district court itself stated that the "method for 
producing monoclonal antibodies in vitro was well 
known prior to the alleged invention of the '110 patent," 
and used the "sudden availability of monoclonal 
antibodies" produced by the Kohler and Milstein 
discovery to support, albeit erroneously, its fmding of a 
lack of nexus between the merits of the claimed 
invention and its commercial success. The court then 
about-faced and held the '110 patent deficient because it 
fails to teach how to make monoclonal antibodies. [**56] 

With respect to screening, the only permissible view 
of the evidence is that screening methods used to identify 
the necessary characteristics, including affinity, of the 
monoclonal antibodies used in the invention were known 
in the art and that the '110 patent contemplated one of 


those. At trial, Monoclonal's counsel stated "it is a 
procedure that was known in '78." In similar fashion, the 
district court held that the claimed subject matter would 
have been obvious in part because the "existence of 
monoclonal antibodies having the affinity constants 
claimed in the patent was well known prior to the alleged 
invention. ..." [Emphasis ours.] Fiuthermore, there was 
not a shred of evidence that undue experimentation was 
required by those skilled in the art to practice the 
invention. We hold as a matter of law that the '1 10 patent 
disclosure is enabling. 

2. Best Mode 

"The specification . . . shall set forth the best mode 
contemplated by the inventor of carrying out his 
invention," 35 USC § 112. Because not complying with 
the best mode requirement amounts [**57] to 
concealing the preferred mode contemplated by the 
applicant at the time of filing, in order to find that the 
best mode requirement is not satisfied, it must be shown 
that [*1385] the applicant knew of and concealed a 
better mode than he disclosed. DeGeorge v. Bemier, 
768 F.2d 1318, 1324, 226 U.S.P.Q. (BNA) 758, 763 
(Fed. Cir. 1985) (quoting with approval In re Sherwood, 
613 F.2d 809, 204 U.S.P.Q. (BNA) 537 (CCPA 1980)). 
The only evidence even colorably relating to 
concealment is testimony by various Hybritech 
employees that sophisticated, competent people perform 
the screening and that the screening process is labor- 
intensive and time-consuming. It is not plausible that 
this evidence amounts to proof of concealment of a best 
mode for screening or producing monoclonal antibodies 
for use in the claimed '110 process, and therefore we are 
of the firm conviction that the district court's finding that 
the best mode requirement was not satisfied is clearly 
erroneous. 

3, Indefiniteness 

The basis of the district court's holding that the 
claims are indefinite is that "they do not disclose how 
infringement may be avoided because antibody [**58] 
affinity cannot be estimated with any consistency." 
(Conclusion 6.) Even if the district court's finding in 
support of this holding - that "there is no standard set of 
experimental conditions which are used to estimate 
affmities" - is accurate, under the law pertaining to 
indefiniteness - "if the claims, read in light of the 
specification, reasonably apprise those skilled in the art 
both of the utilization and scope of the invention, and if 
the language is as precise as die subject matter permits, 
the coxuts can demand no more," Shatterproof Glass 
Corp. V. Libbey-Owens Ford Co., 758 F.2d 613, 624, 225 
U.S.P.Q. (BNA) 634, 641 (Fed. Cir. 1985) - the claims 
clearly are definite. The evidence of record indisputably 
shows that calculating affinity was known in the art at 
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the time of filing, and notwithstanding the fact that those 
calculations are not precise, or "standard," the claims, 
read in light of the specification, reasonably apprise 
those skilled in the art and are as precise as the subject 
matter permits. As a matter of law, no court can demand 
more. 

VL [**59] Motions 

Monoclonal's motion to strike Appendices A and B 
of Hybritech's reply brief as being beyond the page limit 
applicable to reply briefs is granted as to Appendix A but 
denied as to Appendix B, the latter having been helpful 
in culling the often non-supportive citations to the record 
by Monoclonal. 


Hybritech's motion to supplement the record with a 
Monoclonal advertisement not considered at trial is 
denied. Any adverse impact that the disposition of these 
two motions has upon either party is more than 
outweighed by this court's patience with the seemingly 
endless flow of post-argument argumentative papers. 

VII. Conclusion 

The judgment of the district court holding the patent 
in suit invalid is reversed in all respects, and the case is 
remanded for a determination of the issue of 
infringement which the court held was moot. 

REVERSED AND REMANDED. 
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OPINIONBY: NEWMAN 

OPINION: [*1568] NEWMAN, Circuit Judge. 

This consolidated appeal and cross-appeal concern 
United States Patent No. 3,863,114 (the 414 patent) 


owned by Serisonics, Inc. The defendants, Aerosonic 
Corp. and Herbert J. Frank, each appeals certain aspects 
of the judgment of [**2] the United States District Court 
for the Middle District of Florida, nl Aerosonic appeals 
the district court's ruling that the '1 14 patent is valid and 
enforceable, and also appeals the ruling of infringement 
[*1569] as to some of the patent claims but not as to 
others. Mr. Frank appeals the ruling that he is personally 
liable for inducement to infringe the Sensonics patent. 
Sensonics cross-appeals the measiu-e of damages, and the 
coiuf s denial of eidianced damages and attorney fees. 

nl Sensonics, Inc. v. Aerosonic Corp., Nos. 
90-84-T-23A and 93-724-T-23A (M.D. Fla. Oct. 
11 and Nov. 4, 1994). 

THE PATENTED INVENTION 

The 414 patent is for a "Tapping Device for 
Generating Periodic Mechanical Pulses," inventor John 
F. DeMayo, Mr. DeMayo is a founder and officer of 
Sensonics. The tapping device, also called a "vibrator," is 
used primarily widi aircraft instruments having moving 
indicators. Mechanical pulses, that is, taps, gently vibrate 
the moving parts in order to free them of the effects of 
static friction, permitting [**3] the indicator to move 
freely and thus with greater accuracy and reliability. 
Such devices require accurate and reliable operation for 
extended periods of time and over wide temperature and 
voltage ranges. They require carefiil control of the 
strength of the vibration pulses in order to avoid causing 
errors in or requiring recalibration of the aircraft 
instrument. 

The invention claimed in the '114 patent is an 
electromagnetic vibrator that is easier to manufacture. 
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more accurate, easier to adjust, and less expensive than 
prior devices. Its structure of a unitary base with 
integrally formed anvil and armature support eliminated 
the welding and soldering steps of earlier devices, and 
also assured a true and consistent path for the magnetic 
flux. Another advantageous structural component is the 
adjustment element for the strength of the vibration 
pulses, in the form of a screw which extends through the 
armature to the magnetic core. The head of the screw 
provides the stop for the moving armature, and thus 
adjustment of the screw enables ready adjustment of the 
mechanical pulses without removing the device from its 
casing, a disadvantage of prior vibrators. 

It was not disputed that Aerosonic [**4] copied the 
Sensonics device in complete detail, and replaced the 
vibrating-reed design of the vibrator that Aerosonic was 
then making commercially. Mr. Frank and other 
witnesses testified that the vibrating-reed design was 
hard to manufacture, had an imacceptably high failure 
rate after installation, and was deficient in that it did not 
allow adjustment of the strength of the mechanical 
pulses. The superiority of the Sensonics device in 
accuracy, reliability, and cost, was undisputed. 

PATENT VALIDITY 

Aerosonic raised the defense of patent invalidity 
based on obviousness in terms of 35 U.S.C. § 103. The 
principal prior art at trial was an earlier invention of Mr, 
DeMayo, described in United States Patent No. 
3,507,339 (the '339 patent). This patent was not cited as a 
reference during prosecution of the application that led to 
the *1 14 patent. 

Mr. DeMayo testified that the '339 patent 
represented an earlier effort to make an improved 
mechanical vibrator. There was evidence that the '339 
design had some advantages over prior devices, but that 
its shortcomings included manufacturing conqjlexity, 
increased size, multiple components, difficulty of 
assembly, difficulty of adjustment, and [**5] too high a 
failure rate. Mr. DeMayo testified that he continued to 
work to solve these problems, and that after several 
additional years of effort he succeeded in doing so, with 
the vibrator that became the subject of the *114 patent. 
Although the '114 design and the '339 design have 
several similarities, there was evidence that the changes 
embodied in the '114 device achieved the simpHcity and 
efficiency of manufacture, easy and accurate adjustment, 
compactness, quietness in operation, and reliability, that 
were inadequate in the '339 device. 

The '339 device has a screw extending through the 
armature to the magnetic core. This screw is soldered 
into place in order to provide sufficient contact within 
the device to ensure magnetic flux, and is not usable to 
adjust the strength of the pulses. Although at trial 


Aerosonic argued that it was obvious to make the design 
change of an adjustable screw, the district court observed 
that this element of the '114 invention provided 
significant advantages and remedied deficiencies of prior 
devices. The pulse strength for the '339 device was only 
adjustable from [*1570] below, and thus was not 
readily adjusted after installation. In contrast, the '114 
[**6] device could be readily adjusted not only during 
manufacture but also after assembly and after installation 
in the aircraft instrument. Although Aerosonic points to 
the simplicity of this adjustment mechanism, sinplicity 
does not establish obviousness; indeed, simplicity may 
represent a significant and unobvious advance over the 
conplexity of prior devices. 

The district court referred to the factual 
underpinnings of the determination of obviousness as set 
forth in Graham v. John Deere Co., 383 U.S. 1, 148 
U.S.P.Q. (BNA) 459, 15 L. Ed. 2d 545, 86 S. Ct. 684 
(1966). Applying these criteria, the court discussed the 
testimony of Aerosonic's expert witness concerning the 
prior art. In addition to the '339 patent, the references 
relied on by Aerosonic were two patents on "telegraph- 
soimders" that were designed to make noise, a patent on 
a magnetically operated switch designed to absorb any 
shock created by contact of its armature and magnetic 
core, a patent on a relay for telephone lines to control 
secondary signals, and a patent for an automobile voltage 
regulator. 

The district court concluded that "considered in their 
entirety, the references discussed by defendants' expert 
do not, in the court's view, lead one of ordinary [**7] 
skill in the art to the invention in suit." We agree that the 
references, alone or in combination, do not make obvious 
the '114 invention. There is no teaching or suggestion 
whereby a person of ordinary skill would have been led 
to select these mechanical and electrical structures and 
concepts and combine them as did DeMayo in the '114 
invention. To draw on hindsight knowledge of the 
patented invention, when the prior art does not contain or 
suggest that knowledge, is to use the invention as a 
template for its own reconstruction — an illogical and 
inappropriate process by which to determine 
patentability. W.L. Gore & Assoc. v. Garlock, Inc., 721 
F.2d 1540, 1553, 220 U.S.P.Q. (BNA) 303, 312-13 (Fed. 
Cir. 1983). The invention must be viewed not after the 
blueprint has been drawn by the inventor, but as it would 
have been perceived in the state of the art that existed at 
the time the invention was made. Interconnect Planning 
Corp. V. Feil, 774 F,2d 1132, 1138, 227 U.S.P.Q. (BNA) 
543, 547 (Fed. Cir. 1985). 

The DeMayo '114 device was placed in commercial 
production by Sensonics. Aerosonic purchased fifty of 
the Sensonics vibrators from Budd Electronics Corp. An 
Aerosonic engineer testified that he [**8] was instructed 
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by Mr. Frank to copy every detail of the Sensonics 
device, mentioning the number of turns of wire in the 
electromagnet and the wire thickness, the tension of the 
spring, the posts supporting the armature, the unitary 
construction, the adjustable screw, etc. Mr. Frank and 
other employees of Aerosonic testified that there were no 
acceptable substitutes in the industry for the DeMayo 
'114 vibrator design. 

Patent invalidity must be proved by clear and 
convincing evidence. The differences from the prior art 
that were shown at trial, the inadequacies of prior 
vibrators including DeMayo's earlier '339 design, and the 
technologic advantages and commercial success of the 
'114 invention, well support the district court's 
conclusion that mvalidity based on obviousness had not 
been proved. The decision that the patent is valid is 
affirmed. 

PATENT ENFORCEABILITY 

Aerosonic charged Sensonics with inequitable 
conduct before the Patent and Trademark Office because 
Sensonics did not bring to the attention of the patent 
examiner the DeMayo '339 patent. The district court held 
that the intent element of inequitable conduct had not 
been shown, and referred to the evidence presented at 
[**9] trial of Sensonics' good faith. The court also 
observed that Aerosonic's own patent counsel did not 
initially notice the relevance of the '339 patent, and that 
the '339 patent was not cited by Aerosonic in its 
reexamination request which was made during the 
litigation, and for which the litigation was stayed. 

The district court found that Mr. DeMayo, who 
testified at trial, was not aware of a need to direct the 
examiner to the '339 patent. Mr. DeMayo also testified 
that he did not believe that the '339 patent was relevant to 
[*1571] the '114 invention due to the differences and 
significant drawbacks in the '339 design; this testimony 
was supported by other evidence of the differences and 
drawbacks of the 339 and other prior devices. 

Aerosonic presses the argument that Sensonics did 
not seek reexamination of the '1 14 patent in light of the 
'339 patent until after expiration of the '114 patent The 
'114 patent expired during the litigation. The district 
court observed that Aerosonic had earlier requested 
reexamination of the '114 patent, but that Aerosonic did 
not mention the '339 patent in its reexamination papers. 
Indeed, Aerosonic's omission of the '339 patent from its 
reexamination request [♦*10] weighs heavily against its 
argument that the '339 patent was material prior art. 

The burden of proof of inequitable conduct was 
upon Aerosonic. The factual predicates of both (1) a 
withholding of material prior art and (2) the intent 
thereby to deceive or mislead the patent exammer into 


allowing the claims, must be shown by clear and 
convincing evidence. Kingsdown Medical Consultants, 
Ltd. V. Hollister, 863 F.2d 867, 872, 9 U.S.P.Q.2D 
(BNA) 1384, 1389 (Fed. Cir. 1988), cert, denied, 490 
U.S. 1067, 104 L. Ed. 2d 633, 109 S. Ct. 2068 (1989). 
There was no evidence of culpable intent. The totality of 
the evidence, including the evidence of good faith, well 
supports the district court's finding that intent to deceive 
or mislead the examiner was not shown. 

Absent reversible error in the district court's findings 
and conclusion, we affirm the decision that there was not 
inequitable conduct before the patent office and that the 
'114 patent is enforceable. 

WILLFUL INFRINGEMENT 

Aerosonic stipulated that it infringed claims 2 and 7. 
The district court found that Aerosonic also infringed 
claims 3, 8 and 11. Aerosonic appeals this latter finding, 
advising that we need not reach claims 3, 8, and 11 
should we sustain the validity [**11] of claims 2 or 7. 
Thus the only infringement issue is Sensonics's cross- 
appeal of the district court's finding that Aerosonic's 
infringement was not willfiil. 

Sensonics states that the court clearly erred in failing 
to find that the infringement was willful, referring to 
Aerosonic's deliberate and meticulous copying of the 
Sensonics device, and Aerosonic's delay of eight months 
before consulting patent counsel after it received written 
notice of infringement, as evidence that Aerosonic 
willfiilly disregarded or did not intend to respect the law. 
The devices that Aerosonic purchased from Budd 
Electronics and copied were all labelled with Sensonics' 
name. Sensonics states that the opinion of counsel that 
Aerosonic produced at trial was "protective" and was not 
a conqjlete analysis, and that Aerosonic's continuing 
infringement after actual notice of Sensonics' patent was 
with knowledge and disregard of Sensonics' legal rights. 
Indeed, the opinion of counsel makes no mention of 
Aerosonic's copying and other objective indicia of 
unobviousness, although precedent requires that these 
factors be considered. See Stratoflex v. Aeroquip Corp., 
713 F.2d 1530, 1539, 218 U.S.P.Q. (BNA) 871, 879 
(Fed. Cir. [**12] 1983) (evidence of objective 
considerations must always be taken into account). 

Although the opinion of Aerosonic's counsel is 
flawed, the issue of willftilness raises questions of 
credibility as well as weight, and findings thereon are not 
readily reversed. See King Instrument Corp. v. Otari 
Corp., 767 F.2d 853, 867, 226 U.S.P.Q. (BNA) 402, 412 
(Fed. Cir. 1985) (giving due deference to the trier's right 
to determine credibility and weight). The district court 
found that Aerosonic timely retained patent coimsel and 
reasonably relied on counsel's opinion. Although it is 
relevant that the infringement was continued even after 
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the '114 patent was confirmed on reexamination, this 
occurred four months before patent expiration, and 
Sensonics does not argue that this event of itself signals 
willful infringement. On the whole we do not discern 
clear error in the district court's findings and conclusion 
on the issue of willful infringement. 

DAMAGES 

Sensonics appeals the district court's measure of 
damages, on the ground that the [*1572] district court 
incorrectly assessed the number of infringing devices 
made by Aerosonic. 

The criteria for lost profits damages that are 
summarized in Panduit Corp. v. [**13] Stahlin Bros. 
Fibre Works, Inc, 575 F.2d 1152, 197 U.S.P.Q. (BNA) 
726 (6th Cir. 1978), were applied by the district court. 
The court found that Sensonics had proved (1) demand 
for the patented product, (2) Sensonics' ability to meet 
that demand, (3) the absence of acceptable non- 
infringing substitutes, and (4) the amount of lost profits 
per unit. The principal issue at trial was not any of these 
criteria, but the total nimiber of devices that were made 
by Aerosonic during the period between actual notice of 
infringement on September 14, 1989 and the expiration 
of the '1 14 patent on January 28, 1992. 

This issue arose because Aerosonic had apparently 
destroyed its manufacturing records after this litigation 
began. No manufacturing records were available for the 
relevant period except for a handwritten log book of 
serial numbers that covered die final six months 
preceding the expiration of the patent. This log 
commenced with number 21,267 in July 1991, after this 
suit had been pending for a year. It was the only 
remaining evidence of the number of devices 
manufactured. Aerosonic argues that the burden of proof 
of damages is upon the patentee, and that since the 
nimiber of devices manufactured [**14] could not be 
proved, the burden could not be met. 

However, if actual damages can not be ascertained 
with precision because the evidence available from the 
infringer is inadequate, damages may be estimated on the 
best available evidence, taking cognizance of the reason 
for the inadequacy of proof and resolving doubt against 
the infringer. See Westinghouse Elec. & Mfg. Co., 225 
U.S. 604, 620, 56 L. Ed. 1222, 32 S. Ct 691 (1912) 
(infringer bears the risk when precise calculation is not 
possible); Kori Corp. v. Wilco Marsh Buggies and 
Draglines, Inc., 761 F.2d 649, 655, 225 U.S.P.Q. (BNA) 
985, 989 (Fed. Cir.) ("Fundamental principles of justice 
require us to throw any risk of uncertainty upon the 
wrongdoer rather than upon the injured party.") (citing 
Story Parchment Co. v. Paterson Parchment Co., 282 
U.S. 555, 563, 75 L. Ed. 544, 51 S. Ct. 248 (1931)), cert, 
denied, 474 U.S. 902(1985). 


When the calculation of damages is impeded by 
incon^lete records of the infringer, adverse inferences 
are appropriately drawn. See Lam, Inc. v. Johns- 
ManviUe Corp., 718 F.2d 1056, 1065, 219 U.S.P.Q. 
(BNA) 670, 675 (Fed. Cir. 1983) (any adverse 
consequences rest upon the infringer when inability to 
ascertain lost profits is due to the infringer's failure to 
keep [**15] accurate or complete records). When 
manufacturing records were destroyed after the litigation 
commenced, strong inferences adverse to the infringer 
may be drawn. Beatrice Foods Co. v. New England 
Printing and Lidiographing Co., 899 F.2d 1171, 1176, 14 
U.S.P.Q.2D (BNA) 1020, 1024 (Fed. Cir. 1990), 

The district court found that the final six months' log 
was the only evidence of the number of devices 
manufactured. The log listed 1,037 vibrators to which 
serial numbers were given during the final six months of 
the life of the '1 14 patent. From this number the district 
court extrapolated back, assuming an equal rate of 
production over the previous three years, to a total of 
7,347 units manufactured between the date notice of 
infiingement was given to Aerosonic and the date of 
patent expiration. See Beatrice Foods, 899 F.2d at 1176, 
14 U.S.P.Q.2D (BNA) at 1024 (damages appropriately 
measured by reconstruction when infringer had 
destroyed its invoices). Sensonics states that this 
extrapolation gives an unrealistically low figure because 
Aerosonic would reasonably be expected to have cut 
back on infringing production for the last few months of 
patent life, especially because this litigation was 
ongoing. [**16] 

Sensonics states that Aerosonic's failure to retain 
production records during the litigation period requires 
that strong adverse inferences be drawn. We agree that 
this circumstance gives rise to a strong inference that the 
records would have been unfavorable to Aerosonic. Lam 
V. Johns-Manville, 718 F.2d at 1065, 219 U.S.P.Q. 
(BNA) at 675. Indeed, as the court discussed in Nation- 
wide Check Corp, v. Forest Hills Distribs., Inc., 692 
F.2d 214, 218 (1st Cir. 1982), it is not necessary to 
[*1573] establish bad faith in order to draw an adverse 
inference from "purposefUr' action: 

The adverse inference is based on 
two rationales, one evidentiary and one 
not. The evidentiary rationale is nothing 
more than the common sense observation 
that a party who has notice that a 
document is relevant to litigation and who 
proceeds to destroy the document is more 
likely to have been threatened by the 
document than is a party in the same 
position who does not destroy the 
document 
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The other rationale for the inference 
has to do with its prophylactic and 
punitive effects. Allowing the trier of fact 
to draw the inference presumably deters 
parties from destroying relevant evidence 
before it can [**17] be introduced at trial 

citing 2 Wigmore on Evidence § 291, at 228 (Chadboum 
rev. 1979). 

Aerosonic had the clear duty of keeping and 
preserving records of the acts for which infringement had 
been charged, and it is appropriate that doubt be resolved 
against Aerosonic. Although Aerosonic's actions warrant 
adverse inferences, Sensonics does not suggest an 
alternative to the extrapolation method adopted by the 
district court. Thus the district court's extrapolation 
represents the best available reconstruction of the 
infringing activity, and is sustained. 

The district court then reduced the extrapolated 
production of 7,347 units by 33% "in order to account 
for any duplication resulting from device repair or 
inefficiency in production of the vibrators." Sensonics 
states that this reduction is unsupported by evidence, and 
contrary to the great weight of the evidence. We must 
agree. There was no evidence that device repair or 
production inefficiency was reflected in the log showing 
the serial number that was applied when the vibrator was 
ready for shipment or installation. Mr. Frank, who was 
the chief executive officer of Aerosonic during this 
period, testified that: "The [**18] serial number is put 
on the vibrator just before it is shipped, or before we put 
it into an indicator." On this procedure, any device repair 
or inefficiency in production would not be reflected in 
the serial number. 

The Aerosonic log that was produced included 
repairs. It was the only record of repairs that was 
produced, and showed a repair rate of less than 0.4%, 
without a change of serial number for the repaired unit. 
Aerosonic did not establish tiiat 33% or any other 
number of vibrators bore multiple serial numbers or were 
given new serial numbers after they were returned for 
repair. Further, if evidentiary imprecision is due to 
inadequacy of the infiinger's records, uncertainty is 
resolved against the wrongdoer. Kori v, Wilco, 761 F.2d 
at 655, 225 U.S.P.Q. (BNA) at 989; Lam v. Johns- 
Manville, 718 R2d at 1065, 219 U.S.P.Q. (BNA) at 675. 

Aerosonic states that damages are measured not by 
the number of devices manufactured but by the number 
of devices sold before patent expiration, arguing that 
there is no record evidence of when the devices listed on 
the serial number log were sold, but that they would have 
been sold mostly after patent expiration. The statement 
of law is incorrect. The patent [**19] statute grants die 


patentee the right to exclude others from making, using, 
or selling the patented subject matter. 35 U.S.C. § 271. 
Any of these activities during the patent term is an 
infringement of the patent right. 

In the absence of any evidence that a significant 
number of the units to which a serial number was given 
were not separate manufactures, the district court's 
reduction of the total of 7,347 is clearly in error, and is 
reversed. Damages shall be paid on 7,347 units. The 
district court's decision is modified accordingly. 

ENHANCEMENT OF DAMAGES 

Sensonics states that the district court abused its 
discretion in declining to enhance damages in accordance 
with 35 U.S.C. § 284 ("die court may increase die 
damages up to three times die amount found or 
assessed"). The district court's decision with respect to 
the enhancement of damages will be sustained imless it 
was based on an incorrect conclusion of law, clearly 
erroneous findings of fact, or a clear error of judgment. 
National Presto Industries, Inc. v. The West Bend Co., 
76 F.3d 1185, 1193, 37 U.S.P,Q.2D (BNA) 1685, 1691 
(Fed. Cir. 1996). 

[*1574] Section 284 does not state the 
circumstances in which damages may be enhanced by 
the [**20] court. In Yarway Corp. v. Eur-Control USA, 
Inc., 775 F.2d 268, 277, 227 U.S.P.Q. (BNA) 352, 358 
(Fed. Cir. 1985) the court explained that "enhancement 
of damages must be premised on willful infringement or 
bad faith." See Shatterproof Glass Corp. v. Libbey- 
Owens Ford Co., 758 F.2d 613, 628, 225 U.S.P.Q. 
(BNA) 634, 644 (Fed. Cir.), cert, dismissed, 474 U.S. 
976 (1985) (absent willfiil infringement, enhanced 
damages are usually not warranted). As elaborated in 
Beatrice Foods Co. v. New England Printing and 
Lithographing Co., 923 F.2d 1576, 1580, 17 U.S.P.Q.2D 
(BNA) 1553, 1556 (1991), enhanced damages are 
punitive, not con:q)ensatory. Enhancement is not a 
substitute for perceived inadequacies in the calculation of 
actual damages, but depends on a showing of willful 
infringement or other indicium of bad faith warranting 
punitive damages. 

The district court declined to enhance damages. 
Since we have affirmed the finding that the infiingement 
was not willful, we conclude that the district court acted 
within its discretion in declining to enhance damages 
pursuant to § 284. 

PREJUDGMENT INTEREST 

The district court denied prejudgment interest, 
referring to the difficulty of its calculation. It was 
established [**21] in General Motors Corp. v. Devex 
Corp., 461 U.S. 648, 217 U.S.P.Q. (BNA) 1185, 76 L. 
Ed. 2d 211, 103 S. Ct. 2058 (1983) that prejudgment 
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interest is the rule, not the exception. The Supreme Court 
explained that the denial of prejudgment interest simply 
creates an incentive to prolong litigation, and that 
prejudgment interest in patent cases is withheld only 
under exceptional circumstances. 461 U.S. at 656-57, 
217 U.S.P.Q. (BNA) at 1 189. In Lummus Industries, Inc. 
V. D.M. & E. Corp., 862 F.2d 267, 274-75, 8 U.S.P.Q.2D 
(BNA) 1983, 1988 (Fed. Cir. 1988) the court held that 
"to deny prejudgment interest based on calculation 
difficulties alone would be error." 

We have been directed to no circumstance that 
would make it unfair or inappropriate to award 
prejudgment interest in this case. As stated in General 
Motors V. Devex, an award of prejudgment interest 
serves to make the patent owner whole, for damages 
properly include the foregone use of money of which the 
patentee was wrongly deprived. 461 U.S. at 655-56, 217 
U.S.P.Q. (BNA) 1188. Sensonics has included in its 
appellate brief a reasonable methodology for calculation 
of prejudgment interest. Aerosonic has not challenged 
the rate or the arithmetic. The denial of prejudgment 
interest is reversed. [**22] On remand prejudgment 
interest, calculated in accordance with the Sensonics 
method, shall be awarded. 

ATTORNEY FEES 

The district court did not separate, in its analysis, the 
criteria for enhancement of damages and for the award of 

attomey fees. They are not necessarily the same, 
although the contributing factors often overlap. 

The award of attomey fees requires a threshold 
determination that this is an "exceptional case." 35 
U.S.C. § 285. Bad faith and willful infringement are not 
the only criteria whereby a case may be deemed to be 
"exceptional," although when either is present the 
requirement is more readily met. Litigation misconduct 
and unprofessional behavior are relevant to the award of 
attomey fees, and may suffice to make a case exceptional 
under § 285, Spectra-Physics Inc. v. Coherent, Inc., 827 
F.2d 1524, 1537, 3 U.S.P.Q.2D (BNA) 1737, 1746 (Fed. 
Cir.), cert, denied, 484 U.S. 954, 98 L. Ed. 2d 372, 108 
S. Ct. 346 (1987). See Kloster Speedsteel AB v. Crucible 
Inc., 793 F.2d 1565, 1580, 230 U.S.P.Q. (BNA) 81, 91 
(Fed. Cir. 1986) (bad faith in pretrial and trial stages, by 
counsel or party, may render the case exceptional under 
§ 285). 

The district court had declined to enhance damages, 
on the ground that [**23] the infringement was not 
willful. However, the district court did not discuss 
whether there were actions of bad faith sufficient to meet 
the criterion of "exceptional case" and to warrant the 
award of attomey fees. Sensonics points to Aerosonic's 
pre-litigation false statement that it was not 
manufacturing the device but was simply reselling it. 


citing Mr. Frank's [*1575] letter of September 21, 1989 
to Sensonics* counsel. n2 Sensonics states that this led it 
to sue Budd Electronics Corporation in the Eastern 
District of Pennsylvania. At trial Mr. Frank admitted that 
he ordered the copying and manufacture of the Sensonics 
device. 


n2 Mr. Frank, then president, chief executive 
officer, and chief of engineering at Aerosonic, 
wrote: "Aerosonic Corporation purchased the 
vibrators from another company, and if you have 
some legal action, it would be against them." 
[signed] "Herbert J. Frank, President". 

At his deposition Aerosonic en^loyee Ronald Miller 
was testifying to similar effect when Aerosonic's attomey 
McDonald [**24] passed him a note stating "DID NOT 
COPY" (plaintiffs exhibit 52). These procedures, . of 
which Sensonics con:q)lains forcefully, demean the 
litigation process. 

Sensonics also points to Aerosonic*s motion to the 
district court filed October 22, 1991, opposing Sensonics 
motion of October 15, 1991 to Hft the stay for 
reexamination, Aerosonic assuring the court that the 
reexamination certificate had not issued, when it had 
issued on September 24, 1991. Before this aspect was 
resolved another year passed, during which the patent 
expired. 

Combined with these actions is the matter of 
manufacturing records. Aerosonic employees admitted 
that prior serial number logs existed as late as eighteen 
months after the suit was filed, although no witness 
could tell what became of these logs. Aerosonic 
en^loyees testified that they did not know how many 
devices were manufactured, even for purposes of 
warranty control. Employees in responsible management 
positions testified that they did not have any records or 
any idea of how many devices were manufactured. The 
Supervisor of the Electronics Department, who 
personally kept the final six-months* log of serial 
numbers, testified that a previous log [**25] must have 
existed when she started the remaining log with serial 
number 21,267, but that it no longer existed or could be 
produced. As we have discussed, there is an 
uncompromising duty to preserve relevant records, and 
particularly after litigation has begun. 

It is the judicial duty to refuse to condone behavior 
that exceeds reasonable htigation tactics. The district 
court made no findings concerning whether Aerosonic's 
actions were taken in good faith. Indeed, the court may 
consider the litigation actions of both sides in connection 
with § 285. See Beatrice. Foods, 923 F.2d at 1580, 17 
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U.S.P.Q.2D (BNA) at 1556 (requiring findings of fact on 
the issue of bad faith). We remand for determination of 
whether there was bad faith or vexatious behavior or 
other grounds for deeming this case exceptional in terms 
of 35 U.S.C. § 285. If so, the district court may 
determine whether the award of attomey fees is 
warranted. 

APPEAL OF HERBERT J. FRANK 

Mr. Frank was the founder, owner, president, chief 
executive officer, and chief of engineering of Aerosonic. 
In 1990 he became chairman, his son-in-law became 
president, and Mr. Frank continued as chief executive 
officer for an additional two years. [**26] The district 
court found Mr. Frank personally liable for inducement 
to infiinge the *1 14 patent. Mr. Frank appeals. 

The tort of "inducement" under 35 U.S.C. § 271(b), 
when applied to invoke personal liability, is premised on 
a concept of tortfeasance whereby persons in authority 
and control may in appropriate circumstances be deemed 
liable for wrongdoing, when inducing direct 
infiingement by another. See Water Technologies Corp. 
V, Calco, Ltd, 850 F.2d 660, 7 U,S.P.Q.2D (BNA) 1097 
(Fed. Cir.) (finding liability for inducement based on 
specific circumstances of personal control of Calco's 
manufacture of the infiinging products), cert, denied, 488 
U.S. 968, 102 L. Ed. 2d 534, 109 S. Ct. 498 (1988); 
Orthokinetics, Inc. v. Safety Travel Chairs, Inc., 806 
F.2d 1565, 1578-79, 1 U.S.P.Q.2D (BNA) 1081, 1090 
(Fed. Cir. 1986) (corporate officers who actively aid and 


abet their corporation's infringement may be personally 
liable for inducing infringement). 

Mr. Frank testified that he did not have the authority 
to control or discontinue production of the device after 
he became aware of Sensonics* patent rights or as the 
[*1576] Htigation progressed. The district court did not 
believe this statement. We do not discem clear error in 
this credibility [**27] determination, for the weight of 
evidence was strongly contrary to this testimony. In the 
absence of reversible error, the district court's ruling that 
Mr, Frank is hable for inducement to infringe, and jointly 
and severally liable for the judgment, is affirmed. 

Summary 

The district court's rulings of validity, enforceability, 
and infiingement of the '114 patent are affirmed. 
Damages shall be measured on the basis of 7,347 
infiinging units, without enhancement. The denial of 
prejudgment interest is reversed. On remand the damages 
award and interest shall be recalculated, and the district 
court shall make fmdings on the issue of whether this is 
an exceptional case for the purposes of 35 U.S.C. § 285. 

On Mr. Frank's individual appeal, the district court's 
judgment is affirmed. 

Costs to Sensonics, 

AFFIRMED IN PART, MODIFIED AND 
REVERSED IN PART, AND REMANDED 
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[*1573] SMITH, Circuit Judge. 

In this patent case, ACS Hospital Systems, Inc. 
(ACS), appeals from a judgment of the U.S. District 
Court for the Western District of Pennsylvania, 564 F. 
Supp. 330, [*1574] holding U.S. patent No. 4,183,057, 
issued to Sonnenberg (the Sonnenberg patent), invalid as 
obvious under 35 U.S.C. § 103 (1976) and not infringed. 
Montefiore Hospital and Wells National Services Corp. 
(Wells) cross-appeal from the district court's denial of 
their motion for attorney fees. The judgment is reversed 
with respect to invalidity and affirmed with respect to 
noninfringement. With respect to Wells* cross-appeal 
from the denial of attorney fees, the [**2] judgment is 
affirmed. 

Background 

ACS's Sonnenberg patent claims a rental television 
system comprising a key operated actuating switch, an 
override switch, and a signal light to indicate that the 
override switch has been actuated. When the key switch 
is in the "on" position, the television operates normally. 
For rental use, the key switch is placed in the "off* 
position by a key operator. In order to rent the 
television, the viewer depresses the override switch 
which enables the television to operate normally without 
the necessity of turning on the key operated switch. 
When the override switch has been activated the 
indicator signal is illuminated, signaling that the 
television has been rented. Claim 1 is representative: 

A television system constructed for rental 
use, the television system comprising: 
actuating means including a key operated 
switch switchable between an off position 
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for preventing normal operation of the 
television and an on position for enabling 
the television to be operated; 
override switching means capable of 
being switched from a normal position to 
an actuated position for overriding said 
key operated switch when in its off 
position and [**3] enabling the television 
to be operated; and said override 
sv/itching means when switched in to [sic] 
its actuated position remains in said 
position until said key operated switch is 
switched into its on position; and 
indicating means for providing an 
indicating signal when said override 
switching means has been switched into 
its actuated position. 

Validity 

The trial court held the claims of the Sonnenberg 
patent invalid under section 103. While the trial court's 
opinion deals predominantly with infringement, the court 
purported to apply the standards articulated in Graham v. 
John Deere Co, nl in determining the issue of validity. 
In concluding that the Sonnenberg patent is invalid under 
section 103, the district court relied on override switches 
generally and ACS's "COMPU-TEL" fully automated 
television rental system as prior art. 


nl Graham v. John Deere Co., 383 U.S. 1, 
15 L.Ed. 2d 545, 86 S.Ct. 684 (1966). - 

The court below stated that "the overriding of 
switches by providing [**4] an alternative path for 
current to actuate an appliance is a commonly practiced 
technique well known in the art prior to Sonnenberg's 
patent," It held that his claim 1 is therefore invalid as 
obvious. The trial judge adopted Wells* expert's 
description of ACS's COMPU-TEL system and held the 
Sonnenberg patent invalid as an attempt by ACS to 
"monopolize all systems of enabling a hospital patient to 
view television * * without the aid of an attendant." 
(Emphasis in original) He commented that "the statutory 
presumption [of validity] of 35 U.S.C. 282 is entirely 
annihilated by the indisputable facts in the record." 

Presumption of Validity 

As an initial matter, we hold that the trial court's 

treatment of the presumption of validity is incorrect as a 
matter of law. The presumption is never annihilated, 
destroyed, or even weakened, regardless of [*1575] 
what facts are of record. n2 Rather, it is a clear statutory 


procedural device which assigns to the party asserting 
invalidity the burden of proving invalidity. n3 

A patent shall be presimied valid. * * 
The burden of establishing invalidity of a 
patent or any claim thereof shall rest on 
the party asserting such [**5] invalidity. 
n4 


The burden of persuasion is, and remains always, on the 
party asserting invalidity. n5 In the present case this error 
is not harmless. The district court's holding of invahdity 
has been shown, on the entire record, to have been 
reached on the basis of both clearly erroneous findings of 
fact and misapplication of the law. n6 

n2 Stratoflex, Inc. v. Aeroquip Corp,, 713 
F.2d 1530, 1534, 218 U.S.P.Q. (BNA) 871, 875- 
76 (Fed. Cir. 1983). 

n3/rf. 

n4 35 U.S.C. § 282(1976). 

n5 Stevenson v. U.S. Int'l Trade Common, 67 
CCPA 109, 612 F.2d 546, 551, 204 U.S.P.Q. 
(BNA) 276, 281 (1979); Solder Removal Co, v. 
U.S Int'l Trade Comm'n, 65 CCPA 120, 582 F.2d 
628, 632-33, 199 U.S.P.Q. (BNA) 129, 132-33 
(CCPA 1978). See also Connell v. Sears, 
Roebuck & Co., 722 F.2d 1542, 220 U.S.P.Q. 
(BNA) 193 (Fed. Cir. 1983); Medtronic, Inc. v. 
Cardiac Pacemakers, Inc., 721 F.2d 1563, 220 
U.S.P.Q. (BNA) 97 (Fed. Cir. 1983); Stratoflex, 
713 F.2d at 1534, 218 U.S.P.Q. (BNA) at 875-76; 
Kalman v. Kimberly-Clark Corp., 713 F.2d 760, 
773-74, 218 U.S.P.Q. (BNA) 781, 790 (Fed. Cir. 
1983). [♦*6] 


n6 C/ Medtronic, 721 F.2d at 1566, 220 
U.S.P.Q. (BNA) at 99 (errors in decisional 
approach considered harmless). 

Section 103 

This court has in recent months issued a number of 
opinions addressing the analysis of obviousness under 
section 103 n7 and those opinions provide a 
comprehensive guide to analysis. We hold that the trial 
court's analysis of obviousness is inadequate under 
Graham n8 to sustain a holding of invalidity under 
section 103. However, the trial court's opinion contains 
sufficient findings of fact, supported in the record, to 
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enable us to review the conclusion below that the 
Sonnenberg patent is invalid. 


n? In re Semaker, 102 F.2d 989, 217 
U.S.P.Q. (BNA) 1 (Fed. Cir. 1983); Orthopedic 
Equip. Co. V. United States, 702 F.2d 1005, 217 
U.S.P.Q. (BNA) 193 (Fed. Cir. 1983); 
Orthopedic Equip. Co. v. All Orthopedic 
Appliances, Inc., 707 F.2d 1376, 217 U.S.P.Q. 
(BNA) 1281 (Fed. Cir. 1983); Chore-Time 
Equip., Inc. v. Cumberland Corp., 713 F.2d 774, 
218 U.S.P.Q. (BNA) 673 (Fed. Cir. 1983); 
Schenck, A.G. v. Nortron Corp., 713 F.2d 782, 
218 U.S,P.Q. (BNA) 698 (Fed. Cir. 1983); 
Environmental Designs, Ltd. v. Union Oil Co,, 
713 F.2d 693, 218 U.S.P.Q. (BNA) 865 (Fed. Cir. 
1983); Stratoflex, 713 F.2d 1530, 218 U,S.P.Q. 
(BNA) 87 !.[**?] 


n8 Graham, 383 U.S. at 17-18, 148 U.S.P.Q. 
(BNA) at 467, provides, in pertinent part: 

"* * * [Section] 103 * * * lends itself to 
several basic factual inquiries. Under § 103, the 
scope and content of the prior art are to be 
determined; differences between the prior art and 
the claims at issue are to be ascertained; and the 
level of ordinary skill in the pertinent art 
resolved. Against this background, the 
obviousness or non-obviousness of the subject 
matter is determined. Such secondary 
considerations as commercial success, long felt 
but unsolved needs, failure of others, etc., might 
be utilized to give light to the circumstances 
surrounding the origin of the subject matter 
sought to be patented. As indicia of obviousness 
or nonobviousness, these inquiries may have 
relevancy. * * *" 


Scope and Content of the Prior Art. 

In determining the scope and content of the prior art, 
the trial court found that override switches generally 
were well known in the art. It also found that ACS*s 
COMPU-TEL system was within the prior art under 
section 102(g). The district court did [**8] not in its 
opinion rely on any other prior art reference in 
determining whether the claimed invention would have 
been obvious under section 103. 

Five U.S. patents n9 are cited in the Sonnenberg 
patent as prior art. Further, the parties refer to the 
"Western New York Hospital" rental television system as 


prior art. While the trial judge made no mention in his 
opinion of these additional [*1576] references, on the 
basis of the record before us, they each constitute prior 
art relative to the Sonnenberg patent. We hold that the 
trial court's limited assessment of the prior art was 
clearly erroneous in that the court below failed to find 
that these additional references are within the scope and 
content of the prior art. These errors, however, have not 
been shovm to have influenced the trial court's judgment 
in this case and, accordingly, we consider them harmless. 


n9 Norris, U.S. patent No. 2,856,474; 
Townsend, U.S. patent No. 3,188,384; Sargent, 
U.S. patent No. 3,335,421; Daniel, U.S. patent 
No. 3,631,444; and Kosco, U.S. patent No. 
3,886,302. 

[**9] 

Differences. 

With respect to the differences between the claimed 
subject matter and the prior art, the district court gave 
claim 1 of the Sonnenberg patent an extremely broad 
construction. It adopted the opinion of Wells' expert that 
the COMPU-TEL system contains every feature of claim 
1. Hence, the court below found no significant 
differences between the claimed subject matter and the 
prior art. We hold that finding to be clearly erroneous. In 
addition, that finding reflects an erroneous construction 
of the claims. 

The trial court in its discussion of obviousness, 
rather than ascertaining the differences between the 
claimed subject matter and the prior art, focused on die 
differences between the Wells and the ACS systems. In 
so doing, it adopted Wells' expert's explanation of die 
differences between claim 1 and the Wells system ^- 
differences relating to literal infiingement, not validity. 
We conclude that the trial court erred in adopting Wells* 
expert's interpretation of claim 1. 

Differences between the prior art and the claimed 
invention are apparent firom the record. First, while 
override switches are used in a wide variety of 
applications, the examples of [**10] override switches 
cited by the district court are not relevant to the claimed 
subject matter as a whole - television rental systems. 
The district court made no attempt in its opinion to 
identify the differences between the override switching 
exanples that it cited and the claimed subject matter. 

Second, the record discloses that COMPU-TEL is a 
fully automated television rental system whereas the 
claimed invention involves human monitoring and 
control. While COMPU-TEL and tiie claimed invention 
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both exhibit certain switching elements, the functions of 
the switching elements in the two systems are different. 
The fully automated operation of the COMPU-TEL 
system does not involve overriding a locked key switch. 
The patient switch in the COMPU-TEL system functions 
to actuate the television as well as to initiate billing. The 
override switching means claimed in the Sonnenberg 
patent, on the other hand, functions to provide an 
alternative current path to the locked key switch and to 
actuate the indicator light. 

Third, the prior art of record that the court did not 
discuss also differs significantly from the claimed subject 
matter. The five patent references cited in the 
Sonnenberg [**11] patent involve a variety of lock, 
metering, and control systems. None of them, however, 
en^loys an override switching mechanism to overcome a 
key operated actuating switch. The Western New York 
Hospital system involves a three position key switch. 
Yet, that system differs from the claimed subject matter 
in that it too does not employ override switching means. 

Hence, we hold the trial court's assessment, that 
there are no differences between the claimed subject 
matter and the prior art, was clearly erroneous. 

Level of Ordinary Skill and Secondary Considerations. 

Additionally, the court below made no express 
finding with respect to the level of ordinary skill in the 
art. The trial court's analysis, however, clearly indicates 
that the level of skill was considered to be quite low. We 
interpret the court's fmdmgs as fixing the level of 
ordinary skill in the art as that of a layman. That finding 
has not [*1577] been shown to be clearly erroneous. 
The court made no findings with respect to secondary 
considerations. 

Claim Construction. 

As noted above, the trial court's opinion reflects an 
extremely broad construction of the claims. Contrary to 
the [**12] district court's construction of the claims, the 
Sonnenberg patent does not claim ''all systems of 
enabling a hospital patient to view television normally 
under his own power without the aid of an attendant." 
(Emphasis in original.) The court ignored express claim 
limitations governing the function of the switching 
means. 

Claims are to be read and construed in light of the 
specification and the prosecution history of the patent. 
nlO Further, claims should be so construed, if possible, 
as to sustain their validity, nil Applying these 
principles, the claims of the Sonnenberg patent should be 
given a far more limited construction than that given by 
the district court in holding the claims invalid. The 
claims are limited to a system in which override 


switching means function to ovenide a key switch when 
in its "off position, enabling the television to operate 
normally. The Sonnenberg patent does not claim "air 
hospital rental systems capable of operation without an 
attendant. Claim construction is a question of law, nl2 
We hold that the trial court's construction of the claims is 
incorrect as a matter of law. 


nlO Fromson v. Advance Offset Plate, Inc., 
720 F.2d 1565, 1570-71, 219 U.S.P.Q. (BNA) 
1137, 1140-41 (Fed. Cir. 1983); Autogiro Co, v. 
United States, 181 Ct. CI. 55, 384 F.2d 391, 397- 
99, 155 U.S.P,Q. (BNA) 697, 702-04 (1967). 
r*13] 


nl 1 Carman Indus,, Inc. v, Wahl, 724 F.2d 
932, 937 n.5, 220 U.S.P.Q. (BNA) 481, 485 n.5 
(Fed. Cir, 1983); Klein v. Russell, 86 U.S. (19 
Wall.) 433, 466, 22 L. Ed. 116 (1874); Turnll v. 
Michigan S, & N,L 68 U.S. (1 Wall.) 491, 
510, 17 L. Ed. 668(1864). 

nl2 Autogiro, 384 F.2d at 397-99, 155 
U.S.P.Q. (BNA) at 702-04; LaSalle v, Carlton's 
Laydown Serv., Inc., 680 F.2d 432, 216 U.S.P.Q. 
(BNA) 276 (5th Cir. 1982); Studiengesellschaft 
Kohle mb H v. Eastman Kodak Co., 616 F.2d 
1315, 206 U.S.P.Q. (BNA) 577 (5th Cir.), cert, 
denied, 449 U.S. 1014, 66 L. Ed. 2d 473, 101 S, 
Ct. 573, 208 U.S.P.Q. (BNA) 88 (1980). 


Obviousness, 

Turning now to the determination of obviousness 
under section 103, we conclude that none of the 
references, either alone or in combination, would have 
disclosed or suggested to one of ordinary skill in the art 
the use of override switching means in a television rental 
system. The trial court's heavy reliance on the 
widespread use of override switches appears to be no 
more than hindsight reconstruction of the claimed 
invention. The [**14] court below identified no source, 
other than the Sonnenberg patent itself, for the 
suggestion to use override switching means in a 
television rental system. 

Obviousness cannot be established by combining the 
teachings of the prior art to produce the claimed 
invention, absent some teaching or suggestion supporting 
the combination. nl3 Under section 103, teach^gs of 
references can be combined only if there is some 
suggestion or incentive to do so. nl4 The prior art of 
record fails to provide any such suggestion or incentive. 


732 F.2d 1572, *; 1984 U.S. App. LEXIS 15027, **; 
221U.S.P.Q. (BNA) 929 


Page 5 


Accordingly, we hold that the court below erred as a 
matter of law in concluding that the claimed invention 
would have been obvious to one of ordinary skill in the 
art under section 103. 


nl3 Orthopedic Equip. Co., 702 F.2d at 
1012, 217 U.S.P.Q. (BNA) at 199; cf. In re 
Samour, 571 F.2d 559, 563, 197 U.S.P.Q. (BNA) 
1, 4 (CCPA 1978) (noting the rule in the § 103 
context and declining to extend that rule to § 
102(b) rejections); Corometrics Medical Sys., 
Inc. V. Berkeley Bio-Engineering, Inc., 193 
U.S.P.Q. (BNA) 467, 475 (N.D. Cal. 1977). 

nl4 In re Rinehart, 531 F.2d 1048, 189 
U.S.P.Q. (BNA) 143 (CCPA 1976); In re Kegel, 
526 F.2d 1399, 188 U.S.P.Q. (BNA) 136 (CCPA 
1975); In re Avery, 518 F.2d 1228, 186 U.S.P.Q. 
(BNA) 161 (CCPA 1975); In re Imperato, 486 
F.2d 585, 179 U.S.P.Q. (BNA) 730 (CCPA 
1973); In re Andre, 52 CCPA 1019, 341 R2d 
304, 144 U.S.P.Q, (BNA) 497 (CCPA 1965). 

[**15] 

[*1578] Infringement 

The trial court found that the Wells system does not 
infringe the claimed invention, either literally or under 
the doctrine of equivalents. Once again adopting the 
testimony of Wells' expert, the court below found that 
"the Wells system does not contain the element of 
overriding a locked switch." The district court also found 
differences between the ACS system and the Wells 
device with respect to the mechanism and circuitry of the 
actuating switch as well as with respect to the indicator 
light. 

These latter findings, however, will not support a 
finding of no infringement. The claims of the 
Sonnenberg patent are not limited to a specific switching 
mechanism or to specific indicator light circuitry. The 
district court appears to have compared the Wells system 
with ACS's commercial product, rather than with the 
claims of the Sonnenberg patent. Infiingement is 
determined on the basis of the claims, not on the basis of 
a comparison with the patentee's commercial 
embodiment of the claimed invention. 

The district court's failure to supply more 
comprehensive findings of fact compounds the difficulty 
of appellate review, particularly in view of the [**16] 
complexity of the technical subject matter of this appeal. 
Findings of fact are to be construed liberally in support 
of a judgment. Confined to the trial court's limited 
findings, we are forced to draw from the facts found 
those inferences that are necessary to support the 


ultimate finding that the Sonnenberg patent is not 
infringed by Wells. nl5 


nl5 5A J. MOORE, J. LUCAS, MOORE'S 
FEDERAL PRACTICE para. 52.06[1] (2d ed. 
1984). 

In this endeavor we are not ourselves finding those 
facts which the trial court failed to set out for us. As an 
appellate court, we lack the power to perform that 
exercise. Where the trial court fails to make findings, the 
judgment will normally be vacated and the action 
remanded for appropriate findings to be made. nl6 
Where a full understanding may be had without the aid 
of separate findings, however, we recognize a narrow 
exception to that general rule. nl7 


nl6 Pullman-Standard v. Swint, 456 U.S. 
273, 292 n.22, 72 L. Ed. 2d 66, 102 S. Ct. 1781 
(1982); 5 A MOORE'S FEDERAL PRACTICE 
para. 52.06[2]. [**17] 


nl7 See 5 A MOORE'S FEDERAL 
PRACTICE para. 52.06[2] n.4 and cases cited 
therein. 

The ultimate finding of fact in a case, whether 
initially by the trial court, or as affirmed on appeal, rests 
on the same underpinnings, i.e., the necessary subsidiary 
facts, supported by evidence of record, that lead to that 
ultimate finding. Where the district court has not 
misapplied the controlling legal standards in its 
evaluation of the evidence, its ultimate finding as well as 
the subsidiary findings upon which the ultimate finding 
necessarily depends, is subject to review on appeal under 
the clearly erroneous standard of Fed. R. Civ. P. 52(a). 
nl8 We examine the record in order to review the trial 
court's judgment, and the findings it made or necessarily 
had to have made to support that judgment and, thus, to 
conclude the controversy at this stage without 
unnecessary further expenditure of judicial resources, if 
possible. 


nl8 Q: Pullman-Standard, 456 U.S. 273, 72 
L. Ed. 2d 66, 102 S. Ct. 1781. 

[**18] 

The Sonnenberg Claims. 
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The Sonnenberg patent claims a rental television 
system having key operated actuating means capable of 
being overridden by an override switching means. An 
indicating means signals that the override switching 
means has been actuated. Once overridden, the switches 
and the indicator Hght remain in their overridden 
positions until the key operated switch is switched on, 
resetting the override switching and indicating means. 

The Accused Infringing Device, 

The Wells device also contains each of the three 
physical elements of claim 1 of [*1579] the Sonnenberg 
patent: (1) a key operated actuating switch; (2) a remote 
control actuating switch; and (3) an indicator light. The 
district court, however, found that the Wells device does 
not contain the claimed limitation of overriding a locked 
switch ~ a difference in function. 

The Wells device is a modified version of a standard 
hospital/hotel/motel television receiver. The keylock in 
the Wells system actuates 5 switches: SIXA; SIXB; 
SIB; SIC; and SID [Fig. 1]. 

[SEE ILLUSTRATION IN ORIGINAL] 
In the Wells device, the jumper wires, provided by the 
manufacturer on switches SIB and [**19] SIC, are not 
removed. [Fig. 2.] 

[SEE ILLUSTRATION IN ORIGINAL] 
Switches SIB and SIC are shorted out by those jumper 
wires, rendering those switches electrically inoperable. 

Additionally, switch SID [Fig. 1] is "replaced" by 
relay RL-2 [Fig. 3] of the Wells remote control circuit. 

[*1580] [SEE ILLUSTRATION IN ORIGINAL] 

Relay RL-2 is connected in parallel with switch SID and 
one of the leads to switch SID is cut between switch 
SID and the connection of the lead to relay RL-2 [Fig. 
3]. Thus, the circuit through switch SID is broken, 
rendering that switch electrically inoperable. 

Unlike switch SID which it replaces, relay RL-2 is 
not controlled by the key switch. Rather, switch SI [Fig. 
3], located on the remote control unit, operates relay RL- 
2 in the Wells device. When SI is not depressed, relay 
RL-2 remains normally closed. When switch SI is 
depressed, the coil in relay RL-2 is energized causing 
relay RL-2 to open. Similarly, switch SID, which relay 
RL-2 replaces, was normally closed when the television 
was not rented and was opened by turning the key switch 
to rent the television. 

Switches SIB, SIC, and SID, therefore, are disabled 
in the [**20] Wells device. The key switch operates 
only two switches - SIXA and SIXB [Fig. 1] - which 
control the delivery of power to the television receiver. 


When these switches are closed [positions 2 and 3] 
[Table 1], power is delivered to the tuner; when these 
switches are open [position 1] [Table 1], the circuit is 
broken and no power reaches the tuner. 

[*1581] [SEE ILLUSTRATION IN ORIGINAL] 

As manufactured, when the key switch of a standard 
receiver is in position 2 [Table 1], switch SID is open 
and the television operates normally. Position 2 functions 
as an "on" setting in the standard receiver. In the Wells 
device, however, switch SID [Table 1] has been 
disconnected and it has been replaced by relay RL-2. 
Relay RL-2 cannot be opened by manipulation of the key 
switch, as was switch SID. Thus, the receiver cannot be 
actuated merely by turning the key switch to position 2 
in the Wells device. nl9 Switch SI opens relay RL-2. 
The Wells receiver can be made fully operable only by 
depressing switch SI [Fig. 3] while master on-off 
switches SIXA and SIXB are closed ~ position 2 or 3 
[Table 1]. 


nl9 It appears that had RL-2 and SID been 
wired in series, instead of in parallel with SID 
disabled, the Wells device would exhibit the 
claimed "on" function. 

[**21] 

When the key switch is in position 1, power is 
interrupted and depressing actuating switch SI will not 
actuate the receiver. The Wells key switch performs the 
same function in position 2 as in position 3. In both of 
those positions, while power is suppUed to the tuner, the 
actuating switch SI must be depressed in order to actuate 
the television. Thus, switch SI does not override the key 
switch of the Wells device. n20 Switch SI and the key 
switch are electrically independent in the Wells device 
[Fig. 4]. 


n20 Our assessment of the operation of the 
Wells device is based on the trial court's findings 
and on the documentary and testimonial evidence 
of record. It appears that only switches SIXA 
and SIXB are controlled by the key switch. Thus, 
our analysis supports the trial judge's implication 
that there is no functional difference between 
positions 2 and 3 of the key switch. The above 
analysis assumes that the key switch does not 
operate some third circuit that is actuated in 
either position 2 or position 3, but not both. We 
are aware of no evidence that such a third circuit 
fulfills the role of the key switch and is in turn 
overridden by switch S 1 . 
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[**22] 

[*1582] [SEE ILLUSTRATION IN ORIGINAL] 

In summary, the Wells device exhibits three modes 
of operation: (1) off locked out (switches SIXA and 
SIXB open); (2) rentable --■ key position 2 or 3 and SI 
not actuated (switches SIXA and SIXB closed and 
switch SI open); and (3) rented - key position 2 or 3 and 
SI actuated (switches SIXA and SIXB closed and 
switch SI closed). Normal operation of the Wells device 
can be achieved only by depressing SI while the power is 
switched on (key switch position 2 or 3). The invention 
claimed in the Sonnenberg patent, on the other hand, also 
exhibits three modes of operation: (1) "off* - rentable 
(override switch not actuated); (2) "on" ~ rented 
(override switch actuated); and (3) "on" ~ key operation 
(key switch turned on and override switch not actuated). 

On the basis of our examination of the record we 
infer that the district court necessarily found the 
following relative to the Wells device: (1) switches SIB, 
SIC, and SID are disabled; (2) the key switch controls 
only switches SIXA and SIXB - the master on-off 
switch; and (3) the receiver can be actuated only by 
depressing SI while the key switch is in either position 2 
[**23] or 3 (so that switches SIXA and SIXB are 
closed). 

Literal Infringement 

These implied findings lead inexorably to the district 
court's express finding that the Wells device lacks the 
claimed limitation of overriding a locked key switch. 
Further, these findings indicate that the Wells device 
does not exhibit the claimed "on" key switch position. 

Both the "on" and "ofF* positions recited in claim 1 
correspond to the "on" positions [positions 2 and 3] of 
the key switch in the Wells device. The Wells device 
cannot be operated normally through the key switch 
alone, as is required by claim 1, Rather, switch SI must 
be depressed in conjunction with power being supplied 
to the receiver through the key switch. Hence, on the 
basis of the record before us, we conclude that the 
district court's finding, that Wells does not literally 
infringe the claims of the Sonnenberg patent, is not 
clearly erroneous. 

Doctrine of Equivalents. 

While the district court purported to apply the 
standard articulated in Graver Tank & Manufacturing 
Co. V. LindeAir Products Co,, n21 it entered no findings 
on the issue of equivalence: whether the Wells device 
performs substantially [**24] the same function as the 
claimed invention in substantially the same way to obtain 
substantially the same result. n22 Yet, the court clearly 


implied that Wells does not infringe the Sonnenberg 
patent under the doctrine of equivalents and entered 
judgment to that effect. 


n21 Graver Tank & Mfg, Co. v. Linde Air 
Prods. Co., 339 U.S. 605, 607-09, 94 L. Ed. 
1097, 70 S. Ct. 854(1950). 

n22 Id. at 608; Sanitary Refrigerator Co. v. 
Winters, 280 U.S. 30, 42, 74 L. Ed. 147, 50 S. Ct. 
9(1929). 

We infer that the district court necessarily found that 
the Wells device, lacking the claimed function of 
overriding a locked key switch, does not flmction in 
substantially the same way as the claimed invention. 
[*1583] That inference is supported by the record. 
Accordingly, we conclude that the district court's finding, 
that the Wells device does not infiinge the Sonnenberg 
patent under the doctrine of equivalents, is not clearly 
erroneous. 

Hence, we affirm in part the judgment of the district 
court [**25] insofar as it relates to the finding that the 
Wells device does not infringe the claims of the 
Sonnenberg patent, either literally or under the doctrine 
of equivalents. 

Attorney Fees 

The trial judge found that this is not an exceptional 
case and denied Wells' request for attomey fees. In order 
to prevail on its cross-appeal, Wells must establish that 
the trial judge abused his discretion in this regard and not 
merely, as Wells* attorneys contend, that the trial judge 
committed clear error. Wells has not demonstrated the 
requisite abuse of discretion, although it attempts to do 
so by demonstrating alleged fraudulent conduct by ACS 
before the Patent and Trademark Office. Fraud has not 
been shown. Nor have other facts been established that 
would demonstrate that the trial judge abused his 
discretion in finding that this case is not exceptional. 
Thus, we affirm the district court's denial of Wells' 
motion for attomey fees. 

Conclusion 

In summary, we hold that the district court 
committed both clear errors of fact and errors of law with 
respect to its resolution of the validity issue. The district 
court's conclusion that the Sonnenberg patent is invalid 
under section [**26] 103 is incorrect as a matter of law. 
We conclude that the trial court's finding, that Wells does 
not infringe the claims of the Sonnenberg patent, either 
literally or under the doctrine of equivalents, is not 
clearly erroneous. Additionally, we hold that the trial 
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judge did not abuse his discretion in denying Wells' AFFIRMED IN PART AND REVERSED IN 

motion for attomey.fees. PART. 


